THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KENNETH ASSI NK, MARK J. FEENSTRA
and GERALD L. BOYER JR

Appeal No. 1997-0854
Application No. 08/292, 8461

ON BRI EF

Before KIM.IN, JOHN D. SM TH and KRATZ, Adninistrative Patent
Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed August 19, 1994.
According to appellants, this application is a continuation of
Application No. 07/696,837, filed May 7, 1991; now abandoned,;
which is a division of Application No. 07/529, 231, filed My
25, 1990, now U.S. Patent No. 5,018,957, issued May 28, 1991.
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This is an appeal fromthe final rejection of clains 25-
39, all the clains remaining in the present application.

Clains 25 and 29 are illustrative:
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A nmet hod of hot staking workpieces with a hot staking
apparatus, the hot staking apparatus having spaced apart
support plates defining a plenum a plurality of air heaters
for heating a pattern of thermally softenable and pressure
def ormabl e studs on each of the workpieces, a plurality of
correspondi ng reci procatable tools for formng the studs after
heating, and a fan, the plurality of air heaters and the
plurality of tools being supported between the support plates
and the fan being positioned along a side of the plenumfor
urging air through the plenum conprising steps of:

positioning a selected workpi ece on the hot staking
appar at us;

hot staking the studs on the sel ected workpi ece by
heating the studs with the plurality of air heaters and
subsequently formng the studs with the plurality of
reci procat abl e tools;

removi ng the sel ected workpi ece fromthe hot staking
appar at us;

repeating the steps of positioning, hot staking and
removing as desired with other sel ected workpi eces; and

continuously cooling the plurality of reciprocatable
tools with a streamof forced cooling air urged through the
pl enum by the fan.

-29-

A nmethod for hot staking thermally softenable and
pressure defornmabl e studs on a workpiece with a hot staking
apparatus, the hot staking apparatus including a plurality of
selectable air heaters for heating the studs, a plurality of
correspondi ng sel ectively reciprocatable tools for formng the
studs after the studs are heated, an air flow device operably
connected to the plurality of heaters for controlling air flow
to the heaters, and a controller operably connected to the air
fl ow device and the plurality of reciprocatable tools for
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controlling air flowto the air heaters and for controlling
the actuation of the reciprocatable tools, conprising steps
of :

adjusting a tine period setting in the controller based
on a predeterm ned thermal energy required to soften the
st uds;

heating the studs with the heaters for the adjusted tine
period by providing a limted tinme period of noving air
through the air flow device as controlled by the controller;

after the step of heating, formng the studs with the
tools as controlled by the controller; and

repeating the step of adjusting as required for
addi ti onal workpi eces.

The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Vel l's 3, 308, 225 Mar. 7, 1967
Loren 4,633, 559 Jan. 6, 1987

Appel lants' clainmed invention is directed to a nmethod of
connecti ng wor kpi eces together via hot staking. The method of
claim 25 enpl oys reci procatable tools, or dies, for shaping
and formng studs of thermally softenable material, and
provi des for the continuous cooling of the reciprocatable
tools with a fan-generated streamof air through a plenum

| ndependent claim 29, as well as independent clains 32
and 36, do not recite the step of continuously cooling the

reci procatable tools. Cdaim29 requires the use of a
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controller for controlling air flowto the air heaters and for
controlling the actuation of the reciprocatable tools.

Appel l ants submt at page 3 of the principal brief that
the follow ng groups of clains stand or fall together: (1)
clains 30 and 31; (2) clains 33, 34 and 35; and (3) clains 36,
37, 38 and 39.

Appeal ed clainms 25-39 stand rejected under 35 U S. C
8§ 103 as being unpatentable over Wells in view of Loren.

We have thoroughly reviewed the respective positions
advanced by appellants and the examiner. |In so doing, we
agree with appellants that the prior art cited by the exam ner

fails to establish a prima facie case of obviousness for the

subject matter defined by clains 25-28. Consequently, we wll
not sustain the examner's rejection of these clains. On the
ot her hand, we fully concur with the exam ner that the subject
matter defined by clains 29-39 woul d have been obvi ous to one
of ordinary skill in the art in view of the applied prior art.
Accordingly, we will sustain the examner's rejection of
clainms 29-39 for essentially those reasons expressed in the

Answer .
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Considering first the examner's rejection of clainms 25-
28 under 35 U.S.C. 8§ 103, the exam ner relies upon Loren for
establishing the obviousness of the clained step "continuously
cooling the plurality of reciprocatable tools with a stream of
forced cooling air urged through the plenumby the fan." Both
t he exam ner and appellants offer a different interpretation
of the portion of Loren that refers to cooling, i.e., colum
5, lines 21-32, which is reproduced bel ow

In practicing the staking steps shown by FIGS.

4, 5 and 6, the die tip 76 and cl anp pads 64 are

kept cooler than the solidification tenperature of

the projection 60, and preferably cooler than the

creep tenperature of the plastic. However, if the

staking were to be perforned by spin staking or hot

tip tool staking, the clanp pads 64 could be chilled

to permt solidification of the fornmed heads when

the tool tip 76 is retracted fromthe work site,

i.e.[,] inthe relative positions shown in FIG 4.

As those having skill in the art will appreciate,

the present invention can also be adapted to spin

staking or other forms of staking.

Al though it is not unreasonable to conclude that Loren's
di scl osure of keeping die tip 76 cooler than the
solidification tenperature of the projection 60 is a teaching,
or at |east a suggestion, of continuously cooling the

reci procatable tool, we find that Loren falls short of

renderi ng obvious the presently clained cooling "with a stream
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of forced cooling air urged through the plenumby the fan,"
whi ch plenumis fornmed by plates which support the air heaters
and reciprocatable tools. The examner's statenent that "the
use of any suitable cooling nmeans to effectively maintain the
staking tool at a tenperature cooler than the solidification
point of the studs is considered within the purview of one of
ordinary skill in the art" (page 2 of Answer) does not
establish the obviousness of the particularly clainmed nethod
of cooling the reciprocatable tools in the recited nmethod of
hot staking workpi eces. W cannot countenance the sunmary
rejection of any and all nethods of cooling reciprocatable
tools of hot staking processes.

We now turn to the remai ning clains on appeal which fai
to recite any cooling of the reciprocatable tools. 1In
essence, we are in full agreenment with the exam ner that it
woul d have been obvious for one of ordinary skill in the art
to automate the hot staking nethod of wells, as nodified by
Loren, to facilitate controlling the air flow, the anmount of
heat delivered to the thermally softenabl e studs, and the
timng of the reciprocatable tools. W sinply find no error

in the exam ner's reasoning that:
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[1]t woul d have been obvious to one of ordinary

skill in the art at the tinme the invention was nade

to automate the process, the particular values for

the timngs, as well as for other process paraneters

such as the air flow and air tenperature, being

dependent upon well[-]known factors such as the

di mensi ons and shape of the studs and on the type of

materials used in the stud. |[Page 3 of Answer].
Al so, we concur with the examner that it was "well known in
the automation of a process to input particular values for a
controller of a process, for exanple to automate the process
for processing a particular type of material" (page 4 of
Answer). Appell ants have not apprised us of why the clained
aut omat ed steps woul d have been unobvious to one of ordinary
skill in the art, especially in this age of high automation.
| nst ead, appellants only enphasi ze that the clai ned aut omat ed
steps for controlling the individual operations of the
process, which operations, per se, are taught or suggested by
the prior art, are not disclosed in the references.
Appel l ants do not claimany particular new or unobvi ous
device(s) for controlling the various paraneters of the hot
staking nmethod. It is well settled that it is a matter of
obvi ousness for one of ordinary skill in the art to provide

aut omat ed neans to acconplish the sane or obvious result as

non- aut omated neans of the prior art. See In re Venner, 262
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F.2d 91, 95, 120 USPQ 192, 194 (CCPA 1958). See also In re

G oloto, 530 F.2d 397, 399, 188 USPQ 645, 647 (CCPA 1976).
Appel I ants have advanced no objective evidence which
establishes that the automated steps of clains 29-39 produce
any unexpected result.

I n conclusion, we reverse the exam ner's rejection of
clainms 25-28. However, for the reasons set forth in the
Exam ner's Answer and those outlined above, we affirmthe
examner's rejection of clains 29-39.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under
37 CFR § 1.136(a).

AFFI RVED- | N- PART

EDWARD C. KI M.I N
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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Price, Heneveld, Cooper, Dewitt
& Litton

695 Kennoor SE

P. 0. Box 2567

Grand Rapids, M 49501
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