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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
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WALTZ, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

examner's refusal to allow clains 11 through 22, 28 through

34, and 36 through 44, as anended subsequent to the fi nal
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rejection (see the anmendnent dated Feb. 20, 1996, Paper No.
10, entered as per the Advisory Action dated April 5, 1996,
Paper No. 11). These are the only clains remaining in this
appl i cation.

According to appellant, the invention is directed to a
met hod and apparatus for making a reusable paint roller
consisting of an inner core and an outer cover, wherein the
core is formed fromthernoplastic strips and bonded with
liquid thernoplastic material to the fabric cover (Brief,
pages 2-5). Illustrative independent clains 11 and 28,
directed to an apparatus and a nethod, are reproduced and
attached as an Appendi x to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

St ahl 2,789, 075 Apr. 16, 1957
G odberg et al. (G odberg) 3,226, 799 Jan. 4, 1966
Burns et al. (Burns) 3,518, 970 Jul. 7, 1970
Hi el ema 3, 700, 520 Cct. 24, 1972
Garcia 5,137,595 Aug. 11, 1992

(effective filing date of Dec. 11, 1985)
Clainms 11-22, 28-34, 36, 37, 39 and 41 stand rejected
under 35 U.S.C. 8 103 as unpatentable over G odberg in view of

Hi el ema and Garcia (Answer, page 3). Cains 38, 40 and 42-44
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stand rejected under 35 U.S.C. § 103 as unpatentabl e over the
references as applied above further in view of either one of
Stahl or Burns (Answer, page 4).' W reverse the examner's
rejections for reasons which foll ow.

OPI NI ON

The exam ner finds that G odberg discl oses an apparat us
for producing paint rollers having neans for wi nding a
plurality of core-formng strips coated with adhesive and
means for applying a cover strip to the core, with the
adhesi ve being of any type capabl e of w thstandi ng paint
solvents (Answer, page 3). The examner finds that Hi el ema
di scl oses an apparatus for form ng a pol ypropyl ene core where
t her nopl astic adhesive is applied to the overlapping strip
mat eri al using a nozzle (Answer, sentence bridging pages 3-4).
The exam ner further finds that Garcia teaches that it is

known to use preformed pol ypropyl ene core tubing in the

1 As noted by the exam ner on page 5 of the Answer, clains
43 and 44 were finally rejected over Grodberg, Hielema and
Garcia but in the Answer these clains are grouped in the
second rejection involving Godberg, Hielema, Garcia, and
Stahl /Burns. Appellant contends that this rejection of clains
43 and 44 based upon the additional references to Stahl/Burns
constitutes a new ground of rejection (Reply Brief, pages 1-
2). In view of our decision below, this issue is noot.
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production of paint rollers (Answer, page 4).
From the foregoing findings, the exam ner makes the

fol |l ow ng concl usi ons:

[i]t would have been obvious to one having ordinary

skill in the art to substitute Hielem's

pol ypropyl ene core-formng strip material and

correspondi ng adhesi ve application neans for

Grodberg et al's cardboard core-formng strip

mat eri al precoated w th adhesive, because Garcia

shows that it is known to use pol ypropyl ene core

stock for producing paint rollers, and because of

the simlarity in operation of the G odberg et al

and H el ema wi ndi ng devices. (1d.).

“IWhen determning the patentability of a clained
i nvention which conbines two known el enents, 'the question is
whet her there is sonmething in the prior art as a whole to
suggest the desirability, and thus the obvi ousness, of making
the conbination.” [Citations omtted].” In re Rouffet, 149

F. 3d 1350, 1356, 47 USPQRd 1453, 1456 (Fed. Cr. 1998). The
exam ner has concluded that it would have been obvious to
substitute the pol ypropyl ene core-formng strip material of
Hi el ema for the cardboard core-formng strip material of

G odberg (Answer, page 4). However, G odberg specifically

desires to nmake a di sposable paint roller which necessarily
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must be made of inexpensive materials such as cardboard (see
G odberg, col. 1, Il. 10-11; Il. 42-44; and col. 2, II. 13-
19). The exam ner has failed to identify any suggestion in
the prior art as a whole to substitute the expensive, reusable
pol ypropyl ene of Hi elema for the inexpensive, disposable

cardboard of G odberg.

Furthernore, the exam ner has failed to identify any
convi nci ng evidence or reasoning why one of ordinary skill in
the art would have substituted the systemof core material and
adhesive in Helema for the correspondi ng systemin G odberg.
The examner's only reasoning is "because of the simlarity in
operation of the Grodberg et al and Hi el ema w ndi ng devices."
(Answer, page 4). Although the nethods of operation of the
w ndi ng devices in Godberg and H elema are simlar, the
exam ner has not identified any reason or suggestion as to why
one of ordinary skill in the art would have substituted neans
and a nmethod for applying corrosion and nechani cal protective
coatings to a pipe as taught by Helema in the paint roller
system and nmet hod of Grodberg. See Helema, col. 1, Il. 30-
36. There nust be a suggestion of desirability in the prior
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art as a whole to nmake the proposed conbination. See Rouffet,
supra. Any show ng of a suggestion, teaching or notivation to
conbi ne nust be clear and particular. 1In re Denbiczak, 175
F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. G r. 1999).

The exam ner also states that "Garcia
shows that it is known to use pol ypropyl ene core stock for
produci ng paint rollers" (Answer, page 4). However,
considering the teachings of Garcia as a whole, this reference
teaches the di sadvantages of using "a tubular plastic or
cardboard core" with an adhesive (col. 1, Il. 21-41). Garcia
t eaches heat bonding the fabric strip to the tubular plastic
core without the use of adhesives to forma single unitary
body (col. 1, Il. 44-59). Accordingly, Garcia teaches away
fromthe use of an adhesive with a plastic tubular core. A
reference which teaches away is a significant factor to be
consi dered in determ ni ng unobvi ousness. In re Gurl ey,

27 F. 3d 551, 553, 31 USP2d 1130, 1132 (Fed. Cir. 1994).
For the foregoing reasons, we determ ne that the exam ner

has failed to establish a prima facie case of obviousness in

view of the reference evidence of G odberg, Hi elema and
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Garcia. The exam ner has cited and applied Burns or Stahl to
"teach applying paint roller fibers to an adhesively coated
core to forma cover |ayer." (Answer, page 4). Therefore
Burns and Stahl do not renedy the deficiencies discussed
above.? Accordingly, the examner's rejections of the clains
on appeal are reversed.
OTHER | SSUES

Upon the return of this application to the jurisdiction
of the exam ner, the exam ner and appel |l ant shoul d consi der
the patentability of the subject matter of at |east clains 43
and 44 under the judicial doctrine of obviousness-type double
patenting over the clains of appellant's U S. Patent Nos.
5, 195242, 5,398,409, and 5,572,790. It should be noted that
appel  ant has not contested the applicability of Burns/Stah
for the teaching of applying a cover by blowing fibers onto a
core coated with adhesive (Answer, page 4; see Brief and Reply

Brief in entirety).

2 Since we determ ne that the exam ner has not properly
identified any suggestion, notivation or teaching to conbi ne
the references as proposed in the rejections, we need not
di scuss the further Iimtations of various clains, e.g., the
first applying nmeans of claim 34 or applying the cover by
bl owi ng fibers as in claim43.
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SUVVARY
The rejection of clainms 11-22, 28-34, 36, 37, 39 and 41
under 35 U. S.C. § 103 over G odberg in view of Hi elema and
Garcia is reversed. The rejection of clainms 38, 40 and 42-44
under
35 U.S.C. 8 103 over G odberg in view of H elem and Garcia

further in view of either Stahl or Burns is reversed.

The decision of the exam ner i s reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge )
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THOVAS A, WALTZ

Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge
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CAMI11

An apparatus for making paint rollers conprising:

A-1
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a mandril ;

means for winding a plurality of strips of thernoplastic
mat erial onto said mandril in overlapping relation;

means for advancing said wound strips in a direction
coaxial with said mandril;

a supply of thernoplastic materi al

means for liquefying said supply of thernoplastic
mat eri al ;

first nmeans for applying said liquid thernoplastic
material to said strips before said strips are wound on said
mandril for bonding said strips to each other to form an
endl ess core,

second nmeans for applying an adhesive to the outer
surface of said core; and neans for applying a cover onto said
adhesi ve on the outer surface of said core for bonding said
cover to said core to forman endless roller

CLAI M 28

28. A method for meking a paint roller conprising:

providing a stationary mandril to which |iquefied
t her nopl asti ¢ does not adhere;

provi di ng an applicating neans conposed of a material to
whi ch i quefied thernoplastic does not adhere;

i quefying a supply of thernoplastic material;

applying the liquified thernoplastic naterial to the
appl i cati ng neans;

transferring the liquefied thernoplastic material from
the applicating neans to the mandril for even distribution

A-2
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t her eabout, whereupon the |iquefied thernoplastic nateri al
rapidly sets formng a core;

provi di ng neans for advancing the core away fromthe
appl i cating neans;
appl yi ng an adhesive to the outer surface of said core;

applying a cover about said core over said adhesive for
bondi ng said cover to said core to forman endless roller; and

cutting said endless roller into usable | engths.



