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This is a decision on appeal under 35 U S.C. 8§ 134 from
the final rejection of clains 1-5.

W reverse.

BACKGROUND

The disclosed inventionis in the field of renpte access
or renote |lock systens and relates to a nethod for preventing
unaut hori zed | earning and retransm ssion of an access code as
descri bed in the Background of the Invention (specification,
pages 1-2) and page 9, first paragraph, and page 21, |ine 25,
t hrough page 22, line 7, of the specification.

Claim1 is reproduced bel ow.

1. A nmethod for preventing unauthorized |earning
and reproduction of an access code in a conbi ned
receiver/transmtter system conprising the steps of:

setting a flag in a nenory of an integrated
circuit upon the first tine the integrated circuit is
placed in a |learn node while configured as a receiver;

and

checking the flag if the integrated circuit is
| ater configured as a transmtter; and

nodi fying the code if the flag is set.

The Exam ner relies on the admtted prior art (APA)
stating that "Texas |Instrunents nanufactures an integrated
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circuit having both transm ssion and reception capability"”

(specification, page 1, lines 14-15) and the follow ng prior
art:

Li ndnmayer et al. (Lindmayer) 5, 159, 329 Cct ober 27,
1% Bachhuber 5, 365, 225 Novenber 15,
1994

(April 6, 1990)

Clains 1 and 2 stand rejected under 35 U. S.C. § 102(b) as
bei ng antici pated by Lindmayer. The Exam ner states (Fina
Rej ection, page 2): "Lindmayer shows the clai ned nethod of
preventing the unauthorized | earning of a code in a renote
control system Lindmayer shows nodi fying the code by erasing
the code. See col. 3, lines 20-32."

Clainms 1-5 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over the APA in view of Lindmayer or Bachhuber.
The Exam ner states (Final Rejection, pages 2-3):

The adm tted prior art shows that an I C can be confi gured

as a receiver to receive and store access codes. The IC

can al so be configured as a transmtter to transmt

codes. Both Lindmayer and Bachhuber teach denyi ng access

(erasing codes) based upon the security procedure desired

to prevent unauthorized access to the code. Therefore,

it would have been obvious to one of ordinary skill in

the art at the tine of the invention to have utilized the

prevention techni que taught by either Lindmayer or

Bachhuber to have prevented an unaut hori zed user from

gai ning access to the stored codes in the above
acknow edged prior art system
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W refer to the Final Rejection (Paper No. 7) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 13) (pages referred to as "EA ") for a statenent of the
Exam ner's position and to the Appeal Brief (Paper No. 12)
(pages referred to as "Br__ ") for a statenment of Appellants’
argument s t her eagai nst.
OPI NI ON

35 U.S.C. § 102(b)

"Anticipation is established only when a single prior art
ref erence discloses, expressly or under principles of
I nherency, each and every elenent of a clainmed invention."

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).

Li ndnayer di scl oses a renote control system such as the
central |ocking systemof a notor vehicle, having an infrared
receiver IR and control device 1 in the object to be protected
V and a plurality of associated transmtters T, to T,, The
control device stores n code words CW to CW in n nmenory
| ocati ons, where each key code word is associated with one of
the transmtters T, to T,, The key code word consists of a

fi xed basic portion, CWB, etc., which is object- and
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transmtter-specific and cannot be altered, and an alterable
portion, CWA, etc., which is alterable in a known nmanner in
accordance with a desired algorithm(col. 3, line 68, to

col. 4, line 7). The receiver can be placed in a "learning
phase"” where the key code word of the receiver is reprogramred
by the next code word transmtted to the receiver from an
arbitrary transmtter (col. 1, lines 47-57). Unauthorized use
of the renpte control systemwth a |ost transmtter can be
prevented by automatically invalidating, i.e, blocking or

erasi ng, the basic code word portion (col. 3, lines 20-27).

As to the step of "setting a flag in a nenory of an
integrated circuit upon the first tinme the integrated circuit
is placed in a learn node while configured as a receiver," the
cl osest reasoning we find is the Exam ner's statenent for the
first tinme in the Examner's Answer that "Lindmayer, col. 3,
line 24 inplies that an equivalent to a flag nust be set since
the erasing of a code is acconplished in the system dependant
[sic] upon if the code has been used (received) at |east once,
here the flag nust have been set in the system which was
acting in a receiving node" (EA5). This is a broad, but fair

readi ng of Lindmayer. \Watever hardware or software keeps
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track of the fact that the transmtter has been used at | east
once can be called a "flag," although the purpose of the flag
is different than in the clainmed invention. Appellants do not
appear to challenge this reading in the Reply Brief, but rely
on the argunent that Lindnayer does not teach reconfiguration.
W find that the step of "checking the flag if the
integrated circuit is later configured as a transmtter"” is
not met by Lindmayer. The Examiner interprets claiml to not
require reconfiguration of the integrated circuit. The
Exam ner states that the claimphrase "if the integrated
circuit is later configured as a transmtter"” does "not
positively recite the IC being configured as a transmtter”
(EA5) and "[i]f the ICis not |later configured as a
transmtter, the checking step is not executed" (EA5). Thus,
t he Exam ner apparently reads the "checking the flag if the
integrated circuit is later configured as a transmtter” and
the "nodifying the code if the flag is set" steps out of the
cl ai m because they may not occur. This claiminterpretation
Is erroneous. The claimlanguage requires that the integrated
circuit can be "later configured as a transmtter” after it

has first been used as a receiver; thus, claim1 requires the
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capability of reconfiguration. Wile it is true that
reconfiguration as a transmtter may not occur, it nust be
capabl e of occurring and, when it is reconfigured, the claim
| anguage nust be nmet. There is no disclosure or suggestion in
Li ndmayer that the receiver or transmtter are reconfigurable.

The Exam ner states that Lindmayer inplies
reconfiguration because once a flag has been set indicating
that a transmtter has been used at | east once, and the system
recei ves the code configured as a receiver, "[t]he code can be
altered so it cannot be 'sent' to anyone attenpting to read
the code at latter [sic] time" (EA5). This statenent is
erroneous because the receiver is not capable of being
configured as a transmtter to send the stored codes--it just
erases the key code word so it does not work for a particul ar
| ost transmtter. There is no sending of the code word from
the receiver in any sense of the word.

Si nce Lindmayer does not performthe step of "checking
the flag if the integrated circuit is later configured as a
transmtter,” it does not disclose the subsequent step of
"nmodi fying the code if the flag is set.” Lindmayer erases a

basi ¢ code word portion corresponding to a lost transmtter,
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and arguably does so dependent on a flag which is set when a
transmtter has been used at |east once, but does not do so
after being configured as a transmtter.

For the reasons stated above, the Exam ner has failed to

establish a prima facie case of anticipation. The rejection

of clains 1 and 2 over Lindnayer is reversed.

35 US.C._ 8§ 103

The Exam ner's reliance on the APA fails to address
Appel I ants' arguments. The APA states that "Texas Instrunents
I ncor porated manufactures an integrated circuit having both
transm ssion and reception capability” (specification, page 1,
lines 14-15). Appellants argue (Br6):

Thi s does not disclose that the receiver receives
and stores access codes and the transmtter transmts
access codes.

The background of the invention additionally
di scl oses a transmtter and receiver having different
integrated circuits, and it is respectfully submtted
that the different transmtters on sone integrated
circuits transmts codes while separate receivers on
other integrated circuits receive and store access codes.

Because applicants are under a duty to disclose informtion

material to patentability, we interpret this argunent as

denying that it was known to Appellants to have a
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reconfigurable integrated circuit that can receive and store
access codes and transmt access codes, not just that such has
not been admtted in the specification. The Exam ner states
(EA3): "The admitted prior art shows that an I C can be
configured as a receiver to receive and store access codes.
The 1 C can al so be configured as a transmtter to transmt
codes." Because Appellants deny that it was known prior art
to themto have a reconfigurable integrated circuit that can
recei ve and store access codes and transmt access codes, the
Exam ner errs in relying on the APA for these limtations and,
t hus, the obviousness rejection is flawed fromthe start.

The conbi nati on of the APA and Li ndmayer does not render
the clainmed subject matter obvious. Lindmayer is discussed in
connection with the anticipation rejection. Neither the APA
nor Li ndmayer discloses a reconfigurable integrated circuit
that can receive and store access codes and transmt access
codes. Wile Lindmayer nmay set a flag when a transmtter has
been used at | east once, the flag is not used to nodify the
code (claim1l) or deny transm ssion of the access code
(claim3) upon reconfiguration of the integrated circuit as a

transmtter. Therefore, the Exam ner has failed to establish
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a prima facie case of obviousness. The rejection of clains 1-
5 over the APA and Lindmayer is reversed.

The conbi nation of the APA and Bachhuber al so does not
render the clainmed subject matter obvious. Bachhuber
di scl oses a renote control systemw th separate transmtter
and receiver. The Exam ner does not point out what part of
Bachhuber is relied on for the specific limtations of the
clainms, which it nmakes it difficult for us to reviewthe
rejection. Bachhuber discloses that there nust be a way to
initialize and re-initialize the transmtter-receiver system
(e.g., col. 10, lines 1-7), but this does not address the
steps of setting a flag or reconfiguring an integrated circuit
as a receiver or transmtter. 1In response to Appellants’
argunent that Bachhuber does not suggest setting a flag, the
Exam ner refers to Lindmayer (EA6), which does not answer the
question. W find no teaching or suggestion in Bachhuber that
the receiver may be reconfigured as a transmtter or that a
flag is used to indicate that the code has been | earned whil e
in alearn receive node to prevent sending a | earned code.

The Exami ner has failed to establish a prima facie case of
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obvi ousness. The rejection of clains 1-5 over the APA and
Bachhuber is reversed.

Finally, we comment on the follow ng statenent by the
Exam ner in the Final Rejection (FR3-4):

The references (Lindmayer and Bachhuber) discuss
saf eguardi ng the code word. The discussion is based upon
the ideas that '"if the transmtter has a code word...do
not divul ge the code when in the transm ssion node.' In
this scenario, it is reasonable that the system operates
inan "if...then" node. This is the sane as or
equi valent to the flag set and check method cl ai med by
the applicant. These are the sane when the progranm ng
of the device is acconplished.

Thi s argunment reduces the clained invention to a genera

"gist" of the invention, safeguarding the code word, and
suggests that any prior art that had this same i dea woul d be
equivalent in ternms of patentability. This is erroneous.
There may be many nonobvi ous ways to performthe same function
or get the sane result. Patentability is determ ned by the
words of the claimand it is the claimlanguage that nust be

addr essed.

CONCLUSI ON

The rejection of claiml and 2 under 35 U.S.C. § 102(b)

is reversed.
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The rejections of clains 1-5 under 35 U.S.C. § 103 are

reversed.
REVERSED
JERRY SM TH )
Adm ni strative Pat ent Judge )
)
)
)
) BQOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
LANCE LEONARD BARRY )

Adm ni strative Patent Judge
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