TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore CALVERT, ABRAMS and BAHR, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-7, 13-15 and 19-37. Cains 8-12,
16- 18, 38-51, 56 and 57 have been allowed and cl ains 52-55

have been cancel ed.

! Application for patent filed February 16, 1995.
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The appellants’ invention is directed to an induction
control system for supplying a charge to an engi ne conbusti on
chanber. The clains on appeal have been reproduced in an

appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

M yano et al. (M yano) 4,664, 076 May 12,

1987

Hashi noto et al. 5,119, 784 Jun. 9, 1992
( Hashi not o)

M tobe et al. (Mtobe) 5,273,014 Dec. 28,

1993

THE REJECTI ONS

The follow ng rejections stand under 35 U.S.C. § 103:

(1) Cdainms 1-7, 13-15 and 19-27 on the basis of Mtobe and
M yano.

(2) Cains 28 and 29 on the basis of Mtobe and Hashi noto.
(3) dains 30-37 on the basis of Mtobe, Hashinoto and

M yano. 2

2 This is a newrejection presented for the first tinme in
(continued. . .)
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The rejections are explained in the Suppl enent al
Exam ner’s Answer (Paper No. 17).

The appel |l ants’ argunments in response to the positions
taken by the exam ner can be found in the Briefs (Papers Nos.

11, 16 and 18).

CPI NI ON

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
in the art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the clainmed invention. See
Ex parte dapp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone

teachi ng, suggestion or inference in the prior art as a whol e

2(...continued)
t he Suppl enental Exam ner’s Answer (Paper No. 17).
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or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellants’ disclosure.

See, for exanple, Uniroyal, Inc. V. Rudkin-Wley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cir.), cert.
deni ed, 488 U.S. 825 (1988).

It is the exam ner’s view that Mtobe discloses all of

the subject matter recited in independent claim1l except for
the limtation of “a single fuel injector injecting fuel into
only the other of said outlet sections [of the intake passage
nmeans] downstream of the flow control valve for providing the
entire fuel requirenents of said conbustion chanber.”
However, it is the exam ner’s position that this is taught by
M yano, and that it would have been obvious to one of ordinary
skill in the art to nodify the Mtobe systemto neet the terns
of the claim in view of Myano. W do not agree.

While the outlet sections (22 & 24) of Mtobe and their
associated throttle valve (28) and flow control valve (34)
have much in common with the systemrecited in claiml, the
reference utilizes two fuel injectors, rather than the clained

single injector. In Mtobe, a first fuel injector (40)
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| ocated in the same outlet section as the flow control valve
provi des fuel for | ow speed operation, and a second fue
injector (44) located in a comon chanber upstream of the

outl et sections is activated to add fuel during operation in
the hi gh speed range. M yano teaches an intake system havi ng
only one outlet section and in which a single fuel injector

| ocated in that outlet section provides all of the fuel during
both | ow and hi gh speed operations, and it is upon this
teaching that the exam ner’s rejection focuses. However, the
mere fact that the structure disclosed in a reference could be
nodi fi ed does not make such nodifications obvious unless the
prior art suggests the desirability thereof. See In re
CGordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G

1984). To elimnate the upstreaminjector in Mtobe would be
contrary to this patent’s teaching that under high speed

condi tions fuel should pass through both outlet sections, and
woul d, in our view, destroy the essence of the Mtobe
invention. W thus fail to perceive any teaching, incentive,

or suggestion in either of these references that woul d have
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| ed one of ordinary skill in the art to conbine themin the
manner proposed by the exam ner.

It is our conclusion that the conbi ned teachi ngs of
M tobe and Myano fail to establish a prima facie case of
obvi ousness with regard to the subject matter of claim1, and
we will not sustain the rejection of claiml1l or, it follows,
of clainms 2-7 and 13-15, which are dependent therefrom

| ndependent claim 19 recites an induction control system
whose basic conponents are like that of claim1, but omts the
requi renent for a single fuel injector and adds

sai d i ntake passage neans including a commbn secti on

upstream of said first and second outl et sections

and which is served by first and second inl et

sections tuned to provide tuning efficiency at a

di fferent engi ne running condition and further

i ncluding a second throttle valve for controlling

the effective tuning of the intake passage neans.
Here, it is the examner’s position that it would have been
obvious to one of ordinary skill in the art to add such tuned
inlet sections to the Mtobe systemin view of the teachings
of M yano.

Li ke the clainmed invention, Mtobe has an intake passage
means conprising first and second outlet sections divided by a

wall, with a throttle valve in one section and a fl ow contr ol
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valve in the other. M tobe does not disclose the first and
second tuned inlet sections upstream of the intake passage
that are required by this claim Myano discloses a single
outl et section (7) controlled by a throttle (12), and which
communi cates with a port opening to a cylinder. Upstream of
the outlet section are a first intake passage (9) that is
tuned for | ow speed operation and a second intake passage (8)
that is tuned for high speed operation (colum 2, |ines 10-
47). A second throttle valve (13) controls the tuning by
openi ng or closing the high speed intake passage.

We agree with the exam ner that it would have been
obvious to add to the Mtobe system upstream of the second
set of fuel injectors, first and second inlet sections tuned
to provide tuning efficiency at a different engi ne running
condition, as well as a second throttle valve to control the
effective tuning, as required by claim19. Explicit
suggestion for doing so is found in Myano' s statenent that
this enhances the charge efficiency (colum 1, |ines 5-16).
In our view, such a nodification would have no detri nent al

ef fect upon the operation of the Mtobe system but would
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sinply place additional structure upstream in the same nanner
as does the appellants’ invention.

It therefore is our conclusion that the conbi ned
teachi ngs of Mtobe and Myano establish a prima facie case of
obvi ousness with regard to the subject matter recited in claim
19, and we will sustain the rejection of this claim

The common pl enum chanber added by claim 20 is disclosed
in Myano, as is the teaching of tuning by providing different
|l engths for the inlet sections, as required by claim?21. A
teaching of originating the first and second inlet sections in
a conmmon pl enum chanber and positioning a main throttle val ve
therein, as is set forth in claim22, is provided by Myano.
The argunent advanced by the appellants with regard to the
automatic control of the throttle valve and the flow contro
val ve actually relies upon the basic conbination recited in
i ndependent claim 19 for patentability, and therefore is not
persuasive with regard to claim 23 inasmuch as we have
sustained the rejection of claim19. d ains 24-27 have been
grouped by the appellants with claim?23 (Brief, page 12), and

fall therewth.
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| ndependent claim 28 also is directed to the basic
structure recited in claiml1, absent the single fuel injector.
As in claiml, the system conprises intake passage neans

termnating at port openings, but in claim28 there is the

additional Iimtation of “said port openings conprising three
val ve seats.” This claimstands rejected on the basis of
M t obe and Hashinmoto. In Mtobe the intake passage neans

termnates in port openings conprising only two val ve seats.
Hashi noto is directed to a nmulti-valve engine. It discloses
three intake valves for each cylinder and teaches that

[i]ntake and exhaust performance of an internal
conmbusti on engi ne can be inproved by increasi ng what
is referred to as a “valve area.” The term “valve
area” refers to the total cross-sectional area
occupi ed by intake and exhaust valves in a
conmbusti on chanber of each cylinder of the engine.
For this reason, a multi-valve internal conbustion
engine is typically provided with nore than one
exhaust valve as well as a plurality of intake
valves. Colum 1, l|ines 13-21.

We share the examner’'s viewthat, in view of Hashinoto, it
woul d have been obvious to provide the Mtobe intake system

with a third valve. W are not persuaded ot herw se by the

argunents presented by the appellants, for the claimnerely
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requires the presence of a third valve and is not specific as
to where it should be | ocated.

The teachi ngs of Mtobe and Hashi noto thereby establish a
prima facie case of obviousness with regard to the subject
matter of claim28, and we will sustain this rejection.

However, we reach the opposite conclusion with regard to
claim 29, which adds to claim 28 the requirenment that two
val ves be served by the first outlet section and the third
val ve by the second outlet section. As argued by the
appel l ants, such a placenent of the valves is not taught by
the references, and therefore a prina facie case of
obvi ousness is lacking and the rejection cannot be sustai ned.

Nor will we sustain the rejection of clains 30 through
37, for adding Myano to the other two references does not, in
our view, overcone the valve placenent problem which arises
with respect to claim?29, fromwhich the remaining clains are
dependent .

We have carefully considered all of the appellants’
argunments as they apply to the rejections which we have

sustai ned. Wile we have not commented specifically upon al
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of them our position with regard to each shoul d be apparent

fromthe explanations which acconpany our deci sion.
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SUMVARY

The rejection of clains 1-7 and 13-15 on the basis of
M tobe and M yano is not sustai ned.

The rejection of clains 19-27 on the basis of Mtobe and
M yano i s sustai ned.

The rejection of claim?28 on the basis of Mtobe and
Hashi noto i s sustai ned.

The rejection of claim?29 on the basis of Mtobe and
Hashi noto i s not sustained.

The rejection of clains 30-37 on the basis of Mtobe,
Hashi noto and M yano i s not sustai ned.

The decision of the examiner is affirnmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFlI RVED- | N- PART
| AN A, CALVERT )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
NEAL E. ABRANS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JENNI FER D. BAHR )
Adm ni strative Patent Judge )
bae
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