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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner’s final rejection of clains 21 through 28, which are
the only clainms remaining in this application.
According to appellants, the invention is directed to a
surgi cal or nedical dressing having a continuous, water vapor

pernmeabl e coating with a water vapor transm ssion rate (MWTR)
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of at least 1000 liters vapor/nt¥/24 hours at 40EC. and 80%
relative humdity, where the pressure sensitive adhesive
coating conposition contains hydroxyal kyl acrylate in the
anount of 15 to 40% by weight (Brief, page 2). Illustrative
claim2l is reproduced bel ow

21. A surgical or nedical dressing conprising a backing
mat erial coated with a continuous water vapor perneable,
pressure sensitive adhesive conposition conprising a polyner
derived from nononers consisting essentially of:

a) fromabout 50 to 80% by wei ght of al kyl acrylate
or nethacrylate wherein the al kyl group contains
fromabout 4 to 12 carbon atons;

b) from about 15 to 40% by wei ght of hydroxyal kyl
acrylate or nethacryl ate wherein the al kyl group
contains fromabout 2 to 4 carbon atons;

c) fromabout 0 to 35% by weight of alkyl acrylate
or nethacrylate wherein the al kyl group contains
fromabout 1 to 3 carbon atons;

d) fromabout 0 to 10% by wei ght of gl ycidyl
acryl ate or nethacrylate; and

e) fromabout 0 to 10% by wei ght of acrylic acid,
the dressing having a water vapor transm ssion rate of at

| east 1000 liters vapor/nt/24 hours at 40EC and 80% rel ative
hum dity difference.
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The exam ner has relied upon the follow ng references as

evi dence to support the rejections under 88 102 and 103:

Hodgson 3, 645, 835 Feb. 29,
1972

Col e 5, 009, 224 Apr. 23,
1991

Salve S. A (Salve) 1 381 185 Jan. 22,
1975

(Publ i shed UK patent Specification)

Howes 0 194 881 Sep. 17,
1986

(Publ i shed European Patent Application)

Clains 21-28 stand rejected under 35 U.S.C. § 102(b) as
antici pated by Howes or, in the alternative, under 35 U S.C
8§ 103 as unpatentable over Howes in view of Hodgson or Cole
(Answer, page 4). Cainms 21-24 stand rejected under 35 U S. C
8§ 102(b) as anticipated by Salve or, in the alternative, under
35 U.S.C. 8 103 as unpatentable over Salve in view of Hodgson
or Cole (Answer, page 5). W affirmthe rejection of clains
21-24 under 8 103 over Salve in view of Hodgson or Col e but
reverse all other rejections. Qur reasoning foll ows.

OPI NI ON

A.  The Rejections under § 102(b)

The exam ner finds that “Howes (EP) discloses the clained
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conposition but fails to disclose the vapor transm ssion rate

of the adhesive layer,” citing the abstract; page 5, |. 5-page
7,
|. 23; page 8, |I. 19-page 9, |. 6 (Answer, page 4). The
exam ner finds that the anpunt of hydroxyl ated esters of
nmet hacryl ate di scl osed by Howes is 0.1 to 20% by wei ght and
this range “is clearly set forth on page 6 of Howes (EP).”
(Answer, page 7). The examiner’'s position is that the
adhesi ve conposition of Howes inherently has the vapor
transm ssion rate recited in claim21 on appeal (id.).
Appel l ants argue that Howes is directed to a different
conposition than that clainmed, nanely that the anmount of
hydr oxyet hyl methacrylate in Howes is disclosed as 0.3 to 5%
by weight while the lower limt of this nononmer recited in
claim
21 is 15% by weight (Brief, page 3; see claim 21, conponent
b)) .
“To anticipate a claim a prior art reference nust
di scl ose every limtation of the clainmed invention, either

explicitly or inherently. [Citation omtted].” Inre
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Schrei ber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed.
Cr. 1997). Accordingly, we nust determne if Howes describes
anount s of hydroxyethyl nethacrylate (conponent b)) within the
scope of claim 21 on appeal.

Howes di scl oses that the pressure sensitive adhesives of
his invention may advantageously contain “residues of other
acrylic nmononers” which includes “optionally hydroxyl ated or
al koxyl ated al kyl esters of acrylic or nmethacrylic acid,” with
speci fic exanples of nethyl nethacrylate, n-butyl
met hacryl ate, hydroxyet hyl nethacryl ate and net hoxyet hyl
nmet hacryl ate (Howes, page 6). Howes teaches that these
residues “my form0.1 to
20% by wei ght of the polynerr [sic]” (id.). Howes further
teaches that the proportion of such residues depends on
several factors and “[t] hus hydroxyethyl nethacryl ate residues
may be present fromO0.3 to 5% by wei ght of the pol yner and
| ower al kyl methacryl ate residues nmay be present as 1 to 15%
by wei ght of the polyner.” (Howes, page 7). Al further
di scl osures of the hydroxyethyl nethacryl ate nononer by Howes

refer to amounts of or within the range of 0.3 to 5% by wei ght
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(page 7, Il. 19-20; page 8, |Il. 5 and 11-12; and claim5). It
is clear fromthe disclosures and teachi ngs of Howe that the
range “0.1 to 20% referred to the total anount of acrylic
residues while the range “0.3 to 5% was taught as the limts
for the anmount of the hydroxyethyl nethacryl ate nononer.
Accordingly, we determne that the subject matter of claim?21
on appeal is not described within the neaning of 35 U S.C. 8§
102(b) by Howes. Therefore

the rejection of claim?21, and clainms 22-28 dependent on claim
21, under 35 U . S.C. 8§ 102(b) as anticipated by Howes is

rever sed
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The exam ner finds that “Salve S.A (GB 1, 381, 185)
di scl oses the clainmed conposition but fails to disclose the
vapor transm ssion rate” with the exam ner taking the position
that “12% of conponent (b) of Salve S.A constitutes about 15%
as clained” and that the conposition of the adhesive of Salve
i nherently has the claimed vapor transm ssion rate (Answer,
page 5).

Appel l ants argue that the difference in anount of
hydr oxyet hyl nethacrylate in the conposition recited in claim
21 on appeal is at |east 25% hi gher than that disclosed by
Salve (Brief, page 5).

The exam ner argues that the lower limt recited in claim
21 on appeal is “about 15% and this anount “enconpasses the
upper limt of ‘12% disclosed by Salve” (Answer, page 8).
Since both the exam ner and appellants contest the [imtation
of “about 15%” we nust construe this termto define its scope
and neaning. Gechter v. Davidson, 116 F.3d 1454, 1457, 43
UsP2d 1030,
1032 (Fed. Gir. 1997).

“ [ T] he PTO applies to the verbiage of the proposed
cl aims the broadest reasonable nmeaning of the words in their

7
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ordi nary usage as they woul d be understood by one of ordinary
skill in the art, taking into account whatever enlightennent
by way of definitions or otherw se that nmay be afforded by the
witten description contained in the applicant’s
specification.” In re Mrris, 127 F.3d 1048, 1054, 44 USPQd
1023, 1027 (Fed. G r. 1997). The neaning of the word “about”

i s dependent on

the facts of each case. Eiselstein v. Frank, 52 F.3d 1035,
1040, 34 USPQ2d 1467, 1471 (Fed. Cr. 1995). The neani ng of
the word “about” is not specifically defined in appellants’
specification. Accordingly, the words of a claimw || be
given their ordinary neaning unless it appears that appellants
used themdifferently. The ordinary nmeaning of “about” is
“Wth some approach to exactness in quantity, nunber, or
tinme.” See Conoco Inc. v. May Departnent Stores Co., 46 F.3d
1556, 1561, n. 2, 32 USPQd 1225, 1227, n.2 (Fed. Cr. 1994).
Appel lants’ original disclosure and clainms were directed to a
lower Iimt of “about 10% for the hydroxyethyl nethacrylate
monomer but this limt was anmended to “about 15% to enphasize

the “hi gh amounts of hydroxyal kyl acryl ate conponent” as
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conpared to the amounts of this nononer disclosed by Sal ve
(see Application No. 07/934,060, anmendnent dated May 10, 1993,
Paper No. 5, page 3).

The exam ner has not pointed to any facts or reasoning to
support his construction of the word “about” to include
anounts 3% by weight below the lower limt recited in claim?21
on appeal (see the Answer, pages 5 and 8). W do not find
such a construction reasonable in view of the ordinary meani ng
of
the word “about” and the facts of this case. See In re
Whodruff, 919 F.2d 1575, 1577, 16 USPQ2d 1934, 1936 (Fed. G r
1990) (Disclosure of “about 1-5% does allow for
concentrations slightly above 5% . Accordingly, we cannot
sustain the examner’s rejection of clains 21-24 under 35
U S.C § 102(b) as anticipated by Sal ve.

B. The Rejections under 8§ 103

We adopt our analysis of the primary references of Howes
and Sal ve and our claimconstruction as di scussed above.

The exam ner has rejected clains 21-28 under § 103 as

unpat ent abl e over Howes in view of Hodgson or Cole. As
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di scussed above, we find that Howes discloses and teaches an
anount of hydroxyethyl nethacrylate nononmer in the range of
0.3 to 5% by weight (page 6). The lower limt of the
correspondi ng nononer conponent recited in claim21 on appeal
is “about 15% and the exam ner has not pointed to any
reference disclosure or convincing reason why one of ordinary
skill in the art would have nodified the amounts of
hydr oxyet hyl met hacryl ate nononer di scl osed by Howes. Hodgson
and Col e have been applied by the exam ner to show that it was
known in the art to vary the paraneters of production to
result in a desired WTR (Answer, pages 4-5). Accordingly,
Hodgson and Col e do not renedy the above noted deficiency of
Howes. Therefore, we determ ne that the exam ner has not
established a prim facie case of obviousness and we cannot
sustain the exam ner’s rejection based on Howes, Hodgson and
Col e.

In view of our claimconstruction above regarding
“about,” we determned that the 12% upper limt of the
hydr oxyet hyl met hacryl ate nononer di scl osed by Sal ve did not
anticipate the “about 15% lower limt for the sanme nononer as
recited in claim2l1 on appeal. However, the anmount of this

10
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mononer taught by Salve is so close to the anmount cl ai med t hat
prima facie one skilled in the art woul d have expected the
conpositions to have the sane or simlar properties. Titanium
Metal s Corp. v. Banner, 778 F.2d 775, 783, 227 USPQ 773, 779
(Fed. Cir. 1985). See also In re Ceisler, 116 F. 3d 1465,

1469- 70, 43 USPQd 1362, 1365 (Fed. Cir. 1997); Haynes Int’|
Inc. v. Jessop Steel Co., 8 F.3d 1573, 1577, n. 3, 28 USPQd
1652, 1655, n. 3 (Fed. GCr. 1993). W agree with the exam ner
t hat Hodgson or Col e teaches that, for simlar adhesives and
nmedi cal dressings, the control of MVTR was well known by the
vari ation of the adhesive ingredients (Cole, col. 4, II. 23-
34) and the type and thickness of the backing material, as
well as the nature and thickness of the adhesive (Hodgson,

col. 5, II. 22-28). 1In light of Salve’s discussion regarding
the perneability of the dressing to water vapor, it would have
been well within the ordinary skill in the art to have
controlled the MWTR of the dressing of Salve, as taught by
Hodgson or Cole, to yield any desired WTR  Accordingly, we
determ ne that the exam ner has established a prina facie case

of obviousness in view of the reference evidence.

11
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Appel l ants argue that the data fromthe specification
shows the “inportant rel ationship” between the MTR and t he
hydr oxyet hyl acrylate content (Brief, page 3, citing Tables I
Il and 11l on page 14 of the specification). Therefore, we
reeval uate the evidence of prima facie obviousness in view of
the countervailing evidence of nonobvi ousness. However,
appel l ants’ evidence is not persuasive of nonobvi ousness since
there is no conparison with the closest prior art (i.e., the
12% hydr oxyet hyl methacrylate of Salve). In re Burckel, 592
F.2d 1175, 1179,

201 USPQ 67, 71 (CCPA 1979). Furthernore, the conparison is
not commensurate with or predictive of the scope of the

clai mred subject matter. In re Boesch, 617 F.2d 272, 277, 205
USPQ 215, 220 (CCPA 1980). The conparison involves specific
nononmers at certain concentrations while the clains are not so
limted. Finally, the amount of the hydroxyethyl acrylate is
not the only variable in the conparison and thus the cause and
effect sought to be shown is lost. In re Dunn, 349 F.2d 433,
439, 146 USPQ 479, 483 (CCPA 1965). The conpari son invol ves

adhesive coatings of different thicknesses. As noted by

12
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Hodgson, the thickness of the adhesive coating wll affect the
M/TR (col . 5, |I. 22-28).

For the foregoing reasons, based on the totality of the
record, giving due consideration to appellants’ argunents and
evi dence, we determ ne that the preponderance of evidence
wei ghs in favor of obviousness. Accordingly, the rejection of
cl ai s
21 through 24 under 35 U S.C. § 103 as unpatentabl e over Salve
in view of Hodgson or Cole is affirned.

C. Sunmmary

The rejection of clains 21-28 under 35 U S.C. § 102(b)
over Howes is reversed. The rejection of clains 21-24 under
35 U.S.C. §8 102(b) over Salve is reversed. The rejection of
clainms 21-28 under 35 U . S.C. 8§ 103 over Howes in view of
Hodgson or Cole is reversed. The rejection of clains 21-24
under
35 U.S.C. 8 103 over Salve in view of Hodgson or Cole is

af firned.

13
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The decision of the examner is affirned-in-part.
No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
)
ADRI ENE LEPI ANE HANLON )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
THOVAS A. WALTZ )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
TAW hh
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