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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clains 2-5 and 8-16, which
constitute all the clains remaining in the application.

The di scl osed invention pertains to a renbte contro
device for providing control and data signals to a nulti-nedia
data processing device. Mre specifically, the renote
controller has a voice transducer physically integrated
therewith and sends command signals to the nulti-nmedia device
for selecting, annotating and processing i mages di spl ayed by
the nmul ti-nedia device.

Representative claim 15 is reproduced as foll ows:

15. A hand-sized and manual ly activatable renpte contro
unit for selecting and annotating images in a nultinedia data
processi ng device having a nenory storage for storing inages
and digitized voice annotations, a display for displaying the

I mages, and an information processor conpri sing;

di screte mani pul atory controls for selecting and
accessing stored i nages on the display;

a voi ce transducer physically integrated to the unit
for producing voice signals for annotating the stored imges;
and

a short range interface connected to the controls
and the voice transducer for converting outputs fromthe
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controls to discrete mani pulatory control signals, for

conmbi ning the discrete mani pulatory control signals with voice
I nput signals to form conmand signals and for transferring the
command signals to the nultinmedia data processing device for
sel ecting, annotating and processing transiently displayed

i mages in said nmenory storage.

The exam ner relies on the follow ng reference:
dick et al. (dick) 5, 283, 819 Feb. 1, 1994

Clains 2-5 and 8-16 stand rejected under 35 U S. C. 8§
103. As evidence of obviousness the exam ner offers dick
t aken al one. Rat her than repeat the argunents of
appel l ants or the exam ner, we nake reference to the brief and
the answer for the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer
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It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as

set forth in clains 2-5 and 8-16. Accordingly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Gcahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sone teaching, suggestion or inplication in the prior art
as a whole or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USPRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U. S.
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825 (1988); Ashland QI, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essentia

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQRd 1443, 1444 (Fed. Cir. 1992).

Wth respect to independent claim 15, the exam ner
basically asserts that Qick teaches all the features of the
claimed renote control unit except for physically integrating
the voice transducer in the renote control unit [answer, pages
3-4]. The exam ner observes that it would have been obvi ous
to physically integrate the voice transducer in the renote
control unit to allow the user to have one hand free while the
ot her hand was holding the renote or to elimnate a separate
unit for the voice transducer [id., page 4].

Appel  ants argue that the exam ner’s position
represents a classic case of hindsight reconstruction of the
claimed invention. Appellants note that the advantages they
obt ai ned by placing the voice transducer in a renote contro
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unit of a device for annotating i nages woul d have no
conparabl e purpose in Gick’s invention [brief, page 4]. W
agree with appell ants.

Gick’s systemis directed to the integration of a
personal conputer, an audi o/video entertainment circuit and a
tel econmuni cations circuit into a single chassis. The only
renote control in Aick is a renote control [52] for the
audi o/video circuit. No description of this renote control is
provided in Gick. The assunption would have to be that the
renote control controls the audi o and video operations of the
audi o/video circuit in the nmanner conventionally done by
infrared renote controllers. @ ick discloses nothing about
his systemthat woul d have suggested any advantages to pl acing
a voi ce transducer in the renmote control unit. |In fact, a
voi ce transducer in Gick’'s renote control unit would serve no
suggested benefit in Aick so that any notivation to integrate
a voi ce transducer into the renote control unit of dick cones
entirely fromappellants’ own disclosure. The exam ner’s
proposed rationale for nodifying Gick fails because there is
nothing within the four corners of dick which suggests the

types of “problens” solved by the nodification.
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| ndependent clainms 14 and 16 also recite that the
renote controller has a voice transducer for receiving voice
i nput signals and a transmtting neans for selecting and
annot ating the displayed i mages. For reasons di scussed above
with respect to claim15, these features are neither taught

nor suggested by the systemof dick

In summary, the examner’s rejection of clains 2-5 and
8-16 under 35 U.S.C. 8 103 based on Gick alone fails to
provi de the requisite evidence of obviousness necessary to
support such a rejection. Therefore, the decision of the

exam ner rejecting clains 2-5 and 8-16 is reversed.

REVERSED
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