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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 2,

! Application for patent filed Decenber 30, 1994.
According to appellants, the application is a continuation of
Application 07/952,920, filed Septenber 28, 1992, now
abandoned.
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3, 5 through 7, 21, 24 through 29, 32 and 34.
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The di sclosed invention relates to a magnetic head with a
slider. The slider has at |east one trace fornmed by a process
that will induce a strain in a groove between the air bearing
surfaces of the slider. The strain controls the degree of
flatness of the air bearing surfaces.

Claim 21 is the only independent claimon appeal, and it
reads as foll ows:

21. A magnetic head with a slider, wherein said slider
has at |east two air bearing surfaces in a medi um opposi ng
surface, said slider also having a surface renote fromthe
medi um opposi ng surface, said slider having at |east one trace
of processing, said trace of processing arranged on a |i near
line imaginarily drawn on a groove between the air bearing
surfaces, said trace of processing fornmed by a process
selected frommachining, irradiating |aser, electron rays, ion
beans, or ultrasonic waves, or by injecting fine abrasive
particles to the slider, so that said trace induces a strain
in the groove between the air bearing surfaces, said strain
controlling the degree of flatness of the air bearing
surfaces, wherein said air bearing surfaces are either al
convex or all concave.
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The Japanese patent applications? relied on by the

exani ner are:

Tagawa 58- 88872 May 27, 1983
(Japanese Kokai)

Tagawa 60- 52978 Mar. 26, 1985
(Japanese Kokai)

lde et al. (1de) 63- 7575 Jan. 13, 1988
(Japanese Kokai)

Kojinma et al. (Kojimg) 2-210678 Aug. 22, 1990

(Japanese Patent Application)

Caims 2, 3, 5, 21, 24, 26 and 27 stand rejected under
35 U.S.C. 8 102(b) as anticipated by Tagawa ‘872 or, in the
alternative, under 35 U.S.C. § 103 as bei ng unpatentabl e over
Tagawa ‘ 872.

Clains 6, 28, 29 and 32 stand rejected under 35 U S.C. §
103 as bei ng unpat ent abl e over Tagawa ‘ 872.

Clainms 2, 3, 5, 21, 24, 26, 27 and 29 stand rejected
under 35 U. S.C. 8§ 102(b) as being anticipated by Tagawa ‘ 978
or, inthe alternative, under 35 U.S.C. §8 103 as being
unpat ent abl e over Tagawa ‘ 978.

Clains 7, 28 and 32 stand rejected under 35 U S.C. § 103

as bei ng unpatent abl e over Tagawa ‘ 978.

2 Copies of the translations of the references are
at t ached.
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Claim 34 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Tagawa ‘872 in view of |de.

Cainms 2, 3, 5 through 7, 21, 24 through 27 and 29 stand
rejected under 35 U. S.C. § 102(b) as being anticipated by
Kojima or, in the alternative, under 35 U S.C. 8§ 103 as being
unpat ent abl e over Koji na.

Reference is made to the brief and the answer for the
respective positions of the appellants and the exam ner.

CPI NI ON
Al of the rejections are reversed.
The exam ner net his initial burden of presenting a prim

faci e case of unpatentability by denonstrating that the

product - by- process “clains are directed to the product per se”
(Answer, pages 3, 4 and 8), that Tagawa ‘872 has
grooves/traces 3a perpendicular to the air bearing surfaces
la, that Tagawa ‘978 has grooves/traces 3a parallel to the air
bearing surfaces la, and that Kojina has grooves/traces
parallel to the air bearing surfaces 2.

Appel l ants do not dispute the exam ner’s position
concerni ng product-by-process clains (Brief, pages 11 and 16).
Nor do appellants deny that grooves have been placed in

5



Appeal No. 1997-1321
Application No. 08/366, 448

sliders before appellants’ invention (Brief, page 7).
Al t hough the grooves in each of the references is nade by
a chem cal etching process, the exam ner neverthel ess
concl udes (Answer, pages 15 and 16) that a strain would be
i nduced in each of the sliders.
| f the exam ner has nmet his initial burden of presenting

a prima facie case of unpatentability, then the burden of

com ng forward with evidence or argunent shifts to applicants.

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992). Thereafter, the ultinmate determ nation of

patentability is made on the entire record. |In re Piasecki,

745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984). In

rebuttal to the examner’'s prima facie case of

unpatentability, appellants provided a copy of an excerpt from

Met al s Handbook, Ninth Edition, Vol. 16, page 583, which
clearly states that chemcal mlling of the surface of a
materi al does not induce stress in the material because
“nei ther mechani cal defornmation nor exposure to high
tenperatures is involved.”

In the absence of any evidence in the record that states
ot herwi se, we nust agree with appellants that the evidence in
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the Metal s Handbook teaches that the teachings of the applied

references do not enconpass an induced strain “in the groove
between the air bearing surfaces” of the sliders. For this
reason, none of the prior art rejections of clainms 2, 3, 5

through 7, 21, 24 through 29, 32 and 34 can be sustai ned.
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DEC SI ON

In view of the reversal of all of the rejections of

record, the decision of the exam ner

is reversed.

No tinme period for taking any subsequent action in

connection with this appeal

1.136(a).

KWH: hh

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge

JOSEPH L. DI XON
Adm ni strative Patent Judge

may be extended under 37 CFR §
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