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1 Application for patent filed Septenber 28, 1993,
entitled (as anended in Paper No. 3) "Central Processing Unit
For A Process Control System" which clains the foreign filing
priority benefit under 35 U.S.C. §8 119 of EPO Patent
Application 92116560, filed Septenber 28, 1992
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection of clainms 19-45. The anendnent (Paper
No. 15) received January 17, 1996, has not been entered as
noted in the Advisory Action (Paper No. 17).

We affirm

BACKGROUND

The di sclosed invention is directed to a central unit
for a process control system having at | east one control
processor systemw th a control processor for the processing
of real-tinme tasks as well as at |east one additional
remai nder processor systemwhich is separate fromthe
control processor systemand has a remai nder processor for
processi ng tasks which are not time-critical. By uncoupling
t he processor systens, accesses of the processor systens to
t he peripheral units do not affect each other and the alarm
reaction time is | ow and reproduci bl e.

Claim19 is reproduced bel ow.

19. A process control systemconprising a central unit

and a plurality of peripheral devices which are

connected to the central unit via a bus system said
central unit conpri sing:
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at | east one control processor systemincluding a
control processor processing time critical tasks such
as real -tine tasks; and

at | east one additional remainder processor system
which is separate fromthe control processor system and
i ncl udes a remai nder processor processing tasks which
are not tine critical;

wherein the bus systemincludes a control bus and
a remai nder bus, the control bus being connected to the
control processor system and the renmai nder bus being
connected to the remai nder processor system and

wherein the plurality of peripheral devices are

connected to both the control bus and the remai nder
bus.

The Examiner relies on the followng prior art:

Mat sunot o 4, 065, 809 Decenber
27, 1977

Kagawa 4,495, 569 January 22,
1985

De Kelaita et al. (De Kelaita) 4,713,758 Decenber 15,
1987

Sackmann et al. (Sackmann) 5,131, 092 July 14,
1992

Petty 5, 222, 213 June 22,
1993

(filed April 10,
1990)
Clainms 19-45 stand rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject

matter which applicants regard as their invention.
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Clainms 19, 33, 36, 37, 42, and 45 stand rejected under
35 U.S.C. §8 102(a) and (e) as being anticipated by Petty.

Clainms 34 and 43 stand rejected under 35 U.S.C. § 103
as being unpatentable over Petty.

Clainms 20-23, 38, and 39 stand rejected under 35 U.S. C
8 103 as being unpatentable over Petty and Kagawa.

Clainms 24-26 and 40 stand rejected under 35 U.S. C
8 103 as being unpatentabl e over Petty and Mat sunotoo.

Clainms 27-32 and 41 stand rejected under 35 U.S. C
8 103 as being unpatentable over Petty and Sackmann.

Clainms 35 and 44 stand rejected under 35 U.S.C. § 103
as being unpatentable over Petty and De Kel aita.

W refer to the Final Rejection (Paper No. 7) (pages
referred to as "FR__") and the Exam ner's Answer (Paper
No. 14) (pages referred to as "EA ") for a statenent of the
Exam ner's position and to the Appeal Brief (Paper No. 11)
(pages referred to as "Br__") for a statenent of Appellants’
argunents thereagainst. In a Comrunication fromthe
Exam ner (Paper No. 18) entered April 1, 1996, the Exam ner
denied entry of the Reply Brief (Paper No. 16); therefore,

the Reply Brief has not been consi dered.
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CPI NI ON

| ndefi ni t eness

The second paragraph of 35 U.S.C. § 112 requires that a
claimset out and circunscribe a particular area with a
reasonabl e degree of precision and particularity when read
in light of the disclosure as it would be by the person of

ordinary skill in the art. See Othokinetics, Inc. V.

Safety Travel Chairs, Inc., 806 F.2d 1565, 1576,

1 USPQ2d 1081, 1088 (Fed. Cir. 1986). "The first sentence
of the second paragraph of 8§ 112 is essentially a

requi renent for precision and definiteness of claim

| anguage. |If the scope of subject matter enbraced by a
claimis clear, and if the applicant has not otherw se
indicated that he intends that claimto be of a different
scope, then the claimdoes particularly point out and
distinctly claimthe subject matter which the applicant
regards as his invention. That is to say, if the 'enabling
di scl osure of a specification is not comensurate in scope
with the subject nmatter enconpassed by a claim that fact
does not render the claiminprecise or indefinite or

ot herwi se not in conpliance with the second paragraph of
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8 112; rather, the claimis based on an insufficient
di sclosure (8 112, first paragraph) and shoul d be rejected

on that ground.” 1n re Borkowski, 422 F.2d 904, 909,

164 USPQ 642, 645-46 (CCPA 1970). There is sone

di sagreenent whet her the evidence relied on by the exam ner
to denonstrate that the applicant has not clainmed what he
regards as his invention nmust be found outside the

specification. See In re Mayhew, 527 F.2d 1229, 1239-40,

188 USPQ 356, 363-64 (CCPA 1976) (Baldwin, J., concurring).

Caim1i19

The Exam ner considers claim19 to be inconplete
because "[t] he apparatus which woul d enabl e the processors
to cooperate with each other to performa control function
is not recited" (FR2), apparently referring to the fact that
the interface nodule 6 having controllers 14 and 15 and
bl ockabl e coupling elenent 16 is not recited as part of the
claim The Exam ner considers the interface nodul e
necessary for the control processor and the remai nder
processor to interconnect with each other to performa

control function
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Appel l ants argue that "[a]lthough claim19 does not
specifically recite a controller which connects the control
processor system and the renai nder processor systemwth the
bus system the Applicants respectfully submt that this
claimis nonethel ess definite as required under 35 U.S. C
8 112, second paragraph” (Br5). No explanation is offered.
Contrary to the Examiner's statenent that Appellants admt
that the claimis inconplete (EA6), Appellants only admt
that the controller which connects the control processor
system and the remai nder processor systemis not recited.

The Exam ner provides case citations for the
"inconpl eteness” rejection for the first tinme in the
Exam ner's Answer. First, the Exami ner states (EA6):
"[T] he clains nust recite the uni que conbination of
structural features and the manner in which these are
related to each other which enables themto cooperate to
produce the unitary result characteristic of the invention.
see [sic] In re Thonpson, 33 [sic] F2d 604, 607,

143 USPQ 21, 23 (CCPA 1964)." The only statenent on the
page referred to by the Exam ner which is somewhat relevant

is the following: "A particular feature upon which an
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applicant predicates patentability nust be recited in the
clainms; it is not sufficient merely to disclose it in the

specification.” 1n re Thonpson, 336 F.2d 604, 607,

143 USPQ 21, 23 (CCPA 1964). This goes to the issue of
defining over the prior art, not to indefiniteness for being
i nconpl ete. Thus, Thonpson does not support the Exami ner's
rejection.

Second, the Exam ner states (EA6-7): "A claimneed
[sic] to recite each and every el enment needed for the
practical utilization of clainmd subject matter[.] see
[sic] Bendix Corp. v. United States, 600 F 2d 1364, 1369,
204 USPQ 617, 621 (Ct. d. 1979)." The Exam ner m sstates
the case, which actually states that "it is not necessary
that a claimrecite each and every el enent needed for the
practical utilization of the clained subject matter”

(enphasi s added), Bendix Corp. v. United States,

600 F.2d 1364, 1369, 204 USPQ 617, 621 (C. d. 1979).

Thus, Bendi x does not support the Exam ner's rejection.
Lastly, the Exam ner states (EA7): "The om ssion of a

structural elenent essential to the proper operation of a

device renders the claiminvalid. (True Tenper Corp. v. CF
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& | Steel Corp., 193 USPQ 763, 774 (D. Colo. 1976)." This
is an accurate statenent. Wile the statutory basis for
invalidity is not stated, it is probably 35 U S.C. § 112,

second paragraph. See General Electric Conpany v. United

States, 572 F.2d 745, 198 USPQ 65 (Ct. . 1978)
(Headnote 7: Patentee whose conbination as clainmed is
i noperative for its clainmed purpose has failed to distinctly
cl ai mdi scl osed invention as required by 35 U. S.C. 112,
second paragraph; claimnust recite structure capabl e of
performng its purported function to be valid.).

"I nconpl eteness” is not a comon rejection, but it is

di scussed as a ground of rejection in Manual of Patent

Exam ni ng Procedure (MPEP) § 706.03(f) (5th ed. Rev. 14,

Nov. 1992), now 88 706.03(c) and 2172.01 (6th ed., Rev. 3,
July 1997). As now stated in MPEP § 2172.01 (a new
section):

A claimwhich omts matter disclosed to be
essential to the invention as described in the
specification or in other statenents of record may be
rejected under 35 U. S. C. 112, first paragraph, as not
enabling. |In re Mayhew, 527 F.2d 1229, 188 USPQ 356
(CCPA 1976); MPEP 2164.08(c). Such essential matter may
i nclude m ssing elenents, steps or necessary structural
cooperative rel ationshi ps of el enents described by the
applicant(s) as necessary to practice the invention.
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In addition, a claimwhich fails to interrelate
essential elenents of the invention as defined by
applicant(s) in the specification nmay be rejected under
35 U.S.C. 112, second paragraph, for failure to point
out and distinctly claimthe invention. See
In re Venezia, 530 F.2d 956, 189 USPQ 149 (CCPA 1976);
In re Collier, 397 F.2d 1003, 158 USPQ 266 (CCPA 1968).

More recently, om ssion of an el enent disclosed to be
essential has been treated under the 35 U S.C. § 112, first

par agraph, witten description requirenent. See Gentry

Gallery, Inc. v. Berkline Corp., 134 F.3d 1473,

45 USPQ2d 1498 (Fed. Cir. 1998); Reiffin v. Mcrosoft Corp.

48 USPQ2d 1274 (N.D. Cal. 1998) (omtted elenent test).

W limt our analysis to the stated ground of rejection
under 35 U. S.C. 8 112, second paragraph. An
"inconpl et eness” rejection should be extrenely rare for
reasons denonstrated by the Examner's rejection. The
rejection basically finds all the disclosed structure to be
essential and would require all structure (controllers,
bl ockabl e coupling elenent, control lines, etc.) to be
included in an independent claim This rejection could be
applied in al nost every case since it could be said that
every part of a disclosed conbination is sonehow essenti al

to the overall purpose of the invention. This would
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infringe an applicant's right to claimwhat he regards as
his invention. Nevertheless, we have the rejection before
us and nust decide it. It is the Exam ner's burden to
establish that the claimis inoperative and fails to
particularly point out and distinctly claimthe invention.
Despite the | ack of argunent on the nerits by Appellants, we
are not persuaded that claim 19 fails to particul ar point
out and distinctly clai mwhat Appellants regard as their

i nvention.

The Exam ner does not point to any evidence that
Appel l ants regard their invention to be sonething other than
what is clainmed. The fact that the originally filed
i ndependent claim 1l did not include a controller or an
interface nodule indicates the original intent to claimthe
system wi t hout either elenent. Mreover, claim19 does not
recite any cooperation between processors that woul d make
sone structure necessary.

As to the Exam ner's contention that the interface
nodul e having a bl ockabl e coupling elenent is essential, the
fact that such an interface nodule is disclosed does not

necessarily render it essential or inply that the clainmed
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invention is inoperative without the interface nodule. It
is true that the processors cannot share data or perform

ot her cooperative functions, but both processors could work
i ndependently. This does not nmake the claimindefinite or

i nconpl et e.

Simlarly, the fact that the control processor system
and the remai nder processor systemare not interconnected to
performa control function does not render the claim
indefinite. Both processors could work independently. Al
the other elenments of claim19 are interconnected in a
definite arrangenent as shown in Appellants' figure 1 except
that at |east two peripheral units are also connected to the
control bus 77. Caim19 is not just an aggregation or
unconnected list of parts as the Exam ner contends.

In summary, we conclude that claim 19 satisfies the
requirenents of 35 U.S.C. 8§ 112, second paragraph. The

rejection of claim19 is reversed.

Clains 21, 23, 26, and 28

The Exam ner considers the limtations in these clains
vague because "[t]he interface nodul e does not performa
function other than containing the controller/nmenmry" (FR3)

- 12 -
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and because "[i]t is unclear whether this is a separate unit
and what other elenents it contains beside the controller”
(FR3).

Appel lants argue that it is not necessary to state the
function of the interface nodul e or what other elenents the
interface nodul e contains (Br5-6).

The interface nodule is a broad Iimtation because it
recites no function or other elenents, but this does not
make it vague or indefinite. Caimbreadth should not be

confused with indefiniteness. See Inre Mller,

441 F.2d 689, 693, 169 USPQ 597, 600 (CCPA 1971). Because
no function or other elenents are recited for the interface
nmodul e, a controller alone could be an interface nodul e.

The rejection of clains 21, 23, 26, and 28 is reversed.

dains 24 and 40

The Exami ner states that these "clains do not recite
t he apparatus which will enable the operation of processors
using the coupling elenments, for exanple the control I|ines”

(FR3).
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Appel l ants argue that this recitation of these clains
is definite without specifically including control |ines
(Bro6).

The Exam ner does not respond to this argunent.

However, we would not find any argunent persuasive. The
clainms are definite without reciting control lines. The
clainms are broad. This formof claimng by adding a
limtation at a tinme in the dependent clains is so common
that we fail to see how it can be questioned. The rejection

of claine 24 and 40 is reversed.

daim 25

The Exami ner considers this claimindefinite because it
does not provide the particulars of how the tristate-HCMOS
drivers are integrated with the rest of the systemat the
circuit level (FR3).

Appel l ants argue that claim25 is definite w thout
i ncludi ng these particulars (Br6).

The Exam ner does not respond to this argunent.
However, again, we would not find any argunent persuasive.
It is not necessary to recite detail ed connections. The
rejection of claim25 is reversed.

- 14 -
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Clains 29-32

The Exam ner considers these clainms vague when read
with previous clains because the interface nodule only
contains a controller/menory (FR3).

Appel l ants traverse the statenent that the interface
nodul e contains only a controller because the interface
nmodul e may include other elenments (Br7).

In response, the Exam ner states that the issue is not
claimscope (EA9): "What the claimis really saying is that
"the controller which is an interface nodule is a circuit'.
This is confusing because they all appear to be different
words for the same physical entity. It is clear that a
controller interfaces various devices and it is a circuit
with a specific function of controlling the entity it is
supposed to control ."

We disagree with the Exam ner. That the interface
nmodul e is broadly recited does not make the limtation that
the interface nodule is an application-specific circuit
indefinite. It is also not correct to state that the
controller, interface nodule, and application-specific
circuit are all just different names for the sane thing and,

- 15 -
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therefore, confusing. The interface nodule can (and usually
will) contain nore than the controller and so an interface
nodul e is not necessarily the same thing as a controller.
Further, while the interface nodule is a circuit, it is not
necessarily an application-specific integrated circuit
(ASIC), which is a chip that is custom designed for a
specific application rather than a general - purpose chip such
as a mcroprocessor (although we note that clainms 29-32 do

not recite an application-specific integrated circuit as

di sclosed in the specification, page 4). These clains
qualify the structure of the interface nodul e and are not

confusing. The rejection of clainms 29-32 is reversed.

Clains 33 and 42

The Exami ner considers it "unclear what the control
lines control or how they are relevant to the apparatus in
claim19" (FR4).

Appel l ants state that no further recitations are
required for these clainms to be definite (Br7).

The control lines are shown in figure 1 as el enent 18
and connect the control processor 8 and the remai nder
processor 10, as clainmed. The clainms do not need to recite

- 16 -
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the function. The function of the control lines is
described in the specification (e.g., pages 6-7). The
Exam ner's contention that "applicant did not disclose
control and remai nder processors communi cating using only
control lines" (EA9) is not understood, since we nowhere
find it inplied that communication is done only with the
control lines. The rejection of clains 33 and 42 is

rever sed

Clains 35 and 44

The Exam ner states that "[t]here is no support neither
[sic] in the clainms nor the specification that the remainder
processor can nonitor all units which are present in the
central unit" (FR4).

Appel l ants argue that there is clear support for the
recitation that the remai nder processor systemis a naster
system for nonitoring the central unit in original claim17
(Br7).

The Exam ner responds that "the word 'master’ inplies
sonme kind of control over the central unit" (EA10) and there

is no support for this feature.
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Oiginal claim17 presents express support for the
[imtation of clainms 35 and 44. W also refer to the
specification, page 7, lines 14-21, which are not addressed
by the Exam ner. W conclude that clainms 35 and 44 are not
m sdescriptive. The rejection of clains 35 and 44 is

rever sed

d aim 37

The Exam ner considers clains 19 and 37 inconsi stent
because the bodies of clains 19 and 37 are the sane, while
the preanble of claim37 is directed to a "centra
processing unit for a process control systent and the
preanbl e of claim19 recites a "process control systent
(FR4): "It would appear that the apparatus in the body of
the clains cannot be both a central processing unit and a
process control system"™

Appel l ants argue that "the clained features could be
included in either a central processing unit or processed
control systemas clainmed in the separate independent
clains" (Br8).

We agree with Appellants. The Exam ner does not
comment on the fact that the bodies in both clains 19 and 37

- 18 -
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are directed to the "central unit.” A "process control
systeni as recited in claim19 is inclusive of a "central
processing unit for a process control system in claim37.
We see nothing inconsistent or indefinite about clainms 19 or
37.

The Exam ner also rejects claim37 for the sane reasons
stated with respect to the rejection of claim 19 because the
bodi es of the clains are the sane. For the reasons stated
in the analysis of claim19, we conclude that the Exani ner
erred.

For the reasons stated above, the rejection of claim 37

is reversed.

Patentability

The clains are grouped to stand or fall together with
i ndependent clains 19 and 37, which stand rejected under
35 U.S.C. 8 102(a) and (e) as being anticipated by Petty.

"Anticipation is established only when a single prior
art reference discloses, expressly or under principles of

i nherency, each and every el enent of a clainmed invention."
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RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984).

Appel l ants argue (Br9-10) that the Examiner erred in
finding that processor 15 would process real-tinme tasks as
recited in independent clains 19 and 37, because Petty does
not di sclose or suggest what sort of tasks processor 15
perfornms. The Exam ner states (EA12-13) that Petty
di scl oses that processor 15 is the intelligence behind | SDN
termnal 10 (col. 3, lines 15-16), which is connected to
| SDN i nterface 11 to tel ephone line 26, and, thus, it
perfornms real-tine tel ephone tasks. The Exam ner finds
(EA13) that communication of display information to a
display is not time critical. Appellants argue that the
control of an ISDN interface is not a real-tinme process
(RBr6): "It is not critical that there is a continual and
definite reaction to incomng data using an | SDN interface.
In a worst case scenario, if data is |lost using an | SDN
interface, this data is then re-transmtted."

We are not persuaded of error in the Exam ner's
findings that tel ephone tasks performed by the M8000

m croprocessor 15 are "tinme critical” or "real-tine" tasks
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Appeal No. 1997-1351
Appl i cation 08/127,924

and di splay tasks performed by RI SC-based communi cati ons
processor 202 are "not tine critical.” The ternms "tinme
critical” and "not tine critical" are very broad. The fact
that Petty does not use these terns does not negate
anticipation of these limtations. Tel ephone conversations
over an | SDN interface are certainly tinme critical because
they happen in real tinme. The fact that data may be
re-transmtted if data is |lost does not inply that data
shoul d not be handled in a time critical manner.

Appel l ants al so argue (Br10) that the Exam ner erred in
finding that peripheral units 20-22 of Petty are connected
to both buses 208 and 23 because figure 2 of Petty shows the
peri pheral units connected to RI SC-based processor bus 208
and through the RI SC-based conmuni cati ons processor 202 and
DVA 207 to the M68000 bus 23. The Exam ner di sagrees
(EA14): "As one can see in figure 2 which shows exanple
item 22, bus 23 is connected in nore than one ways [sic] to
di splay 22. One connection is through SMC Channel through
the nmultiplexer and |ine 215. Another connection is through
SCP Channel through the nmultiplexer and the NOR gate.

Therefore, M68000 bus 23 is connected to display 22."

- 21 -
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The Exami ner's reasoning is not understood. The
di splay 22 is not connected via the SMC channel or the SCP
channel to the RI SC-based processor bus 208. "Channel 200
and tinme-share portions of elenents 201-208 together make up
DVA serial controller 3 [of figure 1]." (Col. 3,
lines 46-48.) Display 22 only communi cates via tinme-shared
SCC channel 200.

Nevert hel ess, the term "connected to" in the phrase
“the plurality of peripheral devices are connected to both
the control bus and the renai nder bus" is very broad and
does not require a "separate" or "independent" connection
bet ween a peripheral device and each of the two buses, nor
does it require a "direct” connection to the bus. The term
"connected to" does not preclude the presence of intervening
el enents; e.g., display 22 is "connected to" RISC- based
processor bus 208 even though it is connected via the
intervening elenments of interface 18, nultiplexing
interface 201, and channel 200. Therefore, the limtation
of "the plurality of peripheral devices are connected to
both the control bus and the remai nder bus" is broad enough

to include the arrangenent in Petty where the display is
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connected to the RI SC-based processor bus 208 which is in
turn connected to M58000 bus 23.

For the reasons stated above, we sustain the rejection
of clains 19 and 37. As argued, the rest of the clains fall
with claims 19 and 37. Accordingly, we also sustain the
rejections of clains 20-36 and 38-45.

To save future argunent between the Exam ner and
Appel lants, we note that if the [imtation that "the
plurality of peripheral devices are connected to both the
control bus and the remai nder bus" was anended to read "the

plurality of peripheral devices are connected independently

to each of [both] the control bus and the remai nder bus"
(additions underlined and deletion in brackets), it would

di stingui sh over the arrangenent in Petty.
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CONCLUSI ON

The rejections of clains 19-45 under 35 U.S.C. 88 102
and 103 are sustai ned.

The rejections of clains 19-45 under 35 U . S.C. § 112,
second paragraph, are reversed.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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