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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Application 07/874, 6511

ON BRI EF

Bef ore HAI RSTON, JERRY SM TH and HECKER, Adni ni strative Patent

Judges.
JERRY SM TH, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 20-39, which

constitute all the clains remaining in the application.

! Application for patent filed April 27, 1992
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Amendnents after final rejection were filed on March 26, 1995
and August 31, 1995, and each anmendnent was entered by the
exam ner.

The disclosed invention pertains to a connector for
arnored el ectrical cabl e apparatus.

Representative claim20 is reproduced as foll ows:

20. A connector for arnored electrical cable apparatus
whi ch conpri ses:

a body having a central bore, said body having a
general ly cup shaped seat disposed in generally aligned
relationship to said bore, said body having threads disposed
on a surface 12d thereof;

a dual finger nenber conprising a generally cylindrical
menber having an axial mdsection, a first plurality of
axi ally extending fingers disposed about the circunferential
extent of said generally cylindrical nmenber and a second
plurality of axially extending fingers disposed about the
circunferential extent of said generally cylindrical nenber,
the free ends of all of said first plurality of axially
extending fingers being disposed at a first axial extremty of
said generally cylindrical nmenber and the free ends of all of
said second plurality of axially extending fingers being
di sposed at a second axial extremty of said generally
cylindrical nenber, said fist plurality of axially extending
fingers and said second plurality of axially fingers not
extendi ng past said axial mdsection, each of said first
plurality of fingers have a notched portion thereof proxinate
to the free end thereof; and

a nut dinmensioned and configured for engagenent with said
t hreads on said body.
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The exam ner relies on the follow ng references:

Bawa et al. (Bawa) 4,549, 037 Cct. 22, 1985
Schni tt ker 4, 885, 429 Dec. 05, 1989
Bi nder DE 3512578 Cct. 16, 1986

(German application)

Clains 20-39 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Binder in view of
Schnittker with respect to clains 20-23 and Schnittker in view
of Bawa with respect to clainms 24-39.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for

the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’

argunments set forth in the briefs along wwth the examner’s
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rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 20-23. W reach the opposite conclusion
with respect to clainms 24-39. Accordingly, we affirmin-part.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
fromsone teaching, suggestion or inplication in the prior art

as a whol e or know edge generally available to one having
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ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley

Corp., 837 F.2d 1044, 1051, 5 USPQRd 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Cr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the

exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re
Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992) .

In response to a rejection made under 35 U. S.C. §
103, an applicant nust present argunents and/ or evidence which
successfully rebut the exam ner’s case for obviousness or

whi ch denonstrate that a prima facie case of obvi ousness has

not been established. For purposes of deciding this appeal,
only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the briefs have not been

consi dered [see
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37 CFR 8§ 1.192(a)].

We consider first the rejection of clains 20-23 as
bei ng unpat ent abl e over the teachings of Binder in view of
Schnittker. Since appellants only address this rejection with
respect to independent claim20, clains 20-23 will stand or
fall together, and we will consider independent claim20 as
the representative claim Wth respect to this first
rejection, the exam ner essentially determ nes that Binder
di scloses all the features of these clains except for the use
of a gromret within the first plurality of fingers. The
exam ner observes that Schnittker teaches a grommet w thin
tabs, and the exam ner asserts that it would have been obvi ous
to the artisan to use Schnittker’s gronmet in Binder’s
connector [answer, page 3].

We note that there is no grommet recited in
i ndependent claim20. The gromet first appears in dependent
claim?21l. Thus, the exam ner has not identified anything in
claim 20 which is not disclosed by Binder. Appellants focus
their attention only on the portion of claim20 which recites

that “each of said first plurality of fingers have a notched
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portion thereof proximate to the free end thereof.” Although
t he exam ner has pointed to the ridges or notches 9 near the
free ends of fingers 3 and 4 of Binder as neeting the “notched
portion” of claim?20, appellants argue that the elenents 9 of
Bi nder are not notched portions as that termwas used in their
specification. Appellants argue that they are allowed to be
their own | exi cographer, and the term “notched portion” should
be interpreted as intended in the disclosure [brief, pages 9-
10; reply brief, page 1].

In view of the positions of appellants and the
exam ner, the only question presented to us with respect to
claim?20 is whether the ridges 9 of Binder can be consi dered
to be notched portions within the nmeaning of claim20. W
follow the general rule that clainms are to be given their
br oadest reasonable interpretation during prosecution. Inre
Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cr

1989); In re Prater,

415 F. 2d 1393, 1404, 162 USPQ 541, 550 (CCPA 1969). It is
i nproper to narrow the scope of the claimby inplicitly

reading in disclosed limtations fromthe specification which
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have no express basis in the clains. See Id. Although

appel lants are correct that they are entitled to be their own
| exi cographer, where an inventor chooses to be his own

| exi cographer and to give terns uncommon mneani ngs, he nust set
out his uncommon definition in some manner within the patent
di scl osure so as to give one of ordinary skill in the art

notice of the change. Intellicall, Inc. v. Phononetrics,

Inc., 952 F.2d 1384, 1388, 21 USPQ2d 1383, 1386 (Fed. G r
1992) .

On the record before us, we find that the present
specification does not define the term“notched portion” in a
manner which would alert the artisan that a specific
definition is assigned to that term W agree with the
exam ner that the artisan would ordinarily assune that the
ridges 9 proximate to the free end of Binder’'s fingers 3 and 4
woul d be consi dered “notched portions” as that termis
ordinarily interpreted. Therefore, we agree with the exam ner
that the broad interpretation of “notched portion” as used in

claim 20 reads
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on the notched portions 9 as shown in Binder. It is

appel lants’ responsibility to either provide a specific
definition for “notched portion” in the disclosure or to
recite the structure of the notched portions within the clains
so as to distinguish the invention fromthe prior art.

Since the exam ner has essentially found all the
el ements of independent claim?20 wthin the disclosure of
Bi nder, and since appellants’ argunment with respect to claim
interpretation has been deci ded adversely to them we sustain
the rejection of clains 20-23 as bei ng unpatentabl e over the
coll ective teachings of Binder and Schnittker.

We now consider the rejection of clains 24-39 as being
unpat ent abl e over the teachings of Schnittker in view of Bawa.
Wth respect to these clains, the exanm ner asserts that
Schnittker teaches all the features of these clains except for
three specific features. The exam ner finds that sone of
these features are taught by Bawa and others of these features
are obvi ous design choices [answer, pages 3-4]. The exan ner
concl udes that the invention of clains 24-39 woul d have been

obvious to the artisan in view of the conbi ned teachings of
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Schnittker and Bawa. Al though appellants chall enge the
propriety of the exam ner’s use of design choice in rejecting
these clains, the exam ner sinply reiterates this position.

Wth respect to the general argunments made by
appellants with respect to i ndependent claim24 [brief, pages
11-15], we agree with appellants that the exam ner has failed
to make a persuasive case that the collective teachings of
Schnittker and Bawa woul d have led to the invention as recited
in claim24. There is no suggestion in these references that
Bawa’'s O-ring should be added to Schnittker’s connector in the
preci se manner recited in claim?24. W also agree with
appel l ants that the exam ner has inproperly relied on design
choice as a basis to ignore the argued differences between the
clainmed invention and the prior art.

Appel l ants al so make a specific argunent with respect
to claim24 regarding the lack of a teaching of the clained
axi al extent of the free ends of the fingers of the dual
finger nmenber. The exam ner has ignored this argunent, and we

agree with appellants that the dual finger nenber shown in

10
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Schnittker’s Figure 3 does not teach or suggest the
recitations of claim24.

Therefore, the exam ner has failed to establish a prima facie

case of the obviousness of independent claim?24. Accordingly,
we do not sustain the rejection of claim24 or of clains 25-32
and 39 which depend therefrom

Wth respect to independent claim 33, appellants argue
that no ring of any kind is shown in the applied references
and there is especially no teaching of a split ring arnor stop
menber as recited in claim33 [brief, page 17]. The exam ner
has not addressed this argunent other than to dism ss the
split ring stop nenber as an obvi ous design choice. As we
not ed above, the exam ner cannot substitute the bald
observation of design choice for evidence specifically |acking
in the record. Thus, the exam ner has failed to provide a

prima facie case of the obviousness of independent claim 33.

Therefore, we do not sustain the rejection of claim33 or of
cl aims 34-38 which depend therefrom
In summary, we have sustained the exam ner’s rejection

with respect to clainms 20-23, but we have not sustained the

11



Appeal No. 1997-1358
Appl i cation 07/874, 651

examner’s rejection with respect to clains 24-39.
Accordingly, the decision of the exam ner rejecting clains 20-

39 is affirmed-in-part.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
)
JERRY SM TH ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES
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