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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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This is an appeal under 35 U.S.C. §8 134 fromthe
examner’s final rejection of clains 10 through 35, which are
all of the clainms remaining in this application.

According to appellants, the invention is directed to a
conposite nmulti-layer lamnate naterial suitable for use as
the face of pressure-sensitive sheet |abels, decals and tapes
(Brief, page 3). Caim1l0 is illustrative of the subject
matter on appeal and is reproduced bel ow

10. A conposite conprising

(A) a first sheet of paper;

(B) a first coating of polyethylene or polypropylene film
having a printable upper surface and a | ower surface bonded to
t he upper surface of the first sheet of paper;

(C a second coating of polyethylene or polypropyl ene
filmhaving its upper surface bonded to the | ower surface of
the first sheet of paper;

(D) a third coating conprising a pressure-sensitive
adhesive on the | ower surface of the second coating of
pol yet hyl ene or pol ypropyl ene film

(E) a release-coated liner conprising at |east one |ayer
of sheet material wherein the rel ease coated surface of the

liner is in contact with the third coating of pressure-
sensitive adhesive.

In addition to appellants’ “adm ssions” of the prior art,
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the exam ner has relied upon the follow ng references as
evi dence

of obvi ousness:

Patterson et al. (Patterson) 4,859, 511 Aug. 22,
1989
Tsubaki et al. (Tsubaki) 5, 326, 624 Jul . 5,
1994

(U.S. filing date of Jul. 9,
1992)
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Clains 10 through 35 stand rejected under 35 U.S.C. § 103
as unpat ent abl e over Tsubaki in view of Patterson and
“applicant’s [sic] adm ssions.” (Answer, page 3). W reverse
this rejection for reasons which foll ow

OPI NI ON

The clains on appeal recite a conposite where a paper
substrate has an upper and | ower surface coated with a
pol yol efin (e.g., polyethylene or polypropylene), with the
| oner surface polyolefin having a coating of (A) a resin where
the coefficient of friction is greater than the coefficient of
friction of the polyolefin (independent claim 23, see Figure
3); or (B) a pressure-sensitive adhesive and a rel ease-coated
liner (see independent claim10 and Figure 2); or (O a
pressure-sensitive adhesive and a rel ease-coated |iner
| am nate (see independent claim29).

The exam ner finds that Tsubaki discloses a conposite
| am nate conprising a paper substrate with a | ayer of
pol yet hyl ene on each surface of the substrate (Answer, page
4). The exam ner applies Patterson for the disclosure of

rel ease sheets conprising paper coated with a polyol efin and



Appeal No. 1997-1485
Appl i cation 08/279, 046

the need for a release coating on the rel ease sheet (1d.).
The exam ner cites
appel l ants’ specification, pages 21-23, for the disclosure
that a variety of release coatings are conmercially avail abl e
and “hence well known.” (Answer, page 6). Fromthese
findings, the exam ner makes the foll ow ng concl usions:
It woul d have been obvious to one of

ordinary skill in the art to have conbi ned

the teachings of the references in an

effort to develop a lamnate with an

adhesi ve backing. The use of an adhesive

backi ng woul d all ow one to secure the

| am nate onto a substrate and further the

use of a rel ease sheet over an adhesive

surface is well known as shown in Patterson

‘511 (col. 1, lines 8-25; col. 3, lines 38-

43). (Answer, page 7).

Appel I ants argue that Tsubaki does not disclose an
adhesive layer or a release layer as required by the clains
and that neither reference applied against the clains
di scl oses the pressure-sensitive adhesive (elenent (D) of
claim 10, see the Brief, pages 6 and 8).

We agree with appellants that the exam ner has not
established that Tsubaki or Patterson discloses or suggests
element (D) of claim10, i.e., a third coating on the |ower

surface of the second coating of polyolefin conprising a
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pressure-sensitive adhesive.! The exam ner provides no
factual basis but nmerely concludes that it would have been
obvious to one of ordinary skill in the art “to develop a
| am nate with an adhesive backing.” (Answer, page 7).
However, the exam ner has failed to provide any evidence or
convincing reason as to why one of ordinary skill in the art
woul d have nodified the photographi c supports of Tsubaki wth
an adhesi ve backing. “Were the | egal conclusion [of
obvi ousness] is not supported by facts it cannot stand.” In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967).
Furthernore, it nust be noted that, w thout any adhesive
faci ng disclosed or taught by Tsubaki, there would be no
reason or notivation to use a rel ease sheet as discl osed by
Patterson or as admtted in appellants’ specification.

The exam ner does not direct his comments to any
particular claimin the Answer. However, it appears that sone

of the examner’s coments are directed to claim23 on appeal

1t Tsubaki does disclose treatnent of the surface of the
base paper on the side opposite the photographic |ayer with a
copol ymer of ethylene and acrylic acid to pronote adhesion
bet ween t he base paper and the back resin |ayer (colum 2,
lines 45-49; colum 7, lines 1-8; and Exanple 4 and Table 4 in
colum 13).
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when the exam ner states that the surface of the back resin

| ayer of Tsubaki can be coated and this coating is “simlar”
to appellants’ resin coating in contact wwth the | ower surface
of the second pol yolefin coating (Answer, page 5, citing
Tsubaki, colum 9, lines 50-55). Tsubaki teaches that the
back resin | ayer of the photographic support may be coated
with “various back coat |ayers” for preventing electrification
(colum 7, lines 46-49). The specific back coating |ayers of
Exanple 1 are a back coating solution of silica and styrene
latex with a small anobunt of sodi um pol ystyrenesul fonate
(colum 9, lines 50-59). However, the exam ner has failed to
establish, by evidence or convincing reason, that this coating
woul d neet the limtation recited in claim23 on appeal, which
is “said resin coating having a coefficient of friction which
is greater than the coefficient of friction of the second
coating of polyolefin film” The exam ner’s nere concl usion
on page 8 of the Answer that it woul d have been obvious “to
select a resin coating having a coefficient of friction which
is greater that [sic, than] the coefficient of friction of the
second coating of the polyolefin filmin order to provide good
rel ease properties” is without any factual basis. The

7
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exam ner has not established why good rel ease properties would
have been desired for the photographic supports disclosed by
Tsubaki

For the foregoing reasons, we determ ne that the exam ner
has failed to establish a prima facie case of obviousness in
view of the reference evidence of record and appellants’
“adm ssions.” Accordingly, the rejection of clains 10-35
under 35 U. S.C. 8 103 over Tsubaki in view of Patterson and
appel l ants’ *“adm ssions” is reversed.

The decision of the exam ner is reversed.

REVERSED

WlliamF. Smith
Adm ni strative Patent Judge

N N N N N
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Adm ni strative Patent Judge
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