THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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GARRI S, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clainms 26, 28 and 30 through 45, which are all of the

clainms pending in the application.
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The subject matter on appeal relates to a filtration
menbrane in the formof a mcroperforated sheet transparent to
wavel engths in the visible and infrared spectruns, said sheet
having certain thickness, perforation-density, and nean angle
of inclination values. This appeal ed subject natter is
adequately illustrated by independent claim 34, which reads as
fol |l ows:

34. A filtration nenbrane in the formof a
m croperforated sheet transparent to wavel engths in the
visible and infrared spectruns, the sheet conprising a
material transparent in the non-perforated state having a
thickness e of 0.1 umto 50 um perforations with a nean
di stance 1, between circunferences of nei ghboring perforations
of at least 5 pmon each face of the material and a nean angle
"of inclination of the perforations through the material not
greater than 10E with respect to an axis perpendicular to the
sheet of material.

The references relied upon by the exam ner as evidence of

obvi ousness ar e:

Hi gashinmura et al. 4,778, 868 Cct. 18, 1988
(Hi gashi nmur a)

| kushima et al. 4,909, 896 Mar. 20, 1990
(I kushi ma)

Legras et al. (Legras) 4,956, 219 Sep. 11, 1990

G endahl 5,213,721 May 25, 1993

(filed Dec. 21, 1990)

Al'l of the appealed clains stand rejected under 35 U. S. C
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8 103 as being unpatentabl e over Ikushima in view of G endahl
and/ or Hi gashinura alone or further in view of Legras.

We refer to the Brief and to the Answer for a conplete
exposition of the opposing viewpoints expressed by the
appel l ants and the exam ner concerning the above noted
rej ections.

For a nunber of reasons, none of these rejections can be
sust ai ned.

In the first place, we agree with the appellants for the
reasons expressed in the Brief that a reference which is
directed to a contact | ens such as the here applied I kushi ma
ref erence constitutes nonanal ogous art pursuant to the test as
set forth in, for exanple, In re Wod, 599 F. 2d 1032, 1036,
202 USPQ 171, 174 (CCPA 1979). It is axiomatic that one with
an ordinary level of skill in a particular art would not even
be aware of a reference which is froma nonanal ogous art.
Necessarily, therefore, it would not have been obvious for the
artisan to nodify such a reference as the exam ner proposes to
do to the nonanal ogous | kushima reference in the rejections

bef ore us.
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Even di sregarding the aforenentioned issue, the
rejections fornmulated by the exam ner still would be inproper.
This is because the exam ner has advanced no acceptabl e
rationale why an artisan with ordinary skill would conbine the
here applied references in the manner proposed. For exanple,
t he exam ner has offered no rational, acceptable reasons, and
we perceive none independently, why an artisan with ordinary
skill would nodify the contact |ens of |kushima to have the
hol e density and angle features said to be disclosed by
Grendahl and the thickness feature said to be disclosed by
Hi gashi mura or the angle features taught by Legras. |ndeed,
on the record before us, it is not even clear whether a
contact |ens would be capable of functioning as such if
nodi fied to possess these features.

In light of the foregoing, we are convinced that the
examner's rejections are fatally based upon inperm ssible
hi ndsi ght derived fromthe appellants’' own disclosure rather
t han sone teachi ng, suggestion, or incentive derived fromthe
applied prior art. It follows that we cannot sustain the

exanm ner's
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8 103 rejections of the appeal ed cl ains as bei ng unpat ent abl e
over lkushima in view of Gendahl and/or Hi gashinmra al one or

further in view of Legras.
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The decision of the exam ner is reversed.

REVERSED

John D. Smith
Adm ni strative Patent Judge

BOARD OF PATENT
Bradley R Garris

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Chung K. Pak
Adm ni strative Patent Judge
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