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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1-24, all of the clainms in the present application. An
anmendnent after final rejection filed August 1, 1996 was

approved for entry by the Exam ner.
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The clainmed invention relates to a desired region
speci fying systemin an inage editing apparatus. A desired
region fromanong a plurality of overl apping regi ons can be
sel ected by using a signal generator such as a stylus pressed
agai nst a display screen with a predeterm ned anount of force.
Representative claim1l is reproduced as foll ows:

1. A desired region specifying systemin an i mage
editing appar at us conpri si ng:

position information generating nmeans for generating
position information including x-y coordi nates of a point
on a di spl ay;

region selecting informati on generating neans for

generating region selecting information to select a
desired region fromanong a plurality of regions which
overlap in sai d point;

a region managenent table for storing positions of

t he regions to be displayed, the upper and | ower
rel ati onshi ps anong the regions, and displayi ng net hods
for displaying t he regions;

region selecting neans for selecting, based on the
position information generated by the position

i nformation generating nmeans and the region selecting

i nformation generated by the region selecting

i nformati on generating means, a desired region to be edited
from anong the plurality of regions, wherein a first
regi on overlapped by a second region at said point such that
there is no visible indication of said first region is
sel ectabl e by said region sel ecti ng neans;

a data storage for storing data to be displayed on a
di splay unit; and
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di splay control neans for reading the data stored in
t he data storage, and for displaying the data stored in
the data storage in accordance with the displaying
met hods stored in t he regi on managi ng tabl e;

the region selecting information generating neans
i ncl udi ng anal og signal generating nmeans for
generating an anal og signal, the anal og signal being used
to select the regi ons from overl appi ng regi ons.

The Examiner relies on the followng prior art:

Takahashi et al. (Takahashi) 4,263, 592 Apr
21, 1981
Ki nur a 4,710, 595 Dec. 01,
1987 Saki et al. (Saki) 4, 965, 558 Cct .
23, 1990
Roberts et al. (Roberts) 5,237, 647 Aug.
17, 1993

(Filed Cct. 28, 1991)

Clainms 1-24 stand finally rejected under 35 U.S.C. § 103.
As evidence of obviousness, the Exam ner offers Saki in view
of Kimura with respect to clains 1 and 8-12, addi ng Roberts
with respect to clains 2-4 and 15-21, and Takahashi wth
respect to clainms 5-7 and 22-24. Roberts and Takahash
together are added to the conbination of Saki and Kinmura with
respect to clains
13 and 14.

Rat her than reiterate the argunments of Appellants and the

Exam ner, reference is nade to the Brief and Answer for the
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respective details thereof.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, the argunents
in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunments set forth in the
Brief along with the Exam ner’s rationale in support of the
rejection and argunents in rebuttal set forth in the
Exam ner’ s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 1-24. Accordingly, we affirm

Appel I ant has indicated (Brief, page 6) that, for the
pur poses of this appeal, clains 1-24 will stand or fal
together. Consistent with this indication, Appellants have
directed and limted their argunments to claim1, the sole
i ndependent clai mon appeal. Accordingly, all the clains
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before us will stand or fall together. Note In re King, 801

F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. GCr. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
Therefore, we will only consider the rejection against
i ndependent claim 1l as representative of all the clains on
appeal .

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8§ 103, an Exam ner is under a burden

to make out a prinm facie case of obvi ousness. | f that burden

is nmet, the burden of going forward then shifts to Appellants

to overcone the prim facie case with argunent and/or

evi dence. (Qbviousness is then determ ned on the basis of the
evi dence as a whole and the rel ative persuasiveness of the

argunments. See In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992); ln
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1051, 189

USPQ 143,
147 (CCPA 1976). Only those argunents actually nade by
Appel | ants have been considered in this decision. Argunents
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whi ch Appell ants coul d have nade but chose not to nake in the
Bri ef have not been considered [see 37 CFR § 1.192(a)].

Wth respect to representative independent claim1l, the
Exami ner, as the basis for the obviousness rejection, proposes
to nodify the imge retrieval systemdisclosure of Saki by
relying on Kimura to supply the mssing teaching of utilizing
an anal og signal generator to select a desired region from
overlapping regions. |In the Exam ner’s view (Answer, page 4),
the skilled artisan would have found it obvious to substitute
t he anal og signal generating stylus of Kinura for the pointing
device of Saki to provide a high precision determnation of

det ect ed coor di nat es.
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Appel l ants’ argunments in response, aside froma general
assertion at page 11 of the Brief, do not attack the
conbinability of Saki and Kinura but, rather, focus on the
assertion that neither reference discloses the region
sel ection operation as clained. |In particular, Appellants
assert that, contrary to the clainmed invention in which an
anal og signal invisibly scrolls through pages not visible
under a visible top page, Saki, the primary reference relied
upon for this feature, provides a visible indication of the
| ocation of a page to be selected.?

After careful review of the Saki and Kinura references in
light of the argunments of record, we agree with the Exam ner’s
position as stated in the Answer. W note that the rel evant
portion of representative independent claim1l recites:

wherein a first region overl apped by a
second region at said point such that
there is no visible indication of said
first region is selectable by said region

sel ecti ng neans;

We agree with the Exam ner’s analysis that Saki’s Figure

1n attenpting to distinguish over the Saki reference,
Appel l ants’ argunments at pages 11 and 12 of the Brief use the
term nol ogy “pages” rather than “regi ons” as cl ai ned.
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2a representation of the depth di nmension of various docunents
D1-D4 includes a visible indication of the top page but no
visible indication of any hi dden page, page nunber, or indicia
t hereon, intended to be selected under the top page. As

poi nted out by the Exam ner (Answer, page 9), if there was a
vi si ble indication of the page, page nunber, or indicia

t hereon, to be selected in Saki, the user would be able to

i medi ately drag the pointer to the page to select it rather
than pointing to only the approxi mate page | ocation as
explicitly taught by Saki .

In a related argunent at page 11 of the Brief, Appellants
contend that, contrary to their single-step selection of
over | appi ng regions, Kinura discloses a two-part selection
procedure.? W find such a contention to be unfounded since
it is not coomensurate with the scope of representative claim
1. It is axiomatic that, in proceedings before the PTO
clainms in an application are to be given their broadest

reasonabl e interpretation consistent with the specification,

2 |In making this argunent, it is apparent that
Appel lants’ reference to Kinura, rather than Saki, was
i nadvertent.
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and that claimlanguage should be read in light of the
specification as it would be interpreted by one of ordinary

skill inthe art. 1n re Sneed, 710 F.2d 1544, 1548, 218 USPQ

385, 388 (Fed. Cir. 1983). Moreover, limtations are not to

be read into the clainms fromthe specification. [In re Van

Geuns, 988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. Grr

1993), citing Inre Zletz, 893 F. 2d 319, 321, 13 USPQd 1320,

1322 (Fed. Cir. 1989). Although Appellants are correct that
Saki's page sel ection procedure involves two steps (i.e.,
approxi mat e page sel ection followed by sequential scrolling to
sel ect the intended page), there is nothing in the | anguage of
appealed claim1 that limts the selection procedure to a
singl e step.

In view of the above discussion, it is our view that the

Exam ner's prinma facie case of obviousness with respect to
representative i ndependent claim1l remai ns unrebutted by any
convi ncing argunents offered by Appellants. Accordingly, the
rejection of claim1 under 35 U. S.C. 8 103 is sustai ned.

Since, as noted above, Appellants have grouped clains 1-24 as
standing or falling together, clains 2-24 fall with claim1l in
accordance wwth 37 CFR 8 1.192(c)(7). Thus, it follows that
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the decision of the examner to reject clains 2-24 under 35
U S.C § 103 is al so sustai ned.
I n concl usi on, we have sustained the Exam ner’s rejection
of all of the pending clainms under 35 U.S.C. § 103.
Therefore, the Exam ner’s decision rejecting clains 1-24 is

affirned.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED
)
JAMES D. THOWAS )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
JOSEPH F. RUGE ERO )
Adm ni strative Patent Judge )
JFR: hh
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