THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore ONENS, WALTZ and KRATZ, Adninistrative Patent Judges.
KRATZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allowclains 1 through 3 as anended after final rejection.
Clainms 1-3 are all of the clains pending in this application.

Appel l ants' invention relates to a nethod of producing

thin silver halide grains. An understanding of the invention
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can be derived froma reading of exenplary claim1! which is

r eproduced bel ow.

1. A nmet hod of producing thin silver halide grains
conpri si ng:

providing a m xer having including an inlet surface and
an outlet surface and at | east one flow channel extending from
the inlet surface to the outlet surface;

rotating the m xer;

introducing a silver nitrate solution at the inlet
surface of the m xer; and

introducing a halide salt solution at the inlet surface
of the mxer within 30 mmof the introduction of the silver
nitrate solution wherein silver halide grains having a maxi num
t hi ckness of 0.145 pum are produced.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Frane et al. (Framne) 3,415, 650 Dec. 10,
1968
Mumaw 4,539, 290 Sep. 3,
1985
Saito 5, 096, 690 Mar. 17,
1992
Sai tou 5,424,180 Jun. 13,
1995
W note that "including" (claiml, line 3) is

super fl uous.
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(filed Dec. 15,
1992)

Clains 1-3 stand rejected under 35 U S.C. § 102 as
anticipated by or, in the alternative, under 35 U.S.C. § 103
as being unpatentable over Saito, Mumaw or Frane. Cdains 1-3
stand rejected under 35 U . S.C. § 102 as anticipated by or, in
the alternative, under 35 U.S.C. § 103 as bei ng unpatentabl e

over Saitou.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we shall not sustain the stated
rej ections.

It is well settled that the exam ner bears the burden of
establishing a prima facie case of anticipation or

obvi ousness. See In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984). Moreover, when relying upon



Appeal No. 1997-1663 Page 4
Application No. 08/448, 053

the theory of inherency, the exam ner nust provide a basis in
fact and/or technical reasoning to reasonably support the
determ nation that the allegedly inherent characteristic
necessarily flows fromthe teachings of the applied prior art.
“The nmere fact that a certain thing may result froma given
set of circunstances is not sufficient.” In re QCelrich, 666
F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981). See also In re
Robertson, 169 F.3d 743, 745, 49 USP@d 1949, 1950-51 (Fed.
Cir. 1999).

The inquiry as to whether a particul ar reference
anticipates a particular claimmust focus on what subject
matter i s enconpassed by the claimand what subject natter is
described by the reference. Here, in naintaining the stated 8
102 rejections, the exam ner nmakes reference to draw ng
figures 5(b), 7, 9, 10, and 11(a)-(d) of Saitou, draw ng
figure 1 and the clainms of Saito, drawing figure 2 and the
clainms of Mumaw and the drawing figures and cl ai ms of Frane
(answer, page 4).

However, the exam ner has not furnished an acceptabl e

expl anation as to how each of the above noted portions of the
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applied references descri bes each and every el enent as set
forth in the clains, either expressly or inherently, as
requi red of an anticipating disclosure in a single prior art
reference. See Verdegaal Bros. Inc. v. Union Ol Co., 814
F.2d 628, 631, 2 USPQd 1051, 1053 (Fed. Gr.), cert. denied,
484 U. S. 827 (1987). Claim1 calls for a nethod of
produci ng silver halide grains having a maxi numthi ckness of
0.145 mcrons wherein; (1) a mxer is rotated; (2) the rotated
mxer is required to have (a) an inlet surface, (b) an outlet
surface and (c) at |east one flow channel extending fromthe
inlet surface to the outlet surface; (3) silver nitrate
solution is introduced at the inlet surface of the m xer; and
(4) a halide salt solution is introduced at the m xer inlet
surface within 30 nmof the introduction of the silver nitrate
sol uti on.

The exam ner, for exanple, particularly refers to figure
5(b) of Saitou and figure 2 of Mumaw (answer, page 5) as
di scl osing or inherently possessing reactant introduction

points | ess than 30 nm apart that correspond to the clai ned
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method |imtations? regardi ng reactant introduction. However,
t he exam ner has not explained how the referenced portions of
t hese applied patents teach and necessarily describe that a
halide salt solution is introduced separately and | ess than 30
mmfroma silver nitrate solution introduction, each
introduced at a rotating m xer inlet surface that is connected
to a rotating m xer outlet surface via at |east one flow
channel extendi ng therebetween so as to obtain silver halide
grains having a thickness of 0.145 mcrons. W note that an
i ndication that the applied references teach "cl ose together”
(answer, page 4), without a nore specific analysis, sinply
does not anticipate 30 nmor |ess.

| ndeed, the particular portions of the figures and/or
witten disclosures of each of the separately applied
references which the exam ner would regard as corresponding to

each of the above-noted claimlimtati ons, such as the

2 W are cogni zant that appeal ed claim3 does not require
a 30 mmor |ess distance between silver nitrate sol ution and
halide salt solution introductions but rather the m xing of
these solutions prior to introduction at the inlet surface of
the m xer. However, the examiner simlarly does not carry the
burden of explaining how any of the applied references
antici pate under 8 102 or render obvious, within the nmeani ng
of 8 103, the subject matter of claim 3.
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rotating mxer inlet surface, the rotating m xer outl et
surface and the connecting flow channel, have not been
adequately identified by the exam ner.

Wth respect to the alternative 8 103 rejections, the
exam ner's representations fall significantly short of
establ i shing why one having ordinary skill in the art would
have been led to the clained invention by the teachings or
suggestions found in each of the separately applied
references, or by a reasonable inference to the artisan
contained in such teachings or suggestions. See In re

Sernaker, 702 F.2d 989, 994, 217 USPQ 1, 5 (Fed. Gr. 1983).

Mani festly, the exam ner's unsupported and generalized
statenents (answer, pages 4 and 5) regarding the obvi ousness
of any apparatus distinctions such as the reactant inlet

poi nts of appellants' process over the applied prior art are
i nadequate to establish the prima facie obviousness of the
clainmed process. It is well settled that a | egal concl usion
of obvi ousness nust be supported by facts, not specul ation.
In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967) .
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On this record, the examner has sinply failed to set
forth a prima facie case of anticipation or obviousness of the

cl ai ned i nventi on.

CONCLUSI ON

The decision of the exam ner to reject clains 1-3 under
35 U S.C. 8§ 102 as anticipated by or, in the alternative,
under 35 U. S.C. § 103 as being unpatentable over Saito, Mimaw
or Franme; and to reject clains 1-3 under 35 U S.C. § 102 as
anticipated by or, in the alternative, under 35 U.S.C. § 103
as being unpatentable over Saitou is reversed.

REVERSED

TERRY J. OWNENS
Adm ni strative Patent Judge
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