THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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Before KIM.IN, JOHN D. SM TH and KRATZ, Adninistrative Patent
Judges.

KIMLIN, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-4,
all the clains remaining in the present application. Caiml
is illustrative:

1. A nethod of applying a nolding material which

beconmes nalleable with heat into a designated nold

while elimnating air entrapnment within the nol ded
material, the nethod conprising the steps of:
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inserting the nolding material into a container,
the container attached to the designated nold to
allow the nolding material to pass fromthe
container into the nold when a force is applied
to the nolding material;

applying a gradient heat to the nolding nateri al
in the container to make the nol ding nateri al
nore nal | eabl e, the gradi ent heat having a
tenperature distribution froma | east heat to a
greatest heat, wherein the greatest heat is
applied to nolding material closest to the nold
and the | east heat is applied to nolding
mat eri al furthest away fromthe nold; and
forcing the nolding material fromthe container
into the nold while allowing air to escape al ong
sides of the container and out a contai ner
openi ng furthest away fromthe nol d.
The exam ner relies upon the follow ng reference as
evi dence of obvi ousness:
Koni shi 5,204, 122 Apr. 20, 1993
Appel lants' clainmed invention is directed to a nmethod of
applying a nolding material into a nold. The nethod entails
inter alia "applying a gradient heat to the nolding materi al

the gradi ent heat having a tenperature distribution
froma |l east heat to a greatest heat” (claim1l) with the
greatest heat being applied to the material that is closest to
the nold. According to appellants, in the clainmed process

2



Appeal No. 1997-1720
Application No. 08/155, 881

advant ageously mnim zed in the nold, thereby decreasing the
nunber of air pockets in the resultant nolded material." (page
7 of brief).

Appeal ed clains 1-4 stand rejected under 35 U . S.C. § 103
as bei ng unpat ent abl e over Koni shi.

Upon careful consideration of the opposing argunents
presented on appeal, we find that the prior art applied by the
examner fails to establish a prima facie case of obvi ousness
for the clainmed nmethod. Accordingly, we will not sustain the
exam ner's rejection.

The exam ner recogni zes that the nolding materi al
depicted in Figure 3 of Konishi is heated in such a way that
the tenper-ature of section (a) is greater than the
tenperature of section (c), and the tenperature of section (c)
is greater than the tenperature of section (b). In other
wor ds, section (b) of the nolding material is at a | ower
tenperature than both sections (a) and (c), However, since
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sections (a) and (c) are closer to the nold than section (b),
t he exam ner reasons that the clainmed "distribution is

readabl e on such as it flows fromthe hottest to

the coolest"” (page 5 of answer). \Wile appellants contend
t hat
the reference discloses that the |east tenperature is applied
to the nolding material situated between the conpressing
pl unger and the nold, the exam ner responds that "[t]he argued
gradient heating set forth in claiml is not deened clained as
argued"” (page 5 of answer). The exam ner explains that "the
greatest tenperature is applied closest to the nold and this
is nmet in Konishi [and] the furthest away fromthe nold is
| east heated and this is also net by the applied reference.™
(page 5 of answer).

The flaw in the examiner's reasoning is that the exam ner
is not ascribing the proper interpretation to the claim
| anguage "gradient heat"” as it is normally defined and
di sclosed in the present specification. The first definition
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for the word "gradient” in Whbster's New Col |l egiate Dictionary
(1976) is "the rate of regular or graded ascent or descent”,
and appel l ants' specification describes gradient heating at
page 3 as foll ows:

Specifically, container 10 is first gradiently

heated as shown by the tenperature distribution

graph 20. The greater heat is applied to container

10 near orifice 18, and the heat decreases at

generally a linear rate in a direction opposite

orifice 18. The | esser heat is near the end of
cont ai ner 10, opposite orifice 18."

G ven this reasonable interpretation to the claim
| anguage "applying a gradient heat to the nolding material”
mani festly,
it cannot be gainsaid that Konishi fails to teach or suggest
such gradi ent heating of the nolding material.

Based on the foregoing, the exam ner's decision rejecting
t he appeal ed clains is reversed.

REVERSED
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