TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Bef ore KRASS, FLEM NG and BARRY, Admi nistrative Patent Judges.
BARRY, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 1 and 3-22. The appell ant
filed an anmendnent after final rejection on March 11, 1996,

whi ch was entered. W reverse.

! The application, entitled “Carriage for Optical D sk
Storage and Retrieval Array,” was filed October 20, 1994.
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BACKGROUND

The invention at issue in this appeal relates to disk
cartridge storage and retrieval systens. More specifically,
it defines three features of a carriage for transporting disk
cartridges within such a storage and retrieval system First,
the invention nounts a sleeve assenbly to the carriage at two
points on the assenbly. One point is near the open end of the
sl eeve that receives a cartridge. Second, the invention
attaches notors to the carriage with self-tensioning nounts.
The mounts allow the notors to be fastened w thout neasuring
the tension of belts driven by the notors. Third, the
i nvention connects the carriage to a wormscrew with a two-
way flexure. The flexure permts planar novenent of the
carriage perpendicular to the wormscrew s axis while reducing

rotati onal novenent of the carriage about the axis.

Claim1, which is representative for our purposes,
fol | ows:

1. A disk cartridge storage and retrieval system
conpri si ng;

a carriage for transporting disk cartridges between a
plurality of |ocations,
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a first pulley fixed to the carriage for noving the disk
cartridge contained in the carriage to a specified fixed
posi tion,

a notor for driving the first pulley,

a belt coupling the notor to the first pulley whereby the
notor can drive the first pulley to nove the disk cartridge,
and

a spring coupl ed between the notor and the carri age
positioned so as to exert a force between the carriage and the
not or opposite to a force exerted between the first pulley and
the notor by the belt so as to create a predeterm ned tension
on the belt at a tinme prior to said notor being fixedly
nounted to said carriage, and

means for fixedly nounting the notor to the carriage in a
position dictated by the spring force and the belt tension.

The references relied on by the patent exami ner in

rejecting the clains foll ow

Li ssner et al. (Lissner) 3, 786, 454 Jan.
15, 1974

Fago 4, 815, 055 Mar .
21, 1989

A over et al. (dover) 4,982, 847 Jan. 8,
1991

Wanger et al. (Wanger) 5,014, 255 May 7,
1991

Dmtri et al. (Dmtri) 5,377,121 Dec.

27, 1994
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(filed June 10,
1994)
Jadrich et al. (Jadrich) 5,392, 662 Feb
28, 1995

(filed Sept. 20, 1993).

Clainms 13 and 14 stand rejected under 35 U.S.C. § 102(hb)
as anticipated by Wanger. Cdains 1, 4-8, and 15 stand
rejected under 35 U. S.C. 8 103 as obvi ous over Fago in view of
Lissner. Cdains 3 and 16 stand rejected under 8§ 103 as
obvi ous over Fago in view of Lissner further in view of
Gover. Cdains 9-12 and 19-22 stand rejected under 8 103 as
obvi ous over Dimtri in view of Fago and Lissner further in
view of Jadrich. Caim1l6 stands rejected under 8 103 as
obvi ous over Fago in view of Lissner further in view of
Gover. Cdains 17 and 19 stand rejected under 8 103 as
obvi ous over Fago in view of Lissner, Dimtri, and Jadrich
further in view of Wanger. Rather than repeat the argunents
of the appellant or examner in toto, we refer to the appea
brief and the exam ner’s answer for the respective details

t her eof .
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OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections and evi dence
advanced by the examner. W also considered the appellant’s
and exam ner’s argunents. After considering the record before

us, it is our view that the evidence does not anticipate the

i nvention of clains 13 and 14. It is also our viewthat the
evidence and |evel of skill in the art would not have
suggested to one of ordinary skill in the art the invention of

claims 1, 3-12, and 15-22. Accordingly, we reverse. CQur
opi ni on di scusses the novelty and nonobvi ousness of the clains

seriatim

Novel ty

We begin our consideration of the novelty of clains 13
and 14 by recalling that a prior art reference anticipates a
claimonly if the reference discloses expressly or inherently
every limtation of the claim Absence fromthe reference of

any clained el enent negates anticipation. Rowe v. Dror, 112

F.3d 473, 478, 42 USPQ@d 1550, 1553 (Fed. G r. 1997).
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Regar di ng i ndependent claim 13, the exam ner
characterizes Wanger as foll ows.

Wanger ‘255 discloses a disk cartridge storage and
retrieval systemconprising (col. 1, lines 40-50) a
plurality of disk cartridges in storage |ocations; a
sl eeve assenbly 18 for tenporarily storing one of
the disk cartridges for transportation (see Fig. 1)
including a front end having an aperture for
receiving a cartridge and a back end opposite said
first end; a carriage 234 for precisely
position[ing] the sleeve with the aperture adjacent
to a storage location; said sleeve being rotatably
nmounted to said carriage at a first nounting

| ocation 176 and at second nounting |ocation 122,
said first nmounting | ocation being adjacent said
aperture. (Final Rejection at 3.)

In response the appell ant observes, “Wanger expressly teaches
that the sleeve assenbly is attached to the carriage only at

one point and that the one point is in the rear of the sleeve

assenbly.” (Appeal Br. at 12.)

We find that Wanger fails to teach the nounting of claim
13. The claimrecites in pertinent part a “sleeve being
rotatably nounted to the carriage at first and second nounti ng
| ocations, the first nmounting | ocation being adjacent the
aperture.” (Appeal Br., App. A at 4.) Wanger teaches a

“gui de assenbly supporting assenbly 225,” col. 7, |. 66, for
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rotatably nmounting a sleeve assenbly 12 to a block 234. The
supporting assenbly conprises a shaft 232. One end of the
shaft is attached to the rear end of the guide assenbly’ s yoke
menber 114. The other end of the shaft is attached to bl ock
234. Col. 7, |. 65 - col. 8, |I. 5 In sumary, \Wanger’s
sleeve is nounted to its carriage only at one point, and the

point is in the rear of the sleeve assenbly.

Conmparison of the claimlanguage to the reference’s
t eachi ng evi dences that Wanger’s supporting assenbly does not
anticipate the clainmed nounting. The clained sleeve is
nmounted to the carriage “at first and second nounti ng
| ocations.” (Appeal Br., App. Aat 4.) 1In contrast, the
reference’s sleeve assenbly is nounted to its block at a
single nmounting location, viz., the rear end of the guide
assenbly’ s yoke nenber. Col. 8, Il. 2-4. The first clained
nounting location is “adjacent the aperture,” for receiving a
di sk cartridge. (Appeal Br., App. Aat 4.) 1In contrast,
Wanger’s single nounting | ocation and aperture reside at
opposite ends of the reference’s sleeve assenbly. The

nmounting location is at the rear end 16; the aperture, at the
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forward end 14. See Fig. 1. In summary, the clained two
mounting | ocations, with one |ocation adjacent to the
aperture, are absent from Wanger. The absence of the clai ned
el ements negates anticipation of independent claim1l3 and its
dependent claim 14. Therefore, we reverse the rejection of

clains 13 and 14 under 35 U.S.C. 8§ 102.

Nonobvi ousness

W begi n our consideration of the nonobvi ousness of
claims 1, 3-12, and 15-22 by recalling that in rejecting
clainms under 35 U . S.C. § 103, the patent exam ner bears the

initial burden of establishing a prina facie case of

obvi ousness. A prinmm facie case is established when the

teachings fromthe prior art itself would appear to have

suggested the claimed subject matter to a person of ordinary

skill in the art. |If the examner fails to establish a prim
faci e case, an obviousness rejection is inproper and will be

overturned. Inre Rjckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). Wth this in mnd, we analyze

the exam ner’ s rejections.
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Regar di ng i ndependent clains 1 and 15, the exam ner notes
that Fago teaches a disk cartridge storage and retrieval
system conprising a carriage, a first pulley or noving neans,
a notor, and a belt or coupling neans as clained. (Fina
Rejection at 4, 8.) He admts, “Fago Jr. does not disclose a
spring coupled between the notor and the cartridge to create a
predeterm ned tension in the belt, or the position of the
notor being dictated by the spring force and the belt.” (lLd.
at 4.) The exam ner characterizes Lissner as follows.

Li ssner discloses (see Fig. 2a) a magnetic disk

storage apparatus in which rotation is transmtted

between a notor 25 and a pulley 18 by a belt 44, and

tension is created in the belt by a spring 52

nount ed between a housing and a notor plate 50 to

whi ch said notor is fixed so as to exert a force

bet ween the housing and the notor opposite to the

force exerted between the notor and said pulley by

the belt. (Ld.)

He concludes that it woul d have been obvious to add a spring
as disclosed by Lissner to the pulley and belt arrangenent of
Fago “to insure proper tension of the belt even in case of

| engt hening of the belt due to wear.” (lLd. at 4-5.) The

exam ner applies simlar reasoning to reject independent claim

8. (lLd. at 7.) In response the appellant notes that while
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the clained notor is fixedly nounted to the carriage, Lissner
teaches a notor that is rotatably nmounted. (Appeal Br. at 13-

14.)

W find that the reference separately or in conbination
with Fago fails to suggest the neans for fixedly nounting of
clainms 1 and 15 or the corresponding step of fixing the notor
of claim8. Cains 1 and 15 recite in pertinent part a “neans
for fixedly nmounting the notor to the carriage in a position
dictated by the spring force and the belt tension.” (Appea
Br., App. Aat 1, 5.) Cdaim8 recites in pertinent part

“fixing the notor to the carriage.” (Ld. at 3.)

Li ssner teaches in pertinent part attaching a drive notor
24 to the base of a disk file. The notor is attached to a
not or nmount plate 50, which pivots about a pivot point 54.
Wth a spring 52 attached thereto, the plate “serves to
tension” a belt 44 against the notor and a pulley 18 of a

cartridge 10. Col. 5, II. 61-67.
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Conmparison of the claimlanguage to the reference’s
teachi ng evi dences that Lissner would not have suggested the
clai med mounting. The clained notor is nounted “fixedly,”
(Appeal Br., App. Aat 1, 5); it is “fixed to the carriage.”
(l1d. at 3.) During assenbly, screws are tightened to fix the
notor in place. (ld. at 6; see also Spec. at 15.)
Consequently, the notor does not nove during operation. In
contrast, the reference’s notor noves around its pivot point

during operation.

As af orenenti oned, the exam ner reasoned that conbining
Li ssner’s nounting arrangenent with Fago’'s pulley and belt
woul d al l ow the conbination to take-up slack in the belt as
wear caused the belt to stretch over tine. To take-up sl ack,
however, a pulley on the drive shaft of the notor nust be
able to nove during operation. |[If the notor was fixed as
claimed the shaft’s pulley would be unable to nove so as to
take-up slack over tinme. For the foregoing reasons, the
exam ner failed to show that the references woul d have
suggested fixedly nounting the notor as in independent claiml

and its dependent clains 4-7 and in independent clainms 8 and
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15. Because neither Gover, Dimtri, Jadrich, nor Wanger
cures the deficiencies in the conbination of Fago and Lissner,
we al so cannot sustain the rejection of dependent clains 3 and
16-18. Accordingly, we find the exam ner’s rejections of

these clains do not anpbunt to a prinma facie case of

obvi ousness. Because the exam ner has not established a prim
facie case, the rejection of clainms 1, 3-8, and 15-18 is
i nproper. Therefore, we reverse the rejection of the clains

1, 3-8, and 15-18 under 35 U. S.C. § 103.

Regar di ng i ndependent claim9, the exam ner notes that
Dimtri discloses a disk cartridge storage and retrieval
system conprising a wormscrew, a carriage, and a nut assenbly
engagi ng the worm screw as clainmed. He al so observes that
Fago teaches a disk cartridge storage and retrieval system
conprising a shaft and a carriage engaged to the shaft by a
bushing. The exam ner admits, “Dimtri in view of Fago Jr.
does not disclose a flexure coupled to said nut assenbly, or a
particul ar structure of said flexure.” (Final Rejection at

9.)
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He characterizes Jadrich as foll ows.

Jadrich discloses a flexure nenber coupled to a nut

assenbly to provide uniformnotion to a carriage

al ong the worm screw axi s and permtting horizontal

novenents of the carriage without permtting notion

al ong the worm screw axis (col. 3, lines 32-42 and

Fig. 2). It is noted that a notion along the screw

axis would be a rotational notion. (lLd. at 10)
He concludes that it woul d have been obvious to connect a
fl exure as disclosed by Jadrich to the nut assenbly discl osed
by Dimtri and Fago “to prevent unwanted di spl acenent of the
carriage along the wormscrew. . . .” (ld. at 10-11.) In
response the appellant notes, “Jadrich wll performa function

whi ch the present flexure is specifically designed to prevent,

i.e.,

rotational novenment between the two connected el enents.”

(Appeal Br. at 23.)

We find that Jadrich separately or in conbination with
Dmtri and Fago fails to suggest the flexure of claim9. The
claimrecites in pertinent part “a flexure coupled between the

nut assenbly and the carriage, the flexure providing for



Appeal No. 97-1758 Page 14
Application No. 08/326, 721

pl anar novenent perpendicular to the first direction, but
substantially no rotational novenent, between the nut assenbly

and the carriage.” (Appeal Br., App. A at 3.)

Jadrich generally teaches a "l eadscrew assenbly 10
conprising a | eadscrew 12 and a | eadscrew drive nut 14 nounted
thereon. Col. 2, Il. 64-66. A coupler plate 16 is di sposed
around and connected to the nut to transfer notion fromthe
nut to a novable carriage. An internediate nenber 22 is
connected to the plate by a pair of flexure nenbers 28, which
are fixed at opposite ends to the nenber and plate. Col. 2,

|. 64 to Col. 3, Il. 1-15.

Conparison of the claimlanguage to the reference’s
teachi ng evidences that Jadrich woul d not have suggested the
claimed flexure. The clainmed flexure provides “substantially
no rotational novenent, between the nut assenbly and the
carriage.” (Appeal Br., App. Aat 3.) In contrast, the
reference’s flexure nenbers “permt relative novenent of the
I nternmedi ate nenbers about axes 30 and 36. . . .” Col. 3, II.

34-36. W appreciate the exam ner’s observation that
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“Jadrich’s flexure allows only for mniml rotational novenent
of the carriage around [an axis] perpendicular to the

WOI IMECT eW. (Exam ner’s Answer at 9.) The appell ant

enphasi zes, however, “[i]n the present invention there is no

rotation.” (Appeal Br. at 23.) The | anguage of the claim
does not permt substantial rotation about any axis. Thus,
the direction of rotation in Jadrich is irrelevant. For the
foregoi ng reasons, the examner failed to show that the

ref erences woul d have suggested the flexure of independent
claim9 and its dependent clains 10-12 and 19-22.
Accordingly, we find the exanminer’s rejection does not anount

to a prima facie case of obvi ousness. Because t he exam ner

has not established a prima facie case, the rejection of

claims 9-12 and 19-22 is inproper. Therefore, we reverse the

rejection of the clainms 9-12 and 19-22 under 35 U.S.C. § 103.



Appeal No. 97-1758 Page 16
Application No. 08/326, 721

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 13 and 14 under 35 U.S.C. 8§ 102(b) is reversed. In
addition, his decision to reject clainms 1, 3-12, and 15-22
under 35 U.S.C. § 103 is also reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

M CHAEL R FLEM NG APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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