THIS OPINION WAS NOT WRITTEN FOR PUBLICATION

The opinion in support of the decision being entered today (1) was not written for publication in alaw
journal and (2) is not binding precedent of the Board.
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ON BRIEF

Before SCHAFER, LEE and TORCZON, Administrative Patent Judges.

SCHAFER, Administrative Patent Judge.

MEMORANDUM OPINION AND ORDER
Decision on Appeal under 35 U.S.C. § 134

The following rejections are before us for decision:

! Application for patent filed November 30, 1994.
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1 The regjection of claims 13 and 14 under 35 U.S.C. § 102(b) as anticipated by U.S.
patents to Tomanek? and Nakano?;
2. Thergection of clams 13 and 14 under 35 U.S.C. § 102(e) as anticipated by aU.S.
patent to Anderson®;
3. Thergection of clams 1-5and 7-14 under 35 U.S.C. § 103(a) as unpatentable over the
combination of Anderson and Nakamura’;
4, Thergection of clams 1-3 and 6-14 under 35 U.S.C. § 103(a) as unpatentable over the
combination of Nakano and Nakamura
The claimed subject matter isdirected generdly to aprocess for producing amulticolor toner or
developer composition wherein toner pellets of different colors are mixed and then ground to form a
colored toner powder which isamixture of the different colors. The color toner pellets used in the process
are said to be conventional and made by conventiona methods such asextrusion. Specification, p. 3, p.
10. Applicants also claim the powdered multicolor toner made by the process.
I.

Applicants state that each of the clamsis separately patentable but groups the clamsinto three

2 U.S. Patent 3,236,776 issued February 22, 1966.
3 U.S. Patent 5,077,158 issued December 31, 1991.
4 U.S. Patent 5,370,962 issued December 6, 1994.
5 U.S. Patent 4,859,560 issued August 22, 1989.
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groups as follows (Brief, p. 4):

Group I: claims 1-7 and 10-14;
Group I1: claim 8; and
Group I11: clam 9.

Notwithstanding their statement with respect to separate patentability, applicants specifically address only

the following claims:
Claim 1 (Brief, pp. 18-20),
Claims 13 and 14 (Brief, pp. 4-14);
Claim 8 (Brief, pp. 20-21); and
Claim 9 (Brief, pp. 20-21).
Section 1.192(c)(7) of 37 CFR provides:

7 Grouping of claims. For each ground of rejection which appellant
contests and which applies to a group of two or more claims, the Board shall
select asingle claim from the group and shdl decide the appeal asto the ground
of rgection on the basis of that claim aone unless astatement isincluded that the
claims of the group do not stand or fall together and, in the argument under
paragraph (c)(8) of thissection, gppellant explainswhy the clamsof thegroup are
believed to be separately patentable. Merely pointing out differencesinwhat the
claims cover is not an argument as to why the claims are separately patentable.

Accordingly, wesdlect claim 1 asrepresentative of claims 1-7 and 10-12, claim 13 asrepresentative of
clams 13 and 14 and separately treat clams 8 and 9. We reproduce these representative claims bel ow:

1 A process for producing a color toner or developer composition,
comprising grinding amixture of pellets of at least one color toner materiad and
pelletsof at least oneother color toner material to form afinal powdered color
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toner composition.

8. A processaccording to clam 1, wherein said pellets are mixed while said
grinding is being conducted.

9. A processaccordingto clam 1, wherein said mixture of pelletsisformed
before said grinding is conducted.

13. A powdered color toner composition prepared by the processof clam 1.

[11.

Claims 13 and 14 are product-by-processclaims. The primary examiner hasregjected these clams
under 35 U.S.C. 8102(b) relying on Tomanek and Nakano and under § 102(€) relying on Anderson. We
affirm both regjections.

A.
Product-by-process claims are product claims, not process claims. Atlantic Thermoplastics Co.

Inc. v. Faytex Corp., 970 F.2d 834, 844-45, 23 USPQ2d 1481, 1490 (Fed. Cir. 1992); Inre

Bridgeford, 357 F.2d 679, 682, 149 USPQ 55, 58 (CCPA 1966). The determination of the patentability

of aproduct-by-process claim is based on the product not the process. In re Thorpe, 777 F.2d 695, 697,
227 USPQ 964, 966 (Fed. Cir. 1985); In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA
1972); Inre Pilkington, 411 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969). Thus, “[i]n

determining patentability [of product-by-process claims|] we construe the product asnot limited by the
processstated intheclaims.” Scripps Clinic & Research Foundation v. Genentech Inc., 927 F.2d 1565,
1583, 18 USPQ2d 1001, 1016 (Fed. Cir. 1991). If the product in a product-by-process claim isthe

sameasor obviousfromaproduct of the prior art, the claim is unpatentable even though the prior product
was made by adifferent process. Thorpe, 777 F.2d at 697, 227 USPQ at 966; InreMaros, 710 F.2d
799, 803, 218 USPQ 289, 292-93 (Fed. Cir. 1983); In re Fessman, 489 F.2d 742, 180 USPQ 324
(CCPA 1974). Theburden isthen upon the applicant to come forward with evidence establishing that the
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prior art product does not inherently possess the characteristics of the claimed product and that there are
unobvious differences between the claimed product and the prior art product. Thorpe, 777 F.2d at 697,
227 USPQ at 966; In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980); In re Best,
562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977); Brown, 459 F.2d at 535, 173 USPQ at
688.
B.
The examiner has found that each of the Tomanek, Nakano and Anderson patentsteach a color

toner whichincludesamixtureof at least two different col ored powderswhich fal withinclams13and 14.

Tomanek relatesto devel oper compositionswhich have two distinguishabletoners. Tomanek, col.
1, lines50-54. Thetonersmay be distinguishable by color. Tomanek, cal. 1, lines55-62. Examples1-3
describe two-color toners and a method of making the toners. Each of the tonersis separately made,
groundinabal mill and sieved to recover powders having the desired particlesize. The powdersarethen
mixed using glass balls to obtain the final two-color toner. Tomanek, col. 4, line 41 - col. 6, line 18.

Nakano describes agrey toner which isthe mixture of apowdered black toner and a powdered
whitetoner. Thetwo toner powders are separately made and subsequently mixed. Nakano, col. 8, line
40 - col. 9, line 5.

Anderson relates to toners which are the comixture or blend of two or more different colored
powdered toners. Anderson describes aprocess where two or more toner powders of different colors
are comixed or blended in the presence of ablend compatibility additive. Anderson col. 4, line 68 - col.
5,line 10. Example 1 describesatwo-color toner made by extruding the individual tonersinto pellets
(strands) and subjecting the pelletsto grinding and size classification toremovefines. Theindividual
powders were then mixed and blended. Prior to mixing ablend compatibility component was added to

each toner powder. Anderson, col. 12, line 67 - col. 13, line 41.
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Inthe examiner’ sview the prior art multicolor toners appear to be no different than thetoners

made by applicants process. We agree.

C.

Applicants' brief doesnot challengethat one skilled in theart would conclude that the multicol or
toners described by Tomanek, Nakano and Anderson are the same as the toners claimed by applicants.’
Rather, gpplicants argue (1) that references do not anticipate because they do not teach the specific process
stepsrequired by the claimsand (2) that declaration evidence showsthat the powdered color tonersof the
claims are different than the powdered color toners taught in the prior art.

1.

Applicants' first argument is clearly inconsistent with the well established precedent that the
patentability of product-by-process claimsis based upon the product not on the process steps used to
make that product. E.g., Thorpe, 777 F.2d at 697, 227 USPQ at 966. In support of their argument,
applicantsrely on Scripps, 927 F.2d at 1576, 18 USPQ2d at 1010 and In re Marshall, 578 F.2d 301, 198
USPQ 344 (CCPA 1978). Brief, pp. 4-9. Both casesareeasily distinguished. The portion of the Scripps
opinion to which applicants direct our attention states:

Invalidity for anticipation requiresthat al of the elements and limitations of the
claim arefound within asingle prior art reference. There must be no difference
between the claimed invention and the reference disclosure, asviewed by aperson
of ordinary skill in the field of the invention.

It is sometimes appropriateto consider extringc evidenceto explain the
disclosureof areference. Suchfactual elaborationisnecessarily of limited scope

Section 1.192(a) providesin relevant part:

Appellant must . . .fileabrief intriplicate. The brief . . . must set forth the authorities and
arguments on which appellant will rely to maintain the appeal. Any arguments or
authorities not included in the brief will be refused consideration by the Board of Patent
Appeals and Interferences, unless good cause is shown.
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and probative value, for afinding of anticipation requiresthat al aspectsof the
clamed invention weredready described in asinglereference: afinding thet isnot
supportableif it isnecessary to prove facts beyond those disclosed in thereference
inorder to meet theclam limitations. Therole of extringc evidenceisto educate
the decis on-maker to what the reference meant to persons of ordinary skill inthe
field of theinvention, not to fill gapsin the reference. If it is necessary to reach
beyond the boundaries of asingle referenceto provide missing disclosure of the
claimed invention, the proper ground is not 8102 anticipation, but §103
obviousness. Indeed, apublication onthe Harrisdissertation wasincludedin the
prior art statement filed by Scripps and was a cited reference under 8103.
[Citations omitted.]

Scripps, 927 F.2d at 1576, 18 USPQ2d at 1010. The Scripps case was an appedl from acivil action for
infringement. The above-quoted statement relatesto the digtrict court’ sholding that Scrippsclaims 24, 26
and 27 wereinvaid for anticipation. Scripps, 927 F.2d at 1576, 18 USPQ2d at 1010. These claims,
however, were product claims not product-by-processclaims. Scripps, 927 F.2d at 1570, 19 USPQ2d
at 1005. The Marshall case related to process claims. Marshall, 578 F.2d at

302-03, 198 USPQ 344-45. Aswe indicated above, the determination of the patentability of a product-
by-process claim is based on the product not the process. Thorpe, 777 F.2d at 697, 227 USPQ at 966;
Brown, 459 F.2d at 535, 173 USPQ at 688; Pilkington, 411 F.2d at 1348, 162 USPQ at 147. Infact,
the Federal Circuit applied this principal to Scripps’ product-by-process claims. With respect to Scripps
product-by-process claims, the court stated: “In determining patentability we construe the product as not
limited by the process stated in the claims.”  Scripps, 927 F.2d at 1583, 18 USPQ2d at 1016. Thus, the
fact that the prior art does not describe applicants process steps does not show that the examiner’s

rejection was erroneous.’

! Inlight of the well established precedent on the patentability of product-by-process claims,

applicants argument that the references did not anticipate the claims because the references did not disclose the
process stepsis frivolous.
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Applicants dso argue that the toners of the prior art and the toner’ s made according to gpplicant’s
processaredifferent. Insupport of thisposition applicants present two declarations, both by Dr. Edward
J. Gutman, one of the named inventors. In order to overcome, the primafacie case, the applicant must
present evidence establishing that the prior art productsare different than the products claimed. Thorpe,
777 F.2d at 697, 227 USPQ at 966; Fitzgerald, 619 F.2d at 70, 205 USPQ at 596; Best, 562 F.2d at
1255, 195 USPQ at 433-34; Brown, 459 F.2d at 535, 173 USPQ at 688. Neither of Dr. Gutman’'s
declarations show that the products described in the prior art are different than products made according
to the process of applicants claims. Dr. Gutman’s declarations may show that for the specific brown
colored toner compositions described in the declarations, toners that are made by separate grinding
followed by mixing may have somedifferent characteristicsthen tonersthat are made using grinding and
mixed s multaneoudly. However, applicant’ sburden isto show that the prior art tonersare different than
those made by applicant’s process. Applicant’s declarations do not show that the two-color toners
described by Tomanek, Nakano and Andersonwould have different characteristicsif made according to
the processin claim 13.

D.
Thergection of claims 13 and 14 under 35 U.S.C. § 102 is affirmed.
V.

The examiner also entered rgjections of claims 1-5 and 7-14 under 35 U.S.C. § 103(a) as
unpatentable over the combination of Anderson and Nakamura and of claims 1-3 and 6-14 under
35 U.S.C. §103(a) as unpatentabl e over the combination of Nakano and Nakamura. Wereversethese
rejections.

Clam 1 requiresthe step of “grinding amixture of pellets of at least one color toner materid and
pellets of at least one other color toner material . . ..” Neither Anderson nor Nakano teach the step of

grinding amixture of different color toner pellets asrequired by the claims. The Nakamurareference
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appearsto be cong stent with the other prior art relied upon in showing mixing the different color toners
subsequent to the grinding step. Thus, thereferencesrelied upon fail to suggest modifying the prior art
processto grind amixture of pelletsto form amulticolor toner or developer. Where claimed subject matter
has been regjected as obviousin view of acombination of prior art references, aproper analysisunder §
103 requires cons deration of whether the prior art would have suggested to those of ordinary skill inthe
art that they should carry out the claimed process. InreVaeck, 947 F.2d 488, 493, 20 USPQ2d 1438,
1442 (Fed. Cir. 1991); Inre Dow Chemical Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. Cir.
1988). Thus, the examiner hasfailed to show that the subject matter of claim 1 would have been obvious.

Since clams 8 and 9 depend from claim 1 the subject matter of these claims has likewise not been shown
to have been obvious.

Thergections of claims 1-14 under 35 U.S.C. § 103(a) are reversed.

AFFIRMED -IN-PART

)
RICHARD E. SCHAFER )
Administrative Patent Judge )
)
)
) BOARD OF PATENT
JAMESON LEE )
Administrative Patent Judge ) APPEALSAND
)
) INTERFERENCES
)
RICHARD TORCZON )
Administrative Patent Judge )
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RES:yrt

CC: OLIFF & BERRIDGE
P.O. Box 19928
Alexandria, VA 22320
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