TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 15
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Application 08/278, 335

ON BRI EF

Bef ore MEI STER, McQUADE and CRAWORD, Admi nistrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This appeal is fromthe final rejection of clains 14
through 20, 22 and 23. daim2l1, the only other claimpending

in the application, currently has no rejection applied against

! Application for patent filed July 21, 1994.
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it (see the advisory letter dated June 11, 1996, Paper No. 9).
Presumably, claim 21 stands objected to as depending froma
rejected base claim?

The invention relates to “an aerodynam cal ly sound,
lighter than air kite/balloon unit” (specification, page 2).
Caim1l14 is illustrative and reads as fol |l ows:

14. In the conbination of a |lighter-than-air balloon and
a kite, the inprovenent conprising neans fixedly securing a
forward portion of said kite to an undersi de of said balloon
agai nst novenent of said portion of the kite relative to said
under si de of the ball oon.

The references relied upon by the exam ner as evidence of

antici pati on and obvi ousness are:

Astl e 2,208, 786 Jul . 23, 1940
Babbi dge 3,791,611 Feb. 12, 1974
Hol | and, Jr. (Holl and) 4,216, 929 Aug. 12, 1980

The appeal ed clains stand rejected as foll ows:

a) clainms 14, 15 and 23 under 35 U.S.C. § 102(b) as being
antici pated by Astl e;

b) clains 16 and 22 under 35 U . S.C. 8 103 as being

unpat ent abl e over Astle in view of Holland; and

2 The indication on page 3 in the exam ner’s answer (Paper
No. 12) that claim 21 stands rejected is inconsistent with the
advi sory letter and apparently is the result of an inadvertent
oversi ght on the part of the exam ner.
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c) clainms 17 through 20 under 35 U.S.C. §8 103 as being

unpat ent abl e over Astle in view of Babbi dge.

Ref erence is nade to the appellant’s main and reply
briefs (Paper Nos. 11 and 13) and to the exam ner’s fina
rejection and answer (Paper Nos. 7 and 12) for the respective
positions of the appellant and the exam ner with regard to the
propriety of these rejections.

Astle, the reference common to all of the rejections,

di scl oses a kite “having an inflatable tube extending
circunferentially about its marginal edge and within which air
under pressure nmay be placed to aid in the lifting of the kite
while flying the sane” (page 1, colum 1, lines 3 through 7).
The body of the kite consists of a rubber sheet 5 having the

i nflatabl e tube 6 secured thereto by vul canizing or the like
(see page 1, colum 1, lines 33 through 40). The kite al so
includes an inflatable tail 15 or 17 attached to the sheet by
a string 14. Wth regard to the standing 35 U S.C. 8§
102(b) rejection of clains 14, 15 and 23, anticipation is
established only when a single prior art reference discloses,

expressly or under principles of inherency, each and every
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el enment of a clained invention. RCA Corp. v. Applied Diqital

Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984).

| ndependent claim 14 recites a conbi nati on which incl udes
a “lighter-than-air balloon.” According to the exam ner, this
limtation is net by Astle’'s inflatable tube 6 in that “since
tube 6 aids inthe |lifting of the kite, . . . it nmust be, by
definition, lighter-than-air” (answer, page 3). Although
Astl e’ s inflatable tube 6 reasonably can be viewed as a
bal | oon, the nere fact that it aids in lifting the kite does
not necessarily nean that it is lighter-than-air. For
exanple, the tube 6 mght aid in lifting the kite due to its
shape and/or structural relationship with the body of the
kite. Moreover, Astle expressly discloses that the tube 6 is
filled wwth air. Thus, the examner’s finding that the tube 6
constitutes a lighter-than-air balloon as recited in claim14
is not well founded. Furthernore, our review of the Astle
reference indicates that it does not disclose any ot her
structure which neets the balloon I[imtations in claim14.

Accordi ngly, we shall not sustain the standing 35 U.S. C
8§ 102(b) rejection of claim14, or of clains 15 and 23 which
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depend therefrom as being anticipated by Astle.

Nor shall we sustain the standing 35 U.S.C. § 103
rejection of clainms 16 and 22, which depend fromclaim 14, as
bei ng unpatentabl e over Astle in view of Holl and.

The exam ner cites Holland for its teachings that kites
can be provided with depending keels to attain desired
aer odynam c characteristics and that the various conponents of
a kite can be secured together by adhesive tape (see, for
exanple, colum 8, lines 26 and 27; and colum 10, |ines 35
through 37). 1In short, these teachings do not overcone the
above noted deficiencies of Astle with respect to the subject
matter recited in parent claim14.

We shal |l sustain, however, the standing 35 U.S.C. § 103
rejection of clains 17 through 20, which depend from cl ai m 14,
as bei ng unpatentable over Astle in view of Babbi dge.

Babbi dge discloses a lighter-than-air kite 10 filled wth
a pressurized gas such as heliumto |ift the kite in the
absence of sufficient wnd. The body of the kite is designed
to have enhanced thernmal insulation and gas retention
properties. To this end, the “fabric” of the kite is an

envel ope 11 nade of
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athin plastic film12 preferably of polyester
[e.g., “Mylar”] because of its di nensiona

stability, adaptability to nmetallizing, availability
in thin gauges (as |low as one-half ml| or |ess),
agei ng-resi stance, and, for its weight, its
relatively high tensile strength, resistance to
snaggi ng and ripping, and |low perneability to |ight-
density gases. . . . Irrespective of the chem ca
conmposition of the core 12, however, it is provided,
on the surface which forns the interior of the

envel ope 11, with a netallizing coating 13,
preferably (and now easily obtainable) a “thin filnf
of al um num conventionally fornmed by depositing a
vapor of al um num upon the filmcore 12 in an ultra-
hi gh vacuum [colum 2, lines 30 through 48].

The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to those of ordinary

skill inthe art. In re Keller, 642 F.2d 413, 425, 208 USPQ

871, 881 (CCPA 1981). In the present case and notw t hst andi ng
the argunents to the contrary advanced by the appellant, the
conmbi ned teachi ngs of Astle and Babbi dge woul d have provi ded
the artisan with anple suggestion or notivation (1) to nodify
the Astle device by making its inflatable tube or balloon 6
lighter-than-air in order to augnent its intended lifting
function and (2) to inplenment this nodification by enploying
Babbi dge’s heliumfilled, netal -coated plastic envel ope
construction to gain the above noted benefits of sane. As so
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nodi fied, the Astle device would neet all of the limtations
in clainms 17, 18 and 20 whi ch have been argued by the
appel | ant .

As for the ellipsoidal balloon shape recited in claim 19,
the record does not support the appellant’s contention that
this particular shape contributes to an aerodynam cally sound
kite/balloon unit (see page 5 in the nmain brief). To the
contrary, the specification in the instant application
indicates that the appellant’s aimis “to allow the use of
| i ght cheap nass-produced di sposabl e balloons that are easily
avai | abl e and econom cal” (page 2) and that “[m any shapes,
types and sizes of balloon could be used” (page 2). In this
| ight and since the record fails to establish that the
el l'i psoi dal balloon shape recited in claim19 solves a stated
probl em or presents a new or unexpected result, such shape
woul d have been an obvious matter of design choice within the

skill of the art (see In re Kuhle, 526 F.2d 553, 555, 188 USPQ

7, 8-9 (CCPA 1975)).

The follow ng new rejections are entered pursuant to 37
CFR § 1.196(b).

Clainms 15 and 16 are rejected under 35 U.S.C. § 112,
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second paragraph, as failing to particularly point out and
distinctly claimthe subject matter the appellant regards as
t he invention.

The second paragraph of 35 U S.C. §8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In determ ning whether this standard is net, the definiteness
of the | anguage enployed in the clains nust be anal yzed, not
in a vacuum but always in light of the teachings of the prior
art and of the particular application disclosure as it would
be interpreted by one possessing the ordinary |evel of skil

in the pertinent art. |d.

Clainms 15 and 16 recite, respectively, that the ball oon
has an extendi ng nose portion and a dependi ng keel. These
recitations are unclear and confusing when read in |ight of
the underlying disclosure which indicates that it is the kite,
not the balloon, which includes the extending nose portion and
dependi ng keel (see, for exanple, page 2 in the

speci fication).
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Clainms 14 through 16, 21 and 23 are rejected under 35
U S.C 8§ 103 as being unpatentable over Astle in view of
Babbi dge and Hol | and. 3

The device disclosed by Astle neets all of the
limtations in these clainms except for the one in independent
claim14 requiring the balloon to be lighter-than-air, the one
i n dependent claim 16 requiring a dependi ng keel, the one in
dependent claim 21 defining the securing neans recited in
parent claim 14 to conprise strips of adhesive tape, and
arguably the one in claim14 setting forth the securing neans
i n mean-plus-function format. For the reasons discussed
above, it would have been obvious to one of ordinary skill in
the art in view of Babbidge to nodify the Astle device by
making its inflatable tube or balloon conponent 6 lighter-
than-air in order to enhance its desired lifting function. It
al so woul d have been obvious to one of ordinary skill in the
art in view of Holland to further nodify the Astle device by
providing its kite body conponent 5 with a depending keel to

attain desired aerodynam c characteristics and to secure the

® For purposes of this rejection, we have read the word
“balloon” in clains 15 and 16 as if it were --kite--.
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kite body conponent 5 to the tube or balloon conponent 6 with
strips of adhesive tape to facilitate the assenbly of the
device. In this light, the differences between the subject
matter recited in clains 14 through 16, 21 and 23 and the
prior art are such that the subject matter as a whol e woul d
have been obvious at the tinme the invention was nade to a
person having ordinary skill in the art.

In sunmary:

a) the decision of the examner to reject clains 14
through 20, 22 and 23 is affirnmed with respect to clains 17
through 20 and reversed with respect to clainms 14 through 16,
22 and 23; and

b) new rejections of clains 14 through 16, 21 and 23 are
entered pursuant to 37 CFR § 1.196(b).

In addition to affirmng the exam ner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1. 196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
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of judicial review”
Regarding any affirmed rejection, 37 CFR 8§ 1.197(b)
provi des:
(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori gi nal deci sion

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 8§
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion

of the prosecution before the exam ner unless, as a nere
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incident to the limted prosecution, the affirned rejection is
over cone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinmely request
for reconsideration thereof.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART: 37 CFR 8§ 1.196(b)

JAMES M MEI STER )
Adm ni strative Patent Judge )
)
|
JOHN P. McQUADE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
MURRI EL E. CRAWORD )
Adm ni strative Patent Judge )
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Young and Thonpson
Suite 200

745 South 23rd Street
Arlington, VA 22202
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