THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Before JERRY SM TH, BARRETT, and RUGE ERO, Adninistrative
Pat ent Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 through 9 and 11 through 23. C aim 10 has been
cancel ed. An anendnent after final rejection was filed

Novenber 15, 1995 and was entered by the Exam ner.



Appeal No. 1997-2110
Application No. 08/143, 687

The clained invention relates to a nmethod and system for
presenting a tenporal based object on a data processing system
in which the manner of presentation is determ ned by the
context through which the object is presented. More
particularly, Appellants indicate at pages 2 through 4 of the
specification that presentation characteristics for a
particul ar context are determ ned, which characteristics
include the selection of a portion of the object content to be
presented. The type of presentation is included in the
presentation characteristics determ nation and is associ ated

wi th the object.

Caimlis illustrative of the invention and reads as
foll ows:
1. A conputer inplenmented nmethod of presenting a tenpora

based object on a data processing system said object having a
content, conprising the steps of:

a) determning a context on said data processing system
for presenting said object;

b) providing presentation characteristics of said object
for said context, said presentation characteristics conprising
a selection of a portion of said content of said object, said
portion being less than all of said content, and associating
said presentation characteristics with said object;
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c) distributing said presentation characteristics and al
of said content of said object to said context;

d) determning if said object is to be presented
t hrough said context; and

e) if said object is to be presented through said
context, then presenting said object through said context in
accordance with said presentation characteristics.

The Examiner relies on the followng prior art:

Vertel ney et al. (Vertelney) 5, 341, 293

Aug. 23, 1994

(Filed Sep. 03,

1992)

Eric Hoffert et al. (Hoffert), “QuickTime™ An Extensible
Standard for Digital Miltinmedia,” COVPCON ‘92, |EEE Conputer
Soci ety International Conference, pp. 15-20 (February 1992).
Wan-teh Chang et al. (Chang), “Call Processing and Signaling
in a Desktop Multinmedia Conferencing System” G.OBECON * 92,
| EEE G obal Tel ecomuni cati ons Conference, vol. 1, pp. 225-9
(Decenber 1992).

Claims 1 through 3, 8, 11 through 13, 15 through 17, and
22 stand finally rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Vertelney. dains 4 through 7, 9, 18
through 21, and 23 stand finally rejected under 35 U S. C
8§ 103 as being unpatentable over Vertelney in view of Hoffert.

Claim 14 stands finally rejected under 35 U. S.C. § 103 as

bei ng unpatentabl e over Vertel ney in view of Chang.
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Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Brief and Answer for the

respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of obviousness
relied upon by the Exam ner as support for the rejections. W
have, likew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunments set forth in the
Brief along with the Exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
Exam ner’ s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary

skill in the art the obviousness of the invention set forth in
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clains 1 through 9 and 11 through 23. Accordi ngly, we
reverse

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one

having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a

whol e
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or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prim facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clainms 1 and 15, the Exam ner
contends (Answer, page 5) that Vertel ney discloses all of the
claimlimtations with the exception of the determ nation of
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whet her a user interface el enent has the capability of
operating on the selected data. To address this deficiency,

t he Exam ner asserts the obviousness to the skilled artisan of
maki ng such a determ nation and providing an error indicator

i f such operation could not be perforned.

Wi |l e Appel l ants have nade several argunents in response,
the primary thrust of the argunents centers on the alleged
deficiency of Vertelney in disclosing a key feature of
i ndependent clains 1 and 15. Appellants assert at page 7 of
the Brief:

Vert el ney does not teach the conbination of
selecting a portion of the content of a tenporal
based object and then distributing all of the
content of the object and the presentation

characteristics to a context, as is provided
by clains 1 and 15.

Upon careful review of the Vertelney reference in |ight
of the argunments of record, we are in agreenent with
Appel lants. In our view, Appellants are correct in their
assertion that, while Vertel ney teaches the selection of a
portion of an object and associ ates presentation
characteristics with such selected portion, the entire content

of the object is not distributed as required by the clains.
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It is apparent fromour reading of Vertelney that a clear
teaching is provided of selecting portions of an object (e.g.
text display, Fig. 6a; photo display, Fig. 6b) and
distributing that selected portion to a particul ar context
such as “mail” or “print”. W can find no disclosure in
Vertel ney, however, of providing for the distribution of the
entire content of an object to a context as required by
appeal ed clains 1 and 15.

We note that in the “Response to Argunent” portion of the
Answer at pages 14 and 15, the Exam ner contends that the
claims do not have an explicit recitation of “selecting a
portion” of the content of an object as argued by Appell ants.
In the Exam ner’s view, the claimlanguage “... presentation
characteristics conprising a selection of said content of said
object...” does not require a user selection and such
selection could already be in place. It is our opinion,
however, that, notwithstanding the nerits of the Examner’s
argunent, such does not address the deficiencies of
Vertel ney’ s di sclosure di scussed
supra. In other words, regardl ess of whether Appellants’
clainms could be interpreted as not precluding a content

8



Appeal No. 1997-2110
Application No. 08/143, 687

portion selection already in existence, Vertelney remains
deficient in disclosing the distribution of the entire content
of an object, not just the selected portion, to a context.

As to the 35 U S.C. 8 103 rejection of dependent clains 4
through 7, 9, 18 through 21, and 23 based on the conbi nation
of Vertelney and Hoffert, we note that Hoffert was applied
solely to neet the “data streanf manipulation limtations of
the clains. Hoffert, however, does not overcome the innate
deficiencies of Vertel ney discussed supra and therefore, we do
not sustain the obviousness rejection of dependent clains 4
through 7, 9, 18 through 21, and 23.

Turning to a consideration of the obviousness rejection
of i ndependent claim 14 based on the conbinati on of Vertel ney
and Chang, we do not sustain this rejection as well. Wile
claim14 is directed to an enbodi nent in which selected
portions of objects are distributed froma first data
processing systemto a second data processing system the
claim(simlar to independent clains 1 and 15 di scussed supra)
requires the conbination of the selection of a portion of the
content of an object, the association of presentation

characteristics with the object, and the distribution of the
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entire object. For the reasons discussed previously, it is
our view that Vertelney is deficient in disclosing the clained
conmbi nation of features.

The Chang reference, which is directed to a multinedia
conferenci ng system was applied by the Exam ner as part of
the conbination to supply a teaching of distributing nessages
(1.e. objects) froma first data processing systemto a second
data processing system Chang, however, does not disclose the
selection of a portion of object content along with the
di stribution of presentation characteristics and the entire
object content to a context. As such, Chang does not overcone
the deficiencies of Vertelney and we, therefore, do not
sustain the 35 U.S.C. § 103 rejection of independent claim 14.

I n conclusion, we have not sustained any of the
Examner’s 35 U.S.C. § 103 rejections of the clains on appeal.
Accordingly, the decision of the Exam ner to reject clainms 1
through 9 and 11 through 23 is reversed.

REVERSED

JERRY SM TH )
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Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOSEPH F. RUGGE ERO
Adm ni strative Patent Judge
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GEOFFREY A, MANTOOTH

WOOFFORD, FAILS, ZOBAL & MANTOOTH
110 WEST SEVENTH STREET

SUl TE 500

FORT WORTH, TX 76102
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