TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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This is a decision on an appeal fromthe final rejection
of clains 1 through 19 which are all of the clains in the
appl i cation.

The subject matter on appeal relates to a water swell able
wound dressing material conprising from5 to 50% of an
al ginate ester of a C-G; polyhydric al cohol, from50 to 95% of
a humectant and | ess than 1.5% of pol yvinyl alcohol. This
appeal ed subject matter is adequately illustrated by
i ndependent claim 1, the sole independent claimon appeal,
whi ch reads as foll ows:

1. A water swellable wound dressing material conprising,
by wei ght based on the weight of the material when anhydrous:

from5%to 50% of an alginate ester of a C-GC, pol yhydric
al cohol ;

from50%to 95% of a hunectant consisting of one or nore
C,- G nonohydric or polyhydric al cohols; and

fromO0%to 30% of water,

provi ded that the wound dressing nmaterial conprises |ess
than 1.5% by wei ght of polyvinyl al cohol.

The reference relied upon by the exam ner as evidence of
obvi ousness i s:

Eur opean Patent Application 0 095 892 Dec. 7, 1983
( Nanbu)
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Clainms 9, 15 and 16 stand rejected under the second
paragraph of 35 U S.C. 8§ 112 for failing to particularly point
out and distinctly claimthe subject matter which the
appel l ant regards as his invention. According to the
exam ner, these clains are indefinite by virtue of the
recitation "biopolynmers other than an alginate"” in claim9,
"pol ysacchari de other than an al ginate" in claim15, and
“derivative" in claiml1l6.

Al'l of the clains on appeal stand rejected under 35
UusS. C
8§ 103 as being unpatentabl e over Nanmbu. \While acknow edgi ng
that "Nanbu does not teach that the polyvinyl alcohol is
present in |less than 1.5 weight percent,” the exam ner
nevert hel ess has taken the position that a concl usi on of
obvi ousness is appropriate and that the "[bJurden is shifted
to Applicant to establish the criticality and/or asserted
di fferences and properties due to the differences in weight
per cent ages of pol yvinyl alcohol” (Answer, page 3).

We refer to the Brief and to the Answer for a conplete

exposition of the opposing viewpoints expressed by the
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appel | ant and the exam ner concerning the above noted

rejections.

OPI NI ON
Nei t her of these rejections can be sustained.
We consider the exam ner to have provided little if any
rational e or evidence in support of her burden of establishing

a prima facie case of claimindefiniteness with respect to the

8§ 112, second paragraph, rejection of clains 9, 15 and 16. 1In
any event, whatever case for indefiniteness the exam ner nay
have established is nore than counterbal anced by the argunent
and evi dence provided by the appellant in support of his
contrary view. Thus, for the reasons expressed in the Brief,
we wi Il not sustain the rejection under consideration.

The examiner's 8 103 rejection of the appeal ed cl ai ns
i kewi se cannot be sustained. As properly noted by the
appel | ant, the exam ner's obvi ousness concl usi on appears to be
based upon her clearly incorrect view that Nanbu discl oses a
wound dressing material of the type here clainmed wherein the
pol yvi nyl al cohol conponent thereof may be present in an
amount as small as 1.5% by weight. The appell ant has

4



Appeal No. 1997-2175
Application No. 08/201, 522

t horoughly explained in the Brief, however, that the 1.5%
concentration disclosed by Nanbu relates to the aqueous
sol ution used for producing Nanbu's dressing material, and,
because this solution is ultimtely subjected to a required
dehydration step, the final concentration of polyvinyl alcoho
wi Il necessarily be greater than 1.5%
The exam ner in her Answer has not disputed or even
acknowl edged the above noted expl anation. Further, the
exam ner has offered utterly no reason as to why one with
ordinary skill in the art would have | owered the pol yvinyl
al cohol concentration of Nanbu's dehydrated product froma
val ue which is above 1.5% (i.e., the | owest value of Nanbu's
range) to less than 1.5% (i.e., the highest value of the
appel lant's clained range). |ndeed, Nanbu teaches away from
| owering his polyvinyl alcohol concentration to a value within
the here clainmed range for the reasons detailed in the Brief.
In light of the foregoing, it is clear to us that the
exam ner has failed to carry her burden establishing a prim
facie case of obviousness and accordingly that the exam ner
I nprovidently shifted to the appellant the burden of

establishing "criticality” or nonobvi ousness. Under these
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circunstances, it is clear that the examner's 8 103 rejection

IS 1 nappropriate and cannot be sustai ned.



Appeal No. 1997-2175
Application No. 08/201, 522

The deci sion of the examner is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OWENS )

Adm ni strative Patent Judge ) APPEALS AND

)

) | NTERFERENCES

)

PETER F. KRATZ )
Adm ni strative Patent Judge )
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