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Before PAK, WALTZ and ROBI NSON, Adnini strative Patent Judges.

WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U S.C. §8 134 fromthe
examner’s final rejection of claim2, which is the only claim
remaining in this application.

According to appellants, the invention is directed to
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reduci ng the concentration of 1,2-dichloroethane inpurity by
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chlorinating a conposition conprising chiefly
1,1, 1-trichloroethane and a contam nating anount of
1, 2-di chl oroet hane (see claim2 on appeal and the Brief, pages
2-3). A copy of claim2 on appeal is reproduced bel ow
2. A met hod conprising chlorinating a conposition
conprising chiefly 1,1,1-trichloroethane and a
contam nating anmount of 1, 2-dichl oroethane to

reduce the concentrati on of said 1, 2-di chl or oet hane.

The follow ng references have been cited by the exam ner
as

evi dence of obvi ousness:

Bursack et al. (Bursack) 3, 658, 657 Apr. 25,
1972
Gordon et al. (Gordon)? 3,919, 337 Nov. 11
1975

Claim 2 stands rejected under 35 U.S.C. §8 103 as
unpat ent abl e over Bursack in view of Gordon (Answer, page 3).
We reverse this rejection essentially for the reasons set
forth on pages 3-7 of the Brief. W add the follow ng
comments primarily for enphasis.

OPI NI ON

The exam ner states that Bursack discloses a process for

The exam ner has incorrectly listed and di scussed this
reference as “CGorden” in the Answer (e.g., Answer, pages 2 and
3).
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the separation of 1,1,1-trichloroethane from1, 2-

di chl oroet hane by extractive distillation and therefore “it is

known in the art that 1,2-dichloroethane is an undesirable

impurity in

1,1,1-trichloroethane.” (Answer, page 3). Appellants do not

contest this finding but note that Bursack does not disclose

the chlorination recited in claim2 on appeal (Brief, page 3).
The exam ner applies Gordon for the disclosure that

1, 2-di chl oroet hane can be reacted with chlorine to produce

1,1,2-trichloroethane (Answer, pages 3 and 5). Fromthese

di scl osures, the exam ner makes the foll ow ng concl usions:

It woul d have been obvious to one of ordinary
skill inthe art to utilize the process of CGorden et
al [sic, Gordon] to reduce the anmpbunt of 1, 2-

di chl or oet hane
in the mxture of 1, 2-dichloroethane and
1,1, 1-trichloroethane of Bursack et al to obtain

the instant results of applicants [sic, appellants]
because there woul d have been a reasonabl e

expect ation that the 1, 2-dichloroethane in the
said m xture woul d react to produce 1,1, 2-
trichl oroet hane and t hereby reduci ng the

anmount of 1, 2-di chl or oet hane
present in said m xture.

Gorden et al [sic, Gordon] clearly teaches that

1, 2-dichl oroethane will react with chlorine. It
woul d have been reasonable to expect this reaction to
t ake pl ace in the presence of other conponents

including 1,1,1-trichloroethane. Therefore, there
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woul d have been a reasonabl e expectation by one of
ordinary skill in the art that the known m xture of
1,1, 1-trichl oroet hane containing undesirable
1, 2-di chl or oet hane could be reacted with
chlorine to reduce the anmount of 1, 2-dichl oroethane.
The notivation to conbine the teachings of
Bur sack et al and Gorden et al [sic, Gordon]
is derived from t he above nentioned reasonabl e
expectati on.

(Answer, pages 3-4, enphasis added).
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The exam ner’ s concl usions are not supported by an
appropriate analysis under 35 U.S.C. § 103. CQur review ng
court has hel d:

[w] here cl ai med subject matter has been rejected as
obvious in view of a conbination of prior art

references, a proper analysis under 8 103 requires,
inter alia, consideration of two factors: (1)

whet her the prior art would have suggested to those of
ordi nary skill in the art that they should nake the
cl ai med conposition or device, or carry out the clainmed
process; and (2) whether the prior art would
al so have reveal ed that in so nmaking or carrying out,
t hose of ordinary skill would have a reasonabl e
expect ati on of success. [Ctation omtted].” In re
Vaeck, 947 F.2d 488, 493, 20 USP@d 1438, 1442 (Fed.
Cr. 1991).

The exam ner’ s obvi ousness analysis is deficient since
t he exam ner has only considered one factor, i.e., the
reasonabl e expectation of success. The exam ner has “derived”
the first factor of notivation/suggestion fromthe second
factor of reasonabl e expectation of success discussed in

Vaeck, supra (see the Answer, page 4). “The nere fact that

the prior art could be so nodified would not have nade the
nmodi fi cati on obvious unless the prior art suggested the
desirability of the nodification. [Ctations omtted].” Ilnre
Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir

1984). The showi ng of the teaching or notivation to conbine
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prior art references nust be clear and

particular. 1n re Denbiczak, 175 F.3d 994, 999, 50 USPQd

1614, 1617 (Fed. Cir. 1999).

On this record, the exam ner has failed to establish any
convi nci ng reason or suggestion to conbine the references as
proposed. The exam ner has failed to point to convincing
evi dence of a suggestion fromthe prior art, the know edge of
one of ordinary skill in the art, or the nature of the problem

itself. See In re Denbiczak, supra. The exani ner has not

expl ai ned why one of ordinary skill in the art would have used
t he process of Gordon, which produces 1,1, 2-trichl oroet hane,
in the process of Bursack, which is directed to the production
and purification of 1,1,1-trichloroethane. Furthernore, the
exam ner has not established why one of ordinary skill in the
art woul d have used the chlorination reaction of Gordon to
renove

1, 2-di chl or oet hane when Bursack teaches the renoval of this
inpurity by extractive distillation.

Addi tionally, the exam ner has not established that the
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prior art would have reveal ed a reasonabl e expectation of
success in carrying out the nmethod of appeal ed claim 2.
Al t hough Gordon teaches the chlorination of 1,2-dichloroethane
to produce
1,1, 2-trichloroethane, this reaction is only acconplished in a
liquid reaction nediumof a m xture of 1, 2-dichl oroethane and
1,1, 2-trichl oroethane (see Gordon, colum 1, lines 5-15 and
i nes
53-56). The process of Bursack produces a reaction product of
1,1, 1-trichl oroethane contam nated with by-product
1, 2-di chl oroet hane. The exam ner has not established, by
convi nci ng evi dence or reasoning, that the reaction of Gordon
woul d have had a reasonabl e expectati on of success in the
presence of 1,1,1-trichloroethane (see the Answer, page 6).

For the foregoing reasons and those set forth in
appel lants’ Brief, we determ ne that the exam ner has not

established a prima facie case of obviousness in view of the

reference evidence. Accordingly, the rejection of claim?2
under 35 U . S.C. 8 103 over Bursack in view of Gordon is
reversed

The decision of the exam ner is reversed.
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REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge
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