TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before KIM.IN, OAENS and KRATZ, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1 and 5-9, which are all of the clains remaining in the
appl i cati on.
THE | NVENTI ON

Appel I ants cl ai ma bi sphenol derivative which, appellants
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state (specification, pages 1 and 4), is useful as an

internediate in the synthesis of conmpounds and as an i ndi cator

of hydrogen ion concentration.
Caimlis o illustrative and
reads as ‘ o fol | ows:
1. A bi sphenol conpound
of the follow ng @ @ f or mul a:
Bo oK

where each Ris a |lower al kyl group, tetrahydropyranyl,

met hoxynet hyl or trialkylsilyl group, and each of the benzene
rings in the fornula are optionally substituted by a | ower

al kyl group.

THE REFERENCES

Fukui et al. (JP ‘473)! 02- 311473 Dec. 27,
1990
(Japanese Kokai)

YQur consideration of this reference is based upon an
English translation thereof, a copy of which is provided to
appellants with this decision.
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Theodora W G eene and Peter GM Watts (Greene), Protective
Goups in Organic Synthesis 413 (John Wley & Sons 1991).

THE REJECTI ON
Clains 1 and 5-9 stand rejected under 35 U S.C. 8§ 103 as
bei ng unpatent abl e over appell ants’ acknow edged prior art in
view of JP ‘473 and G eene.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel lants that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection

Appel | ants acknow edge that at the tine of their
i nvention a bisphenol derivative was known in the art which
differed fromappellants’ clainmed conpound only in that the
substituents on the phenyl rings were unprotected hydroxyl
groups rather than appellants’ protected hydroxyl (i.e., -OR)
substituents (specification, page 1).

Green discloses that the protecting groups recited in
appellants’ claim1l were known in the art at the tinme of
appel l ants’ invention (page 413). Geen does not disclose a

met hod of addi ng these protecting groups to conpounds.
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JP 473 discloses fused | actones wherein a group can be
ei ther hydroxyl or a protected hydroxyl, and discloses a
met hod for protecting the hydroxyl groups of the fused
| act ones (pages 2 and 15).

The exam ner argues that “[i]t would have been prinma
facie obvious at the tinme the clainmed invention was nade to
protect the hydroxy groups of the prior art by using the
conventional hydroxy groups as taught by Japanese patent J 02-
311473 and Greene et al. to formthe protected prior art
conmpounds wi thout the | oss of the sane activity” (answer, page
3). For the follow ng reasons, the exam ner’s argunent is not
per suasi ve.

First, as argued by appellants (brief, pages 4-5), the
exam ner has not explained why the applied prior art would
have notivated one of ordinary skill in the art to use
protecting groups for the hydroxyl groups of the prior art
bi sphenol derivative. Appellants argue that the fused
| actones of JP ‘473 are not structurally simlar to
appel l ants’ cl ai mred conpound (brief, page 5), and the exam ner
does not challenge this argunment. Al so, the exam ner has not
established that the nere know edge that the protecting groups

4
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di scl osed by G een were known in the art would have | ed one of
ordinary skill in the art to use these groups as protecting
groups for the admtted prior art bisphenol derivative.

Second, even if one of ordinary skill in the art desired
to use appellants’ protecting groups to protect the hydroxyl
groups of the acknow edged prior art bisphenol derivative, the
exam ner has not established that such a person would have had
a reasonabl e expectation of success in doing so. See In re
Vaeck, 947 F.2d 488, 493, 20 USPQR2d 1438, 1442 (Fed. Cr
1991); Inre OFarrell, 853 F.2d 894, 902, 7 USPQd 1673, 1680
(Fed. Cir. 1988). Appellants provide a declaration by Fujio
Yagi hashi (filed January 23, 1996, attachnent to paper no. 5)
whi ch shows that when an attenpt was nade to use the nethod of
JP ‘473 to add protecting groups to the hydroxyl groups of the
adm tted prior art bisphenol derivative, the nethod was not
successful. The exam ner argues that the reason why the
experinment in the declaration failed was that a successful
process, such as appellants’ process, was not used (answer,
page 4). The exam ner, however, has provided no evi dence that

the process used by appellants was known in the art at the
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time of appellants’ invention, or that any other process was
known in the art at that tinme which would have been effective
for protecting the hydroxyl groups of the admtted prior art
bi sphenol derivative.

For the above reasons, we find that the exam ner has not
set forth a factual basis which is sufficient for supporting a
concl usi on of obviousness of the invention recited in any of
appel lants’ clains. Consequently, we reverse the exam ner’s

rejection.
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DECI SI ON
The rejection of clainms 1 and 5-9 under 35 U. S.C. § 103
over appellants’ acknow edged prior art in view of JP ‘473 and

Greene i s reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

BOARD OF PATENT
TERRY J. OVENS )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

PETER F. KRATZ )

Adm ni strative Patent Judge )
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