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HANLON, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal under 35 U.S.C. 8§ 134
fromthe final rejection of clainms 25 and 27, all of the

clainms pending in the application. Caim25 is directed to
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pol yhedr on- shaped pol ypropyl ene particles, and claim27 is
directed to pol ypropyl ene particles produced using pol yhedron-
shaped Myd , support particles. dains 25 and 27 read as
fol | ows:

25. Pol ypropyl ene consisting essentially of particles
having a breadth of granulonetric distribution expressed as
D90 | ower

D10
than 15, wherein said particles have the formof essentially
regul ar pol yhedrons with six or eight faces in which the
paired symmetrically opposite faces are essentially parallel,
two of which faces are | arge and el ongated and formthe top
face and the bottom face of a pol yhedron and have the form of
a hexagon or of a | ozenge such that on each of themthe
| ongest diagonal (D) is larger than the shortest distance (d)
separating two opposite sides, which |arge el ongated faces are
surrounded essentially perpendicularly by the other
essentially rectangular faces that formthe sides of the said
pol yhedron wherein the ratio Dd of the majority of particles
I's between 2 and 7.

27. A pol ypropyl ene powder consisting essentially of
particles having a breadth of granulonetric distribution
expressed as D90 | ower than 15 and obtai ned by the
pol ynmeri zati on

D10
of propyl ene reproducing in a honothetic manner the shape of
the particles of the support in the presence of a catal yst
system consi sting essentially of (1) particles of an MyCL,
support inpregnated by a hal ogenated titanium vanadi um
zi rconium or hafni um conpound, wherein said particles have
the formof essentially regular polyhedrons with six or eight
faces in which the paired synmmetrically opposite faces are
essentially parallel, two of which faces are |arge and
el ongated and formthe top face and the bottomface of a
pol yhedron such that on each of themthe | ongest diagonal (D)
is larger than the shortest distance (d) separating two
opposite sides, which | arge el ongated faces are surrounded
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essentially perpendicularly by the other essentially
rectangul ar faces that formthe sides of the said pol yhedron,
the length of the smaller side (e) of each of the said
essentially rectangul ar faces being | ess than the shortest

di stance (d) separating the two opposite sides of the |arge

el ongated faces and (2) a cocatal yst consisting essentially of
an or ganoal um num conpound, wherein the ratio D)d of the
particles is between 2 and 7.

The follow ng rejections are at issue in this appeal:

(1) dains 25 and 27 are rejected under 35 U. S.C. § 112,
first paragraph, based on witten description.

(2) daim27 is rejected under 35 U.S.C. § 112, first
par agr aph, based on enabl enent.

(3) daim27 is rejected under 35 U.S.C. § 102(e) as

bei ng anticipated by Bailly et al.?

Rej ections under 35 U. S.C. § 112

Clains 25 and 27 are rejected under 35 U S.C. § 112,
first paragraph, based on witten description. According to
the exam ner, the specification, as originally filed, fails to
provi de descriptive support for pol yhedron-shaped

pol ypropyl ene particles as recited in claim25 (Answer, p. 2):

U.S. Patent No. 5,208,109 granted May 4, 1993, to Bailly
et al. Hereinafter the Bailly et al. patent will be referred
to as "Bailly."
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Nowhere in the specification does it state that
t he pol ypropyl ene of the invention has the
characteristics described by this claim[(claim25)]
(except for the granulonetric distribution).

Li kewi se, according to the exam ner, the specification,

as originally filed, fails to describe the shape of the

pol ypr opyl ene particl es produced using pol yhedron-shaped Mgd ,
support particles as recited in claim27 (Answer, p. 5):

[T]here is no support in the specification for the
subject matter of the phrase "reproducing [in a
honot heti ¢ manner the shape of the particles] of the
support™.

Here, again, there is no use of this phrase or
any simlar phrase to describe the pol ypropyl ene
produced by the clained process. Further, there is
nothing in the process limtations that would
i nherently require it to produce pol ypropyl ene
havi ng the shape of the magnesium dichl oride or
cat al yst precursor.

Appel lants rely on portions of the specification, an

article by Kang et al.? and a DECLARATI ON UNDER 37 CFR 1.132

2Kyung- Suk Kang et al., “Effect of Internal Lewi s Bases on
Recrystallized Mgl ,-Ti C, Catal ysts for Pol ypropyl ene,” 40
Journal of Applied Polyner Science, 1303 (1990). This article
is of record in the application and is attached to the
AVENDVENT AFTER FI NAL REJECTI ON (Paper No. 27). Although it
appears that this anmendnent was not entered by the exam ner,
we note that the article was further relied upon by appellants
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of Claude Brun and Laurent Duranel dated March 11, 1994, to
establish descriptive support in the specification, as
originally filed, for the claimlanguage at issue. See Brief,
pp. 4-5.

W agree with the exam ner that the specification alone
fails to provide descriptive support for the | anguage at issue
in clainms 25 and 27. For instance, at page 2, lines 8-10 of
the specification, the catalytic conponents, not the olefins
as argued by appellants, are said to preserve the norphol ogy
of the support. See Brief, p. 4, lines 5-8 and 20-22.
Nevert hel ess, the specification in conbination with the Kang
article and the declaration of Brun and Duranel establish that
the specification, as originally filed, provides the necessary
descri ptive support.

Appel lants rely on the declaration of Brun and Duranel to
establish that a pol yhedron-shaped MyCd , support necessarily
produces pol yhedron-shaped pol ypropyl ene particles (Brief, p.

5):

in a REQUEST FOR RECONSI DERATI ON (Paper No. 29) which was
consi dered by the exam ner. See Paper No. 31. The article
will hereinafter be referred to as the "Kang article.”
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Equal Iy inportantly, the Board's attention is
directed to the Declaration submtted in the prior
parent application, wth the anendnent of March 11,
1994. Therein the procedure of Exanple 14 of the

i nstant application was foll owed and a phot ograph
subm tted of the pol ypropyl ene particles obtained by
the pol ynerization as carried out in this exanple.
These particles, as shown by that Declaration, have
t he pol yhedron shape of the support.

See Pingree v. Hull, 518 F.2d 624, 627, 186 USPQ 248, 251

(CCPA 1975) (clainms with no express disclosure nust find

I nherent support in the original application); Behr v.

Tal bott, 27 USPQRd 1401, 1407 (Bd. Pat. App. & Int. 1992) (the
written description requirenent can be satisfied by show ng
that the disclosed subject matter inherently or necessarily
satisfies the [imtation in question).

Appel lants further rely on the Kang article to establish
that "those skilled in this art know that polynmers replicate
the shape of the catalytic support” (Brief, p. 4). The Kang
article is directed to the use of Tid , catal ysts supported on
MyCl , to produce pol ypropyl ene. Specifically, Kang discloses
(p. 1310):

Pol yner Mor phol ogy
Both activity and texture of the catal yst affect
t he pol yner norphol ogy. The pol ynerization

catal ysts are well known to replicate their
nor phol ogy into the polyner particles. In other
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words, the catalyst particle acts as a tenplate for
growt h of the polyner particle.* . . . [Enphasis
added. ]

123, Boor, Jr., Ziegler-Natta Catal ysts and
Pol yvneri zati on, Academ c, New York, 1979.

The catal yti c conponent of appellants' invention is said
to have particles shaped as foll ows (Specification, pp. 13-
14):

The catal yti c conponent obtained fromthe Myd,
I n accordance with the invention is also constituted
of particles which have, when viewed under a
m croscope, the formof essentially regular
pol yhedrons with six or eight faces in which the
paired symmetrically opposite faces are essentially
parallel, two of which faces are | arge and el ongated
and formthe top face and the bottom face of a
pol yhedron such that on each of themthe | ongest
di agonal (D) is larger than the shortest distance
(d) separating two opposite sides, which |arge
el ongated faces are surrounded essentially
per pendi cul arly by the other essentially rectangul ar
faces that formthe sides of the said pol yhedron

The ratio Dd of the catalytic conponent particles is said to
be from2 to 7. See Specification, p. 14, lines 20-25.

Therefore, based on the record before us, it is
reasonabl e to conclude that one having ordinary skill in the
art woul d have understood that the specification, as

originally filed, describes the invention of clains 25 and 27.

See Wang Lab., Inc. v. Toshiba Corp., 993 F.2d 858, 866, 26
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UsPQ2d 1767, 1774 (Fed. Cr. 1993) ("A patent specification is
directed to one of ordinary skill in the art."). The
rejection of clainms 25 and 27 under

35 U S.C 8§ 112, first paragraph, based on witten
description, is reversed.

As for the rejection of claim27 under 35 U S. C. § 112,
first paragraph, based on enabl enent, the exam ner maintains
(Answer, p. 4):

Since these clains are [sic, this claimis] in

product - by- process | anguage, it is believed that the

process limtations should contain the Iimtations
necessary to produce pol ypropyl ene having the

cl ai med shape, i.e., "polypropyl ene powder

obt ai ned by the polynerization of propylene

reproducing in a honothetic manner the shape of the

particles of the support.”

For the reasons set forth above, we find that the claim
"contain[s] the limtations necessary to produce pol ypropyl ene
havi ng the clainmed shape.” Therefore, the rejection of claim

27 under 35 U.S.C. § 112, first paragraph, based on enabl enent

is also reversed.

Rej ection under 35 U.S.C. § 102(e)

Claim?27 is rejected under 35 U. S.C. § 102(e) as being
anticipated by Bailly. Bailly discloses a process for
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pol ynmeri zi ng al pha-ol efins using a Ziegler catal yst system
According to the process disclosed in Bailly, prepolyner
particles preserve the shape of the catal yst and pol yners
obt ai ned therefromoccur in the formof a powder. However, in
contrast to the clained invention, the support and cat al yst
disclosed in Bailly are in the form of spheroidal particles.
Based on the record before us, one having ordinary skill
in the art woul d have expected the pol ypropyl ene particles of
Bailly to be spheroidal in shape. The exam ner recogni zes as
much. See Answer, p. 5 ("the polypropylene of Bailly is
probably spherical in shape"). For this reason, the rejection
of claim 27 under

35 U S.C. §8 102(e) is reversed.
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The deci sion of the examner is reversed.

REVERSED

Adri ene Lepi ane Hanl on )
Adm ni strative Patent Judge )
)
)
)
Chung K. Pak ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Thomas A. Waltz )
Adm ni strative Patent Judge )
ALH: t dl
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