THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 15 through 20, which are all of the clains

pending in this application.

' A prelimnary anmendnent canceling clainms 1-14 was
presented at nunbered item5 of the transmttal letter that
acconpanied the filing of this application on April 27, 1995.
Thi s anendnent has not been clerically entered.
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BACKGROUND

At the outset, we note that the present application was
filed as a divisional of U S. application No. 08/265, 369,
whi ch parent application was filed on June 24, 1994. Al so,
copending and rel ated application No. 08/ 376,270 was filed on
January 23, 1995 as a continuation-in-part of the above-noted
parent application. Both of the above-noted rel ated and
copendi ng applications are al so before us on appeal (Appeals
No. 1997-1907 and 1997-1991, respectively)?

Appel lants' invention relates to a nmethod of coating a
substrate using a conposition conprising a dispersion of
pol yuret hane in water. An understanding of the invention can
be derived froma reading of exenplary claim15, which is

repr oduced bel ow.

2 W observe that appellants refer to parent application
No. 08/265, 369 at page 2 of the brief submtted on Cctober 21,
1996 wi t hout acknow edgi ng the exi stence of the other rel ated
copendi ng application No. 08/376,270 and wi thout setting forth
t he appeal ed status of all of the above-noted applications.
See 37 CF.R 8 1.192(c)(2) (1995).
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15. A nethod for coating a substrate which conprises
contacting the substrate with a coating conposition conprising
a dispersion in water of the reaction product of:

(a) a water-dispersible isocyanate-term nated
pol yur et hane prepol yner having an NCO content of between about
1.5 and 10% by wei ght, said prepol ynmer havi ng incorporated
therein uretdi one noieties and i socyanurate noieties, and
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(b) an active hydrogen-containing chain extender.
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Mosbach et al. (Msbach) 5, 098, 983 Mar
24, 1992

Coogan et al. (Coogan) 5,169, 895 Dec. 08,
1992

Clainms 15-20 stand rejected under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Coogan in view of Msbach.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
examner. In so doing, we find ourselves in agreenent with
appel lants that the exam ner fails to establish a prima facie
case of obviousness® for the clainmed subject nmatter.
Accordingly, we wll not sustain the examner's rejection, as

st at ed.

3 W note that it is the exam ner who bears the initial
burden of presenting a prima facie case of obviousness in
rejecting clainms under 35 U.S.C. 8 103. See In re R jckaert,
9 F.3d 1531, 1532, 28 USPQd 1955, 1956 (Fed. Cir. 1993).
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Coogan di scl oses a conposition conprising an agueous
di spersion of polyurethane that may be used as a coating
material. The conposition* is a product of the reaction of:

(a) a water-dispersible isocyanate-term nated

pol yur et hane prepol yner having an NCO content of 2.1

to 10% percent by wei ght,

(b) an organic polyisocyanate havi ng an average

i socyanate functionality of 2.1 to 4.0, and

(c) an active hydrogen-containing chain extender.

The prepol yner reactant of Coogan is disclosed as being
made from an organi c diisocyanate, a polyol having a specified
nmol ecul ar wei ght range and a specified conmpound having a
hydrophillic center (colum 2, lines 12-19). Coogan (colum
2, lines 31-35) further teaches that m xtures of
pol yi socyanates nmay be used and a variety of nodified
pol yi socyanates that have “... urethane, allophanate, urea,
bi uret, carbodi m de, uretonimne or isocyanurate residues”

i ntroduced therein are useful in nmaking the prepol yner.

The exam ner takes the position that Coogan does not

di scl ose the incorporation of uretdione noieties (diner) in

t he pol yuret hane prepolymer used to formthe conposition that

is enployed by appellants and hence does not discl ose the

4 Coogan, colum 2, lines 6-11
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cl ai med coating process (answer, page 2). In an attenpt to
remedy this acknow edged deficiency, the exam ner additionally
relies on the teachings of Msbach.

According to the exam ner (answer, page 3),

It woul d have been obvious to one of ordinary
skill in the art at the tinme the invention was nade
to include dinmers (uretdione) in Coogan’ s
di spersi bl e bi nder conposition because Msbach shows
this as a way of making filnms, that upon heati ng,
further cure to yield filns having hi gher hardness
values (col. 7, line 20) because the diners can
provi de additional crosslinking (col. 5, line 31).

The exam ner further states (answer, page 3):

The examiner’s position is that Mosbach provides
notivation for nodifying Coogan, and that appellants
[sic] results aren’t unexpected because Msbach
t eaches nore crosslinking, which would inprove the
properti es.

However, on this record, we disagree with the exam ner’s
views on this matter. At the outset, we note that “[b]efore

the PTO may conbi ne the disclosures of two or nore references
in order to establish prima facie obviousness, there nust be
sonme suggestion for doing so, found either in the references
t hemsel ves, or in the know edge generally available to one of

ordinary skill inthe art.” 1In re Jones, 958 F.2d 347, 350,
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21 USPQ2d 1941, 1943-44 (Fed. Cir. 1992); In re Fine, 837 F.2d
1071, 1074, 5 USPQ@d 1596, 1598-99 (Fed. Cir. 1988).

Here, the exam ner makes reference to Exanple 1 of
Mosbach (answer, page 3) where Msbach di scl oses the use of a
m xture of a uretdione diisocyanate (diner) and an
i cocyanur ate polyi socyanate (trinmer) as part of a
pol yi socyanate m xture having an NCO content of 21.6 percent
which is mxed with dinethoyl propionic acid and N- et hyl
nmor pholine until the NCO content of the m xture is reduced to
15.3 percent. The mxture is subsequently cool ed, a solution
thereof is applied to a glass plate and then dried to forma
filmthereon. The exam ner additionally nakes reference to
colum 5, line 31 of Mobsbach wherein a portion of a sentence
of the patent describes uretdione groups or carboxl groups
present in the polyisocyanates m xtures of the patent as
avai l abl e reactive centers in formng high nol ecul ar wei ght
pol yur et hanes. The exam ner also notes colum 7, line 34 of
Mosbach wherein a hardness value is reported for an oven dried
filmof a polyisocyanate m xture made fromthe starting

conponents of the polyisocyanate m xture of Exanple 1 together
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with 2,2-bis-(hydroxymethyl)-propionic acid (DVPA) and N
met hyl pyrrolidone (NWP).

From our perspective, the particularly identified and
i sol ated teachi ngs of Msbach, regarding the use of an
i socyanate dinmer in a polyisocyanate m xture that is dispersed
in water and used as a coating film and the teachings of
Coogan, regarding the formati on of a water dispersible
pol yur et hane nade from a wat er-di spersi bl e pol yur et hane
prepol yner, an organi c pol yi socyanate and a chai n extender,
taken together with the exam ner’s obvi ousness statenents are
not sufficient to establish the prima facie obvi ousness of
appel lants’ nethod. This is so since the exam ner has not
particul arly addressed how t he teachi ngs of Msbach regardi ng
particul ar polyi socyanate m xtures woul d have suggested a
nmodi fication of the prepol ynmer reactant of Coogan in a manner
so as to necessarily result in the herein clainmed process
including the formati on of appellants’ coating conposition
upon reaction. In this regard, the exam ner has not
adequat el y expl ai ned how the furni shed evi dence woul d have | ed
one of ordinary skill in the art to nodify the diisocyanate

reactants of Coogan based on the teachings of Modsbach that
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were selected by the examner in a nanner so as to arrive at
the clained invention herein and such that the ordinarily
skilled arti san woul d have had a reasonabl e expectation of
success in making this nodification. See In re Vaeck, 947
F.2d 488, 493, 20 USPQRd 1438, 1442 (Fed. Cir. 1991); In re
O Farrell, 853 F.2d 894, 902, 7 USPQ2d 1673, 1680 (Fed. G r
1988); In re Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648
(Fed. Gr. 1985).

W note that the nere fact that the prior art nay be
nodified to reflect features of a clained invention does not
make the nodification(s) obvious. Appellants’ invention
cannot be used as an instruction manual or tenplate to piece
toget her the teachings of the prior art so that the clained
invention is rendered obvious. See In re Fritch, 972 F. 2d
1260, 23 USPQd 1780 (Fed. Cir. 1992).

For the foregoing reasons, we find that the exam ner has
not established a prima facie case of obviousness. Because we

reverse on this basis, we need not reach the issue of the
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sufficiency of the asserted show ng of unexpected results
(brief, pages 9 and 10). See In re Ceiger, 815 F.2d 686, 688,
2 USP2d 1276, 1278 (Fed. Cir. 1987).

CONCLUSI ON

The decision of the exam ner i s reversed.

REVERSED

CHARLES F. WARREN
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OVWENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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