TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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LI EBERMAN, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s refusal to allowclains 7, 9, 11, 13 through 42, 44

t hrough 50, and 52 through 71 which are all the clains

1 Application for patent filed April 15, 1994.
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remaining in the application. Cains 10 and 12 were cancel ed
by anmendnment executed March 13, 1996. dCains 43 and 51 were
cancel ed in an anendnent executed Septenber 12, 1995. Claim8
was cancel ed in an anmendnent executed August 14, 1995. d ains
1 through 6 stand wi thdrawn from consi deration by the exam ner
as being drawn to a non-elected invention. See 37 CF.R 8§

1.142(b).

THE | NVENTI ON

The invention is directed to a nmethod of erasing a
recordi ng agent and an erasing apparatus. The apparatus
conprises a liquid state catal yst coating nmeans, an erasing
processi ng neans/ heating and irradi ation neans for heating and
irradiating the recording nmedium A feeding path P is
provi ded along which the liquid state catal yst coating neans
and the erasing processing neans are di sposed. The coating
means is |ocated upstream of the erasing neans. Both the
nmet hod and apparatus clains recite that the feeding speed is
changed in accordance with a change in the tenperature of the

f eedi ng pat h.
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In a separate enbodi nent clainms 68 through 71 provide for
a portabl e erasing apparatus having a feeding path, a casing
neans, a liquid state catal yst coating nmeans as well as a

heating and irradi ati on neans.
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THE CLAI M5
Clainms 7, 11 and 68 are illustrative of appellants’
i nvention and are reproduced bel ow.

7. A net hod of erasing a recording agent on a recording
surface of a recording nediumrecorded by a catal yst-
cont ai ni ng recordi ng agent conprising a near IR erasable dye,
said method conprising the steps of:

feeding the recording nediumalong a feeding path with
respect to a thernmal em ssion and near IR irradiation source
such that a heating of the recording nediumand an irradiation
of near infrared rays onto the recording surface of the
recordi ng medi um are sinultaneously carried out by said
thermal em ssion and near IR irradiation source; and

varying a feedi ng speed of the recording nediumin
accordance with a tenperature change of said feeding path, a
tenperature of said feeding path being controlled to be within
a tenperature range from approxi mately 200°C t hrough 410°C.

11. An erasing apparatus for erasing a recordi ng agent
on a recording surface of a recording nediumrecorded by a
recordi ng agent conprising a near |R-erasable dye, said
appar atus conpri sing:

i quid-state catal yst coating neans for coating a |iquid-
state catal yst on the recording surface of the recording
medi um and

erasi ng processing neans for heating the recordi ng nmedi um
on which the liquid-state catalyst is coated by said |iquid-
state catal yst coating neans, and for irradiating the near
infrared rays onto the recording surface of said recording
medi um thereby erasing the recording agent of said recording
surface, wherein:
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said liquid-state catal yst coati ng neans and sai d erasing
processi ng neans are di sposed along a feeding path (P) through
whi ch the recording nediumis unidirectionally fed, and
wherein said liquid-state catal yst coating neans is positioned
at an upstream side of said erasing processing neans;

a feeding speed of the recording nmediumis changed in
accordance with a tenperature change of the feeding path; and

a tenperature of the feeding path is controlled to be
wWithin a tenperature range from approxi mately 200°C to 410°C.

68. A portable erasing apparatus for erasing a recording
agent on a recording nediumrecorded by the recordi ng agent
conprising a near IR erasable dye, said apparatus conprising:

a feeding path for feeding the recording nediumin a
di rection;

casi ng neans;

i quid-state catal yst coating neans, provided in a part
of said casing nmeans, for coating a |liquid-state catalyst on
the recording surface of said recording nmedium and

heating and near IR irradiation nmeans, provided in a part
of said casing neans, for heating the recording surface of the
recordi ng nmedium coated with the |iquid-state catal yst by said
liquid-state catal yst coating nmeans, and for irradiating near
infrared rays onto said recordi ng surface, wherein the feeding
speed of the recording nediumis changed in accordance with a
tenperature change of the feeding path and wherein the
tenperature of the feeding path is controlled to be within a
tenperature range from approxi mately 200°C to 410°C.

THE REFERENCES OF RECORD
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As evi dence of obviousness, the exam ner relies upon the

foll om ng references.

Nagae et al. (Nagae) 5,164, 287 Nov. 17,
1992

Japanese Abstract (M TA) 5,125, 323 May
21, 1993

THE REJECTI ONS
Cainms 7, 9, 11, 13 through 42, 44 through 50 and 52
through 67 stand rejected under 35 U S.C. 8§ 103 as
unpat ent abl e over the admtted prior art in view of Nagae.
Clainms 68 through 71 stand rejected under 35 U. S.C. 8§ 103

as unpatentable over MTA in view of Nagae.

OPI NI ON
We have carefully considered all of the argunents
advanced by appellants and the exam ner. W agree with
appel l ants that neither of the aforenentioned rejections is
wel | founded. Accordingly, we will not sustain either of the

rej ections.
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The Method O ai ns
“[ T] he exami ner bears the initial burden, on review of
the prior art or on any other ground, of presenting a prim

faci e case of unpatentability.” See In re QCetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992). The

exam ner relies upon the admtted prior art on pages 1 and 2
of the specification. W find that the admtted prior art
teaches a near infrared erasable dye, which deconposition is
pronot ed under the presence of an appropriate catal yst such as
a tetra butyl amonium butyl triphenyl borate. The admtted
prior art further teaches that the infrared erasable dye is
deconposed due to such a catalyst by irradiation of near
infrared rays thereby erasing the recording agent.

The cl ai ned subject matter requires process steps of
“varying a feeding speed of the recording nmediumin accordance
with a tenperature change.” It is the examner’s position
that since the clains do not specify any particul ar speed or
tenperature change, the clained Iimtation enconpasses a
condi ti on wherein neither speed nor tenperature are changed.
Hence the process clains need not be disclosed by the art of
record. See Final Rejection, page 6. W disagree. The

7
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nmethod clains require a feeding path operated at a tenperature
of 200°C to 410°C and varying a feeding speed of the recording
medi umin accordance with a tenperature change. The nethod
clains further require heating the recording nediumto a

t enper at ure bet ween 200°C and 410°C. Accordingly, we

concl ude that the heating step, the tenperature range and
vari ation of feeding speed in accordance with a tenperature
change constitute positive nethod limtations which nust be

shown by the examner in order to establish a prinma facie case

of obvi ousness. Their absence in the applied prior art
constitutes reversible error. Based upon the above anal ysis,
we have determ ned that the exam ner’s | egal concl usion of
obvi ousness i s not supported by the facts. “Were the |ega

concl usi on [of obviousness] is not supported by the facts it

cannot stand.” |In re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 178 (CCPA 1967).

The Apparatus C ai ns
When the terns in the clains are witten in a “neans-
pl us-function” format we interpret themas the correspondi ng
structure described in the specification or the equivalents

8
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t hereof consistent with 35 U S.C. § 112, paragraph 6. 1ln re
Donal dson, 16 F.3d 1189, 1193, 29 USPQd 1845, 1848 (Fed. Cr
1994) (i n banc). The manner in which a “neans-plus-function”
el ement is expressed, either by a function foll owed by the
term “neans” or by the term*“nmeans for” followed by a
function, is uninportant so long as the nodifier of that term

specifies a function to be perfornmed. Ex parte Klunb, 159

USPQ 694, 695 (Bd. App. 1967). Nevertheless, the term “neans”
as used above is not treated as a neans-plus-function el enent
i f the clained “neans” includes sufficient structura

l[imtations. See Al-Site Corp. v. VSI International Inc., 174

F.3d 1308, 1319, 50 USPQ2d 1161, 1167 (Fed. Gr. 1999);

Uni dynamics Corp. v. Automatic Products |International Ltd.,

157 F. 3d 1311, 1319, 48 USPQ2d 1099, 1104-1105 (Fed. GCr
1998).

Applyi ng the above statutory interpretation to the
present case, we determine that the terns “liquid state
catal yst coating neans” recited in claim11l is one of the
nmeans- pl us-function el enments. Accordingly, we look to the
specification for the structure corresponding to the term and
the equivalents thereof to determ ne the scope of claim11.

9
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The “liquid state catal yst coating neans” is defined in
the specification at page 7, line 23 through page 9, line 7.
W find the Iiquid-state catal yst coating neans 10 is
described as a liquid state catal yst coating unit 10. W
observe that the specification defines the coating neans as
follows (page 8, line 13 to page 9, line 7)

The liquid-state catal yst coating neans 10
conprises a retaining tank 10a for retaining the
liquid-state catalyst and a roller assenbly arranged
inside this retaining tank 10a. The liquid state
catal yst retained inside the retaining tank 10a has
a catal yst concentration preferably within a range
fromabout 0.5 to about 5 percent by weight. As the
solvent, an al cohol, acetone, water, or the like is
used. The roller assenbly conprises a |ower roller
10b, a mddle roller 10c, and an upper roller 10d,
which three rollers are aligned in as vertica
direction. 1In addition, two adjoining rollers are
brought into contact with each other. Note that, at
the tine of operation of the erasing apparatus, the
rollers are driven to rotate in the direction
i ndicated by the arrowin the figure. The |ower
roller 10b acts as a feeding roller of the |iquid-
state catalyst. Preferably roughening is applied to
the surface thereof so as to enhance the feeding
property of the liquid-state catalyst. The mddle
roller 10c acts as a liquid-state catal yst coating
roller, and the periphery thereof is covered by the
liquid-state catalyst fed fromthe | ower roller 10b.
The upper roller 10d acts as a backup roller with
respect to the mddle roller 10c. The recording
paper is nade to pass between the middle roller 10c
and the upper roller 10d, and at this tine, the
recordi ng surface of the recording nmedium that is
the recordi ng agent retaining surface on which a

10
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recording is performed by the non-catal yst-

cont ai ni ng recordi ng agent conposed of the near IR

erasable dye is directed so as to cone into contact

with the mddle roller 10c, whereby the recording

agent on the recording paper coated by the |iquid-

state catal yst.

Based upon the above disclosure we interpret the “liquid-
state catal yst coating neans” as an integral part of the
apparatus wherein liquid state catalyst froma retaining tank
Is coated onto a recording nediumby the utilization of
roll ers.

In conparison, the admtted prior art does not describe a
“liquid-state catal yst coating nmeans.” W can infer fromthe
admtted prior art that an appropriate catal yst, for exanple,
a tetra butyl ammonium butyl triphenyl borate is applied to
the recording surface of the recording nedium W can
noreover infer that the catalyst is applied upstream of the
“erasi ng processing neans.” However, we cannot infer fromthe
admtted prior art whether the catalyst is necessarily in a
liquid state. Nor can we infer whether the catal yst was
coated on the nedium as opposed to being sprayed on the nedi um
or the medium being dipped into the catalyst. Indeed, there

is no requirenent in the admtted prior art that the |iquid-

11
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catal yst coating neans be part of the apparatus. Treatnent of
the recordi ng nedi um coul d have occurred at another tinme or in
a different place.

Based upon the above considerations, even if the exam ner
was correct in conbining the admtted prior art and Nagae in
the manner supra, the structure created would, in any event
fall short of the invention defined by the clainmed subject
matter, as the aforesaid clainmed subject matter requires
features that cannot be achi eved by conmbining the admtted

prior art and Nagae. See Uniroyal Inc. v Rudkin-W]|eyCorp.,

837 F.2d 1044, 1051, 5 USPQ2d 1434, 1439 (Fed. Cir.), cert
deni ed, 488 U.S. 825 (1988).

As to independent claim42, we observe that the claim
requires the presence of, “tenperature detection neans,”
“tenperature determ nation nmeans” and “heat stopping nmeans”
which we determne to be neans-plus-function elenents. W
observe that the specification defines these terns in
substantial detail at pages 42 to 46 and 48 to 50. Based upon
the disclosure therein we determne that the “tenperature
detecti on neans” constitutes one or nore tenperature sensors.
The “tenperature determ nati on means” contains contro

12
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circuits, fans and ot her equi pnment which relate to the
tenperature determ nation. The “heat stopping neans”
constitutes a switch for turning off the hal ogen | anp when the
t enperature exceeds a preset val ue.

In conparison neither the admtted prior art nor the
reference to Nagae di scl oses the structural conponents of the
apparatus additionally required by claimd42. Nor has the
exam ner argued in either the Answer or the Final Rejection
that these features are taught by the admitted prior art or
Nagae. Based upon the above considerations, the rejection is
not sustainable as the structure created in the clained
subject matter requires features that are not achieved by
combi ni ng the references.

We refer next to the rejection of clains 68 to 71 over
M TA in view of Nagae.? W observe that claim®68 requires the
presence of “heating and near IR irradiati on neans, provided

in a part of said casing neans,” which we determne to be

nmeans- pl us-function el ements. W observe that the

2 W refer to a translation of the MTA by the United States Patent
& Trademark O fice recei ved Novenber 1999.

13
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specification defines these terns in reference to figure 19 on
pages 37-38 of the specification. Based upon the disclosure
therein we determ ne that the heating and near IR irradiation
unit 164 is provided in a cylindrical casing 158 and
additionally contains a concave surface reflecting mrror
el ement 164a and a hal ogen | anp 164b arranged at the focus of
this concave surface reflecting mrror elenent 164a.

In conparing the clained subject matter to MTA, the
ref erence di scl oses an apparatus devoid of “heating and near
IR irradiation neans, provided in a part of said casing
nmeans.” The color of MTA s coloring pen is erased or changed
by light irradiation. See pages 1, 2 and 6. The |light may
even have wavel engt hs including near infrared rays. However,
we find no heating neans present in MTA s apparatus. Neither
do we find near IR irradiation neans present in MTA s pen.
I ndeed the only light source specifically taught is sunlight.
See pages 11 and 12. Based upon the above consi derations, we
find no teaching or suggestion to incorporate either near IR
irradi ati on nmeans or heating neans into the erasing apparatus
of MTA. Nor do we find any teaching or suggestion in Nagae
that a heating and near infrared irradi ati on neans may be

14
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i ncorporated into a portable erasing apparatus. W
accordingly conclude that the rejection is not sustai nable as
there is no basis for creating a structure containing the
requi site “heating and near IR irradiation nmeans” as required

by the clained subject matter.

DECI SI ON
The rejection of clains 7, 9, 11, 13 through 42, 44
t hrough 50 and 52 through 67 under 35 U. S.C. § 103 as
unpat ent abl e over the admtted prior art in view of Nagae is
reversed.
The rejection of clains 68 through 71 under 35 U . S.C. §
103 as unpatentable over MTA in view of Nagae is reversed.

The deci sion of the examner is reversed.

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge )
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BOARD OF PATENT
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Adm ni strative Patent Judge AND
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Adm ni strative Patent Judge
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