TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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! Application for patent filed June 6, 1995. According
to the appellants, the application is a continuation-in-part
of Application 08/ 254,368, filed June 6, 1994, now U. S. Patent
5,573,517, issued Novenber 12, 1996; which is a division of
Application 08/013,942, filed February 4, 1993, now U. S
Patent 5, 320, 611, issued June 14, 1994.
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DECI S| ON ON APPEAL

Peter M Bonutti et al. originally appealed fromthe
final rejection of clainms 12, 13, 15, 16, 18, 20 through 22,
25 through 38, 41 through 44 and 46.2 Since then, the
exam ner has withdrawn all rejections of clains 16, 18, 20
t hrough 22, 25, 26, 29 through 38, 41 through 44 and 46 (see
page 2 in the exam ner's answer, Paper No. 16). These cl ai ns,
as well as non-appealed clains 14, 17, 19, 23, 24, 39, 40, 45
and 47 through 56 (the only other clains pending in the
application), now stand either allowed or objected to as
depending froma rejected base claim (see page 1 in the
answer). Thus, the appeal as to clains 16, 18, 20 through 22,
25, 26, 29 through 38, 41 through 44 and 46 is hereby
di sm ssed, leaving for review the standing rejections of
clainms 12, 13, 15, 27 and 28.

The subject matter on appeal relates to a cannul a havi ng
a vari abl e vol ume chanber which is expandable by fluid
pressure into engagenent w th surroundi ng body tissue to

retain the cannula in place. A copy of clains 12, 13, 15, 27

2 Cains 12 and 41 have been anended subsequent to fina
rejection.
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and 28 appears in the appendix to the appellants' brief (Paper
No. 15).

The references relied upon by the exam ner as evi dence of
obvi ousness are:

Bonut t | 5,197, 971 Mar. 30, 1993
(filed Dec. 18, 1990)

Lee et al. (Lee) 5,226, 899 Jul. 13, 1993
(filed Aug. 15, 1991)

Cains 12, 13, 15, 27 and 28 stand rejected under 35
U S.C. 8§ 103 as being unpatentable over Bonutti in view of
Lee.

Ref erence is nade to the appellants' brief (Paper No. 15)
and to the exam ner's answer (Paper No. 16) for the respective
positions of the appellants and the exam ner with regard to
the nerits of this rejection.

Bonutti, the examiner's primary reference, pertains to
retractors "for use in selectively and specifically noving
sub-surface tissue in arthroscopic surgery[,] endoscopic
surgery and fiber optic surgery"” (colum 1, lines 17 through
19). In the enbodinment relied upon by the exam ner (see

Figures 9 and 10),
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retractor 140 includes a sleeve 14 with an expandi ng
portion 60 including a plurality of expanding arns
62. The body portion [12] of the retractor 140 has
a pointed distal end 142 for easier passage through
tissues. Proximal to the threaded portion 22 of the
retractor body [12], a portion 144 of the retractor
includes a fluid supply port 146. An inflatable

bl adder 150 is bonded to the retractor sleeve 14 at
two circunferential, axially spaced | ocations 152
and 154. Appropriate fluid passages are provided in
the retractor body and the retractor sleeve to
provide fluid communi cati on between the fluid supply
port 146 and the bl adder 150. The bl adder can be
deflated with suction [columm 8, lines 18 through
31].

As tacitly conceded by the exam ner (see page 3 in the
answer), Bonutti does not respond to the limtations in

i ndependent appeal ed claim 12 calling for the clainmed cannul a

to include a plurality of wires and a vari abl e vol ume chanber

conduit which are encl osed by and extend al ong an inner side
of a sheath, with the conduit being di sposed between adjacent
W res.

Lee discloses a catheter tubing 10 having one or nore
stiffening "stripes" or wires 20 disposed |longitudinally
therein to provide the tubing with a desired bal ance of

pliability and stiffness.
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In proposing to conbine Bonutti and Lee to support the
rejection of claim12, the exam ner concl udes that

[]ncluding stiffening wires in the Bonutti device
of figures 9-10 (in nmenber 12 and/or 14) in order to
reinforce it and thus prevent it from coll apsing or
bendi ng excessively woul d have been obvious in view
of the Lee et al. teaching of using stiffening wires
20 to reinforce a surgical device. The Bonutti
inflation conduit woul d obviously be between

adj acent wires since the wires and the inflation
conduit would all be within the sane wall of the
Bonutti device [answer, page 3].

Rej ecti ons based on 35 U. S.C. 8 103 nust rest on a

factual basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ

173, 177-78 (CCPA 1967). In making such a rejection, the
exam ner has the initial duty of supplying the requisite
factual basis and may not, because of doubts that the
invention is patentable, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply deficiencies
in the factual basis. 1d.

As i ndi cated above, Bonutti teaches that appropriate
fluid passages are provided in the retractor body 12 and the
retractor sleeve 14 to provide fluid comuni cati on between the
fluid supply port 146 and the bl adder 150. Even if Bonutti
and Lee were conbined in the manner proposed by the exam ner,
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this broad and sonewhat anbi guous teachi ng concerning the
| ocation of Bonutti's fluid/inflation conduit(s) would fail to
provi de the factual basis necessary to support the exam ner's
conjecture that the fluid/inflation conduit in the resulting
devi ce woul d extend al ong the inner side of a sheath between
adj acent wires as required by claim12. 1In other words, the
exam ner has resorted to specul ati on, unfounded assunptions
and/ or hindsight reconstruction to supply conceded
deficiencies in the reference evidence applied in support of
the rejection on appeal.
Accordi ngly, we shall not sustain the standing 35 U.S. C

8§ 103 rejection of claim12, or of clainms 13, 15, 27 and 28

whi ch depend therefrom as being unpatentable over Bonutti in

vi ew of Lee.



Appeal No. 97-2550
Application 08/467, 698

The decision of the exam ner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT
WLLIAM F. PATE |11 )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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