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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
final rejection of clainms 11-34. Cains 1-10 have been

cancel ed. Appel  ant’ s cl ai nmed subject matter is self-

! Application for patent filed May 26, 1994.
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expandi ng endoprosthesis. Caim1ll is illustrated of the
subject matter on appeal and recites:

11. A device for releasing a self-expandi ng
endoprost hesi s, the device conprising:

(a) an inner catheter,

(b) a first outer catheter slidably disposed at
| east partially about the inner catheter and having an inner
surface; and

(c) a second outer catheter slidably disposed at
| east partially about the first outer catheter and havi ng an
I nner surface;

wherein the inner surface of the first outer
catheter is adapted to receive a first end portion of a self-
expandi ng endoprosthesis and the inner surface of the second
outer catheter is adapted to receive a second end portion of
t he endoprost hesi s.

THE REFERENCE

The followng reference is relied on by the exam ner
in support of the rejection under 35 USC § 102(b):
Garza et al. (Garza) 4, 665, 918 May 19,

1987

THE REJECTI ON

Clainms 11-34 stand rejected under 35 USC 8§ 102(b) as

bei ng anti ci pated by Garza.
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Rat her than reiterate the exam ner’s full statenent
of the above-noted rejection and the conflicting viewpoints
advanced by the exam ner and the appellants regarding the
rejection, we nmake reference to the exam ner’s answer (Paper
No. 22) for the exam ner’s conplete reasoning in support of
the rejection and the appellant’s brief (Paper No. 21) for the
appel l ant’ s argunents thereagai nst.

OPI NI ON

We have carefully reviewed appellants’ invention as
described in the specification, the appealed clains, the prior
art reference applied by the exam ner, and the respective
posi ti ons advanced by the appellants and the examner. As a
consequence of our review, we have nmade the determ nations
that follow

Garza discloses a device for releasing a self-
expandi ng endoprosthesis 25. The device includes an inner
catheter 18 and a first outer catheter 50, which is slidably
di sposed about the inner catheter. (Figures 1 and 6; Colum 3,
lines 51-53; Columm 5, lines 37-38). (Garza al so discloses a
second outer catheter 78 slidably disposed about the first

outer catheter 50 (Figures 1 and 6; Columm 4, lines 18- 20;
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Colum 5, lines 3-6). Each of the outer catheters (50, 78)
has an inner surface. As the inner catheter 18 is slidably
received in the first outer catheter 50 and the first outer
catheter is slidably received in the second outer catheter 78,
the inner surface of the first outer catheter 50 is capabl e of
receiving a first end portion of the self-expanding
endoprosthesis. Likew se, the inner surface of the second
outer catheter 78 is capable of receiving a second end portion
of the endoprosthesis.

Appel | ants argue that Garza does not disclose a
second outer catheter. W sinply do not agree and find that
Garza clearly discloses a second outer catheter 78. Appell ant
al so argues that the endoprosthesis are clearly shown
configured wwthin the single outer catheter 50. W are not
per suaded by this argunent because the | aw of anticipation
does not require that the reference teach what the appell ant
is claimng, but only that the clains on appeal “read-on”

sonet hing disclosed in the reference. See Kalnman v. Kinberly-

Cark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r

1983), cert. denied, 465 U S. 1026 (1984)). In our view, the

devi ce disclosed by Garza is capable of disposing the
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endoprot hesis within both the first outer catheter 50 and the
second outer catheter 78 and as such is “adapted to receive a
first end portion of a self-expandi ng endoprosthesis” as
recited in claim11.

Appel l ants further argue that the device of Garza is
i ncapabl e of separately rel easing respective ends of a
prosthesis or recapturing a device in md-rel ease by noving a
second outer catheter distally to its original position. W
do not find this argunent persuasive because it is not
comensurate with the actual scope of claim 11l which does not
recite that the respective ends of the prosthesis are
separately released or that the device is recaptured in md-
rel ease by noving a second outer catheter distally to its
original position.

In view of the foregoing, we will sustain the
examner’s rejection of claim1l. W wll also sustain the
exam ner’s rejection of clainms 12-22, as the appellants
i ndicate that these clains stand or fall together (Brief at
page 3).

W will not, however, sustain this rejection as it
relates to claim 23 because there is no disclosure in Garza of
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a sel f-expandi ng endoprost hesis having “a second end portion
configured wiwthin and in contact wwth the curved inner surface
of the second outer catheter.” Rather, Garza discloses that
outer catheter 78 covers catheter 50 and at no point is there
di scl osure that the outer catheter 78 is in contact with the
prosthesis as required by claim23. 1In view of the foregoing
we will not sustain the examiner’s rejection of claim23, nor
of clains 24-34 dependant therefrom

The examiner’s rejection of clains 11-22 is
sust ai ned. The examner’s rejection of clains 23-34 is
not sust ai ned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
1.136(a).

AFFI RVED- | N- PART
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