THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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and
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Appeal No. 97-2557
Application No. 08/453, 829!

HEARD: June 10, 1998

Bef ore McCANDLI SH, Seni or Adni ni strative Patent Judge,
PATE and NASE, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 25, which are all of the clains

pending in this application.

! Application for patent filed May 30, 1995. According to
the appellants, the application is a continuation of Application
No. 08/058, 302, filed May 10, 1993, now abandoned.
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We REVERSE.
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BACKGROUND

The appellants' invention relates to reinforced concrete.
An under standi ng of the invention can be derived froma readi ng
of exenplary clainms 1 and 14, which appear in the appendix to the

appel l ants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Moens 4,224, 377 Sep. 23, 1980
Kobayashi et al. 4, 565, 840 Jan. 21, 1986
( Kobayashi )

Destree et al. 4,883, 713 Nov. 28, 1989
(Destree)

Clains 1 to 10 and 13 to 23 stand rejected under 35 U S. C

8 103 as bei ng unpatentabl e over Moens in view of Kobayashi .

Clains 11, 12, 24 and 25 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Moens in view of Kobayashi and

Destr ee.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appell ants regardi ng the above-noted

rejections, we make reference to the Ofice action mailed July
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25, 1995 (Paper No. 14), the exam ner's answer (Paper No. 17,
mai l ed April 17, 1996) and the suppl enental exam ner's answer
(Paper No. 20, mailed August 13, 1996) for the examner's

conpl ete reasoning in support of the rejections, and to the
appel l ants' brief (Paper No. 16, filed Decenber 26, 1995), reply
brief (Paper No. 18, filed June 17, 1996) and supplenental reply
brief (Paper No. 21, filed October 9, 1996) for the appellants

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it is
our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prina facie case of obviousness with

respect to any of the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 through 25 under

35 U S.C 8 103. Qur reasoning for this determ nation follows.



Appeal No. 97-2557 Page 5
Application No. 08/453, 829

In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). A prima facie case of obviousness

is established by presenting evidence that the reference
t eachi ngs woul d appear to be sufficient for one of ordinary skil
in the relevant art having the references before himto make the

proposed conbi nation or other nodification. See In re Lintner, 9

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the

conclusion that the clainmed subject matter is prina facie obvious

must be supported by evidence, as shown by sone objective
teaching in the prior art or by know edge generally available to
one of ordinary skill in the art that would have | ed that
i ndi vidual to conbine the relevant teachings of the references to

arrive at the clained i nvention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based on
8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt that
the invention is patentable, resort to specul ation, unfounded
assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d
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1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968).

The cl ai ns under appeal recite reinforced concrete (clains 1
to 13) or a nmethod of reinforcing concrete (clains 14 to 25).
Al clainms require that the concrete material to have a
conpressive strength of at |east 80 Newtons per square mllineter

W thout fibers (see claiml, § (c) and claim14, § (a)).

The applied prior art (i.e., Mens, Kobayashi and Destree)
do not teach or suggest a concrete material having a conpressive
strength of at |east 80 Newtons per square mllinmeter wthout

fibers.

The appel |l ants specification (page 7, lines 15-17) provides
t hat conventional concretes wthout fibers have a conpressive

strength of about 30 to 50 Newtons per square mllineter.

The exam ner determ ned (Paper No. 14, page 2) that the
clained limtation that the concrete nmaterial have a conpressive

strength of at |east 80 Newtons per square mllinmeter wthout
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fi bers was an obvi ous engi neering design choice. W do not

agr ee.

As correctly pointed out by the appellants (brief, page 7)
t he exam ner has not pointed to any disclosure of any concrete
mat eri al having a conpressive strength of at |east 80 Newt ons per
square mllinmeter. Since the exam ner has not established that
concrete material having a conpressive strength of at |east 80
Newt ons per square mllineter was known in the art at the tine
the invention was made, the exam ner has not provided a factual
basis to conclude that such a concrete would have been an obvi ous
engi neering design choice. Mens is silent as to the conpressive
strength of the concrete used in his invention. Thus, the
conpressive strength is a matter of engi neering design choice,
but only within the known range of conpressive strengths for
known concretes. Since the record before us only establishes
that concrete having a conpressive strength of up to 50 Newt ons
per square mllineter were known in the art, we are constrained
to reverse the examner's inplicit determ nation that concrete
having a conpressive strength of at | east 80 Newt ons per square
mllimeter would have been obvious to one of ordinary skill in

the art at the time the invention was nade.
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For the reason provi ded above, the decision of the exam ner

toreject claims 1 through 25 under 35 U.S.C. § 103 is reversed.
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CONCLUSI ON

To summarize, the decision of the examner to reject clains

1 through 25 under 35 U.S.C. 8 103 is reversed.

REVERSED
HARRI SON E. McCANDLI SH, Senior )
Adm ni strative Patent Judge )
)
g
) BOARD OF PATENT
WLLIAM F. PATE, |11 ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
g
JEFFREY V. NASE )
Adm ni strative Patent Judge )
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