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Deci sion on appeal under 35 U.S.C. § 134

The appeal is froma decision of the Exam ner rejecting

! Application for patent filed April 28, 1994. According to
appel lant, the application is a continuation of Application 08/ 033,947, filed
March 18, 1993, which is a continuation of Application 07/818, 413, filed
January 6, 1992, which is a continuation of Application 07/504,188, filed
April 3, 1990.
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clainms 49-52 and 57-65. W reverse.

A Fi ndi ngs of fact
The record supports the follow ng findings by a
preponder ance of the evidence.

Clai nsB_on _appea

1. The application on appeal contains clains 49-52
and 57-65. dains 1-48 and 53-56 have been cancel ed.
2. Claimb59 reads as foll ows:

A device conprising a wall portion formed with a
pol ygonal | oading aperture for the introduction of an
obj ect having a correct size including a correct width
and correct height, wherein the device conprises:

bl ocki ng neans for bl ocking the introduction of
objects having a width |less than said correct w dth,

detection neans for detecting the presence of a
partially introduced object being introduced through said
| oadi ng aperture, upon detection of said object having a
correct size said detection neans cooperating with said
bl ocki ng neans to di scontinue bl ocking; and wherein said
detecti on neans operates within a tolerance field
situated inside the envel ope of a space having a wdth
and height equal to said correct width and hei ght, said
tol erance field being situated adjacent a boundary of
sai d envel ope, and

means for urging said partially introduced object
towards one side of the |oading aperture, characterized
in that

sai d bl ocki ng neans bl ocks the introduction of
obj ects having a height |less than said correct height,
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said nmeans for urging urges said partially
i ntroduced object sinultaneously towards one side of the
| oadi ng aperture and towards an adjoining further side so
that said partially introduced object is urged towards a
corner between the adjoining sides,

said tolerance field is situated dianetrically
opposite to said corner, and

sai d detection neans operates exclusively in said
tol erance field.

The 35 U.S.C. 8 112 rejection

3. The exam ner has rejected clains 49-52 and 57-65
under the first paragraph of 35 U S.C. 112 for an alleged
failure of the specification to provide an enabling disclosure
to make and/or use the “neans for urging”. (Examner’s
Answer, Paper 43, pages 4 and 5).

4. The exam ner alleges that the specification as
it applies to the description of figures 3 and 7, fails to
adequately teach how the “means for urging”, shown as springs
3a-3c is:

a. “initially positioned to commence urging of

the partially-inserted object toward one side/corner” (id. at

4);
b. “reset”(id. at 4-5); and
C. “activated” (id. at 5).
5. The exam ner further alleges that given the
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description of figures 8-15 and 18-20, it is uncertain how the
means for urging is “positioned with respect to any one of the
bl ocki ng/ detecti on el enents shown in figures 8-15 and 18-20 so
as to not interfere wwth the performance of the

bl ocki ng/ detection elenent(s).” (id. at 5).

The prior art rejections

6. Clainms 49, 51, 57, 59, 61, and 62 have been
rejected as bei ng unpatentable under 35 U S.C. §8 103 over
Narita ‘93, Japanese Kokai 61-206993 (1986).

7. Clainms 50, 52, 58, 60, and 63-65 have been
rej ected as being unpatentable under 35 U.S.C. 8 103 over
Narita ‘93 in view of Hasegawa, Japanese Kokai 61-187188
(1986) .

8. In the exam ner’s answer, the follow ng new
rejections were nadez:

a) Cains 49, 51, 57, 59, 61, and 62 have been
rej ected as being unpatentable under 35 U.S.C. 8§ 103 over

Narita ‘93 in view of Narita ‘92, Japanese Kokai 61-206992

2Claims 50 and 52 were al so rejected under 35 U . S.C. 101 as claimng
the sane invention, however the exam ner withdrew the rejection in response to
an amendnent by the appellant.
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(1986) .

b) Cl ainms 50, 52, 58, 60, and 63-65 have been
rejected as bei ng unpatentable under 35 U S.C. §8 103 over
Narita ‘93 in view of Narita ‘92 and further in view of
Hasegawa.

Narita ‘93

9. Narita ‘93 generally teaches a device for
preventing the accidental opening of a cassette cover.

10. The exam ner alleges that Narita ‘93 shows in
figures 1-6 a nmeans for blocking (9) an object having a width
|l ess than a correct wdth, a nmeans for urging (8) the object
towards one side, a neans for detecting (11) a correct width,
and a neans for disabling (discontinue blocking) 10 if a
correct width is detected. (Exam ner’s Answer, page 6).

The exam ner's rationale

11. According to the exam ner, the subject nmatter of
clainms 49, 51, 57, 59, 61, and 62 woul d have been obvi ous
within the neaning of 35 U.S.C. § 103 over Narita ‘93 (id. at
7). The exam ner reasons that it is well known in the art of
storage cassette devices “to have a one di nensional task be
perforned equivalently as a two di nensi onal task”, and that
therefore it would have been obvious to nodify the Narita ‘93
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device to further inhibit insertion of an incorrectly sized
cassette. (id. at 8).

Narita ‘93 in view of Narita ‘92

12. Narita ‘92 generally teaches a device for
preventing the accidental opening of a cassette cover.

13. The examiner alleges that Narita ‘92 shows in
figures 1-5 a neans for bl ocking (10) an object having a
hei ght | ess than a correct height, a means for urging (8) the
obj ect towards the top side, neans for detecting (11) a
correct height, and a nmeans for disabling (discontinue

bl ocking) 10 if a correct height is detected. (id. at 6).

The exam ner's rationale

14. According to the exam ner, the subject nmatter of
claims 49, 51, 57, 59, 61, and 62 woul d have been obvi ous
wi thin the neaning of 35 U.S.C. 8§ 103 over Narita ‘93 in view
of Narita ‘92 (id. at 14). The exam ner reasons that it would
have been obvious to conbine Narita ‘93 and ‘92, since doing
so “would further inhibit the insertion of undersized foreign
objects.” (id. at 14).

B. Di scussi on

1. The rejection based on 35 U S.C. § 112
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A nonenabl enent rejection under section 112, first
par agraph is appropriate where the witten description fails
to teach those in the art to make and use the invention as
broadly as it is clainmed wi thout undue experinentation. 1n re
Cortright, 165 F.3d 1353, 1356, 49 USPQRd 1464, 1466 (Fed.
Cir. 1999). The test is not whether any experinentation is
necessary, but whether, if experinentation is necessary, it is

undue. 1n re Angstadt, 537 F.2d 498, 504, 190 USPQ 214, 219

( CCPA 1976) .
The exam ner has the initial burden to establish a
reasonabl e basis to question the enabl ement provided for the

claimed invention. In re Wight, 999 F.2d 1557, 1562, 27 USPQ

1510, 1513 (Fed. Cir. 1993). The exam ner nust “explain why
it doubts the truth or accuracy of any statenent in a
supporting disclosure and to back up assertions of its own
wi th accept abl e evi dence or reasoning which is inconsistent

with the contested statenent.” 1n re Marzocchi, 439 F.2d 220,

224, 169 USPQ 367, 370 (CCPA 1971).

Based on the evidence before us, the exam ner has failed
to establish a reasonable basis to question the enabl enent
provided for the clainmed invention. Specifically, the
exam ner has failed to denonstrate that undue experinentation
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woul d be necessary in order to determne howto initiate,
activate, and reset the means for urging. (Findings 4a-4c).
The exam ner has failed to denonstrate that given the specific
enbodi nents of figures 8-15 and 18-20, that undue
experinmentati on woul d be necessary to make or use an urging
nmeans that would not interfere with the bl ocking and detecting
means. (Finding 5).

The exam ner provides no prior art or other rel evant
evi dence to support his argunent that the specification is
nonenabl i ng. Furthernore, there is nothing on the record
before us that suggests that the exam ner considered the
factors for determ ning whether experinentation is undue, as

provided in In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400,

1404 (Fed. Cir. 1988), citing with approval to Ex parte
Forman, 230 USPQ 546, 547 (Bd. Pat. App. & Int. 1986).

Because the exam ner has failed to neet his burden of
proving a |lack of enablenment, the rejection of clains 49-52
and 57-65 under 35 U.S.C. 8§ 112, first paragraph wll be
reversed.

2. The prior art rejections

Based on the record before us, the exam ner has failed to
set forth a prima facie case of obviousness. The Narita ‘93
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and ‘92 devices prevent the accidental opening of a cassette
cover. (Findings 8 and 11). The clained invention is
directed to detecting both the width and height of an inserted
obj ect and bl ocking insertion of the object if either the
width or the height is Iess than a correct wi dth and hei ght.
(Finding 2). The exam ner’s suggestion that one skilled
in the art would have been notivated to nodify the Narita ‘93
device, or alternatively nodify Narita ‘93 in view of Narita
‘92 to arrive at the clained invention can only be nade with
the benefit of know edge found in the Appellant’s disclosure.
It is inproper to rely on Appellant’s own disclosure as

notivation for conbining the prior art. See WL. CGore &

Assocs. v. @rlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303,

312-13 (Fed. Cir. 1983) ("To inbue one of ordinary skill in
the art with know edge of the invention in suit, when no prior
art reference or references of record convey or suggest that
know edge, is to fall victimto the insidious effect of a

hi ndsi ght syndrone wherein that which only the inventor taught

IS used against its teacher."); In re MlLaughlin, 443 F. 2d

1392, 1395, 170 USPQ 209, 212 (CCPA 1971) (obvi ousness
judgnents are necessarily based on hindsight; so |ong as

judgnment takes into account only know edge known in the art,
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there is no error.).

Accordingly, we will reverse the decision of the exam ner
rejecting clains 49, 51, 57, 59, 61, and 62 as being
unpat ent abl e under 35 U.S.C. § 103 over Narita ‘93, and over
Narita ‘93 in view of Narita ‘92.

As applied by the exam ner, Hasegawa does not nake up for
the deficiencies of Narita ‘93 and Narita ‘*92. Accordingly,
we will also reverse the decision of the exam ner rejecting
claims 50, 52, 58, 60, and 63-65 under 35 U.S.C. § 103 over
Narita ‘93 in view of Hasegawa, and over Narita ‘93 in view of
Narita ‘92 and Hasegawa.

C. Deci si on

The decision of the exam ner rejecting clains 49-52 and
57-65 under the first paragraph of 35 U S.C. § 112 is
reversed.

The exam ner’s rejection of clains 49, 51, 57, 59, 61,
and 62 as bei ng unpatentable under 35 U S.C. 8 103 over Narita
‘93 is reversed.

The exam ner’s rejection of clains 50, 52, 58, 60, and
63- 65 as bei ng unpatentable under 35 U.S.C. 8§ 103 over Narita
‘93 in view of Hasegawa is reversed.

The exam ner’s rejection of clains 49, 51, 57, 59, 61,
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and 62 as bei ng unpatentable under 35 U S.C. 8 103 over Narita
‘93 in viewof Narita ‘92 is reversed.

The exam ner’s rejection of clains 50, 52, 58, 60, and
63- 65 as bei ng unpatentable under 35 U.S.C. 8§ 103 over Narita

‘93 and Narita ‘92 in view of Hasegawa i s reversed.

REVERSED
FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge
BOARD OF PATENT
Rl CHARD SCHAFER APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

JAMESON LEE
Adm ni strative Patent Judge

N N N N N N N N N N N
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cc (via First Class Mil)

Cor por at e Patent Counsel
U.S. Philips Corporation
580 Wiite Pl ai ns Road
Tarrytown, NY 10591
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