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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1-131, which

constitute all the clains in this reexam nation application.

The di scl osed invention pertains to an electronic
di spl ay devi ce which displays cal endar data in a nmanner which
iIs simlar to the typical printed calendar. More
particul arly, the cal endar data can be di spl ayed as one nonth
at a tine or an entire year of twelve nonthly displays can be
shown. A particular feature of the invention is that the day
columms of the cal endar al ways appear in the sane |ocation
even when a date change causes a change in nonth and/ or year.
Thus, Sunday, for exanple, always appears as the |eft-nost
colum in the display.

Representative claim1l is reproduced as foll ows:

1. A device for displaying calendar data, conprising:

a display for displaying data, conprising a first
plurality of rows of discrete display el enents, each display
el ement in each row being in a respective colum, each colum
al ways displaying a particular day of the week which is unique
to that colum such that each respective colum al ways
di spl ays the sane day of the week even when the data being

di spl ayed i s changed by an updating circuit, each display
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el enent being selectively activable to display one of a
plurality of date synbols, each date synbol representing a day
of a nonth, the rows being arranged parallel to each other for
di spl ayi ng the cal endar weeks of a nonth; and

said updating circuit being for updating said display
and for selectively activating the display elenments to display
the date synbols representing the days of each cal endar week
of the current nonth in a respective row and to display the
date synbol representing each day of the current nonth in the
col um al ways di splaying the day of the week on which that day
falls, said updating circuit further being for automatically
updating said display at the end of each current nonth to
di splay the date synbols corresponding to the days of the
fol |l om ng nont h.

The exam ner relies on the follow ng references:

Pi troda 3, 999, 050 Dec. 21, 1976

Wei t zl er 4,302, 752 Nov. 24, 1981

Al zawa 4, 303, 995 Dec. 01, 1981

Maezawa 4,353,178 Cct. 12, 1982

Nomur a 53-90970 Aug. 10, 1978
(Japanese Kokai)

I shi kawa et al. (Ishikawa) 57- 40682 Mar. 06, 1982

(Japanese Kokai)
Cains 1-6, 8-11, 14, 15, 17-23, 25-28, 31, 32 and 34-
36 stand rejected under 35 U . S.C. § 103 as unpatent abl e over
the teachings of Ishikawa in view of Maezawa. Cains 7, 16,
24, 33, 37 and 38 stand rejected under 35 U . S.C. § 103 as

unpat ent abl e over the teachings of Ishikawa in view of Maezawa
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and further in view of Alzawa. Cains 12, 13, 29 and 30 stand
rejected under 35 U. S.C. 8 103 as unpatentabl e over the

teachi ngs of Ishikawa in view of Maezawa and further in view
of Nomura. Cains 39 and 40 stand rejected under 35 U S.C. 8§
103 as unpatentabl e over the teachings of Ishikawa in view of
Maezawa and further in view of Pitroda. Finally, claimi4l
stands rejected under 35 U S.C. 8§ 103 as unpatentabl e over the
teachi ngs of Ishikawa in view of Maezawa and further in view
of Weitzler. Cains 42-131 stand rejected under 35 U S.C. 8§
305 as inproperly seeking to enlarge the scope of a claimin a

reexam nati on proceedi ng.

Rat her than repeat the argunents of appellant or the
exam ner, we nmake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner and the
evi dence of obvi ousness relied upon by the exam ner as support
for the prior art rejections. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision, the
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appel l ant’s argunents set forth in the brief along with the
examner's rationale in support of the rejections and
argunments in rebuttal set forth in the exam ner's answer

It is our view, after consideration of the record
before us, that the collective evidence relied upon and the
| evel of skill in the particular art woul d have suggested to
one of ordinary skill in the art the obviousness of the
i nvention as set forth in clains 1-41. W are also of the
view that the exam ner has correctly determ ned that the scope
of the invention as set forth in clains 42-131 is broader than
the clains of the original patent. Accordingly, we affirm
both rejections.

We consider first the 35 U S.C. §8 103 rejection of
claims 1-41. As a general proposition in an appeal involving
a rejection under 35 U S.C. § 103, an exami ner is under a

burden to nake out a prima facie case of obvi ousness. I f that

burden is nmet, the burden of going forward then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. (Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See In re Cetiker, 977 F.2d 1443, 1445, 24
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USPQ2d 1443, 1444 (Fed. Cr. 1992); ln re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).

The exam ner has pointed out the teachings of |shikawa
and Maezawa, has pointed out the perceived differences between
these references and the clained invention, and has reasonably
i ndi cated how and why these references woul d have been
nmodi fied and conbined with each other as well as conbined with
the additional references to arrive at the clainmed invention.
The exam ner has, therefore, at |east satisfied the burden of

presenting a prim facie case of obviousness. The burden is,

therefore, upon appellant to come forward with evi dence or

argument s whi ch persuasively rebut the examner's prina facie
case of obviousness. Appellant has presented several
arguments in response to the examner’s rejection. Therefore,
we consi der obvi ousness based upon the totality of the
evi dence and the rel ative persuasiveness of the argunents.

We consider first the rejection of clains 1-6, 8-11,
14, 15, 17-23, 25-28, 31, 32 and 34-36 as unpatentabl e over
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the teachings of Ishikawa in view of Maezawa. These cl ains
stand or fall together [brief, page 5], and we will consider
the rejection as it applies to claim1l as representative of
all the clains subject to this rejection. The exam ner
basically cites Ishikawa as fully neeting the invention of
claim1l except for the automatic updating nmeans [answer, page
4]. Maezawa is cited as a teaching in the autonmatic updating
of an electronic nonthly display. The exam ner provides a
clear analysis as to why the collective teachings of Ishikawa
and Maezawa woul d have suggested to the artisan the
obvi ousness of the invention recited in claim1 [answer, pages
4-5] .

Appel I ant’ s argunments begi n by addressing the two
applied references individually. Appellant notes that
al t hough Maezawa nentions automatic updating, it fails to
appreci ate or recogni ze the inportance of this feature. W do
not agree with this assessnent by appellant for reasons which
wi Il beconme nore apparent below. Wth respect to Ishikawa,
appel | ant argues that it fails to teach a permanent storage of
cal endar data that is used in updating the display at the end
of the current nonth. On this point we observe that Maezawa
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has been cited for the updating function, and representative
claim1l does not recite any | ookup table or storage neans so
that no such teaching is required in the applied references.
Appel | ant argues that the conbination of Ishi kawa and

Maezawa i s inproper. Appellant’s basic position in support of
this argunent is that Maezawa barely touches on the automatic
updating feature and fails to attach any significance to it
[brief, page 9. W do not agree. Maezawa notes the
following in describing his invention:

This display will have its greatest

utility when it is enbodied in a

quartz crystal timepiece whereby

synchroni zati on of the nonthly

cal endar changes to the hour and the

date is readily achieved. Wen the

cal endar display is used i ndependently

of a tinepiece, other nmeans, usually

external, are required to change the

di splay fromnonth to nonth [col um 4,

i nes 48-54].
This passage, in our view, clearly suggests to the artisan
that the tinmepiece would be used to automatically adjust the
cal endar display w thout requiring any external input.
Maezawa al so states that “[a]t the end of the |ast day of the

nonth, a signal fromthe cal endar-neasuring circuits 52

advance the nenory 53 to output data of the next nonth”
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[colum 7, lines 4-7, enphasis added]. This signal from
circuits 52 is clearly an electronic signal which is
automatically generated and used to adjust the cal endar

di splay. Thus, we see no nerit in appellant’s argunent that
Maezawa does not recogni ze or appreciate the significance of
this feature.

We al so agree with the exam ner that it is not
necessary for Maezawa to cel ebrate the advantages of automatic
updating in order for the teaching to be avail abl e under 35
US C 8 103. Maezawa clearly recognizes the possibility of
aut omati ¢ updati ng, and appellant admts as nuch. All that
matters is that the description in Maezawa woul d have
suggested to the artisan the obvi ousness of automatically
updating an el ectroni c cal endar display.

Appel | ant argues that “[m ost inportantly, neither
| shi kawa nor Maezawa teach or suggest any other functions,
much | ess the many functions disclosed by appellant, including
the 'nmeno’ feature. |In conbination with the other disclosed
features, this 'nmeno’ feature transforns appellant’s device
fromthe sinple calendars of |shikawa and Maezawa into the

first true electronic diary” [brief, page 9. W do not see
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the rel evance of this argunent because there is no recitation
of any meno function or structure in representative claim1l.
Appel | ant argues that the exam ner has used an
I nproper “obvious to try” standard for obviousness. W do not
agree. This is not a situation where there are a | arge nunber
of possibilities with no expectation of success. Miezawa
woul d have suggested a single nodification to Ishikawa with a
hi gh expectation of success. Thus, even though we believe
that the argunent is m splaced according to the facts here,
“obvious to try” is permtted within 35 US.C. 8§ 103 as |ong
as the prior art provides a reasonabl e expectati on of success.

Inre OQFarrell, 853 F.2d 894, 7 USPQ@2d 1673 (Fed. Cir. 1988).

Appel I ant conplains that it would not have been
obvious to nodify Ishikawa with Maezawa' s teachi ngs because
Maezawa was filed first [brief, page 10]. The exam ner has
correctly responded that obviousness is based on the
col l ective teachings of the references, and neither reference
needs to be considered as the primary reference. |In any
event, we are of the view that an equally proper rejection by
t he exam ner coul d have been nade by nodifying the Maezawa
teachings with those of Ishikawa rather than the order
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sel ected by the exam ner. The exam ner has properly addressed
the issue as to what woul d have been obvious to the artisan at

the tine the invention was made in view of the known teachi ngs

of |shi kawa and Maezawa.

Appel | ant argues that the autonmatic update feature of
Maezawa coul d not have been obvious to the artisan because
| shi kawa chose not to incorporate the feature in his |ater-
filed patent application. The question of why a particul ar
prior art teaching did or did not use other features of the
prior art cannot per se establish whether a specific feature
woul d have been nonobvi ous. There can be reasons unrelated to
the | egal standard of obvi ousness which determ ne what

features are built into a prior art device. This is a factua

consi deration which would fall into the category of secondary
consi derations of obviousness which we will consider in nore
detail below. In a simlar vein, appellant’s assertion that

t he nunber of products subsequently nmade which did not
i ncorporate the automatic updating feature should be evidence
of nonobvi ousness is a secondary consi deration which nust be

consi dered on separate evi dence.
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Final ly, appellant argues that the exam ner has
i gnored the “overwhel m ng evidence of commercial success”
[brief, pages 14-16]. W agree with appellant that evidence
tending to show t he nonobvi ousness of the clainmed invention
nmust be considered by the exam ner. However, appellant has
submtted no evidence of commercial success. Appellant’s
“evi dence” consists of bare assertions by appellant’s
representative that the invention has been a comerci al
success. Argunents of attorneys cannot take the place of
evi dence lacking in the record. The exam ner correctly
i ndi cated that any evidence on this point nust denonstrate
that the commercial success was due to the clained i nvention.
We have no such evidentiary showing in this case.

In summary, we are of the view that the collective
teachi ngs of I|shi kawa and Maezawa woul d have suggested the
obvi ousness of claim1 within the neaning of 35 U . S.C. § 103.
Appel I ant’ s argunments regardi ng the teachings of the
references are, in our view, either sinply incorrect or are
not persuasive of error in the rejection set forth by the
exam ner. Additionally, the argunments of commercial success
are unsupported by evidence in the record. Therefore, we
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sustain the rejection of clainms 1-6, 8-11, 14, 15, 17-23, 25-
28, 31, 32 and 34-36 as unpatentabl e over the teachings of
I shi kawa and Maezawa.

Al t hough the rejections of the remaining clains which
were rejected under 35 U . S.C. § 103 included an additiona
prior art reference to those di scussed above, appellant has
made no separate argunents with respect to the patentability
of these clainms. |In fact, the brief clearly states that
claims 1-41, which are all the clains rejected on prior art,
stand or fall together as a single group [brief, page 5].
Appel lant’ s only observation is that these additional prior
art references do not supply the m ssing teaching of
automati cally updating the cal endar display. Since we have
determ ned that Maezawa does provide this teaching as asserted
by the exam ner, we conclude that appellant has failed to
present any argunents which woul d denponstrate error in the
examner’s prior art rejections. Therefore, we also sustain
the Section 103 rejections of clains 7, 12, 13, 16, 24, 29,
30, 33 and 37-41.

We now consider the rejection of clains 42-131 under
35 U.S.C. 8 305 as inproperly broadening clains in a
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reexam nati on proceeding. These clains stand or fall together
in a single group [brief, page 5], and we will consider the
rejection against claim42 as representative of all the clains
subject to this rejection. The exam ner asserts that since
these clains omt features fromthe patent clains, they are

br oader and i nproper.

Appel | ant argues that these clains have only been nade

cl earer, not broader. Appellant asserts that the new cl ai ns
“merely clarify and do not enconpass any apparatus or process
whi ch woul d not have infringed the original patent” [brief,
page 16]. W again find ourselves in agreenent with the
position taken by the exam ner.

Al t hough neither the exam ner nor the appellant has
provi ded any details in support of their respective positions
on this issue, our independent analysis of claim42 is that it
concei vably can be infringed by a device which would not have
infringed the clains of the original patent. More
specifically, the clainms of the original patent set forth that
the cal endar display had a plurality of rows and colums in a
matri x formsuch as appears on a conventional printed
calendar. Claim42 nerely recites that each day of the week
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is displayed in a columm. It appears to us that a cal endar
di splay in which each of the days of the week was vertically
nount ed one over the other would infringe the display of claim
42 but woul d not have infringed the display of claim1. VWhile
such a cal endar display m ght be unusual, we are only
concerned with whether the scope of claim42 can be considered
broader than the scope of the original patent clains. For the
reasons just discussed, we agree with the exam ner that clains
42- 131 inproperly enlarge the scope of clains in a
reexam nation proceeding. Therefore, we sustain this
rejection of clainms 42-131.

I n concl usion, we have sustained each of the
exam ner’s rejections of the clainms. Accordingly, the

deci sion of the exam ner rejecting clainms 1-131 is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RMED

N

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

BOARD OF PATENT
JERRY SM TH

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

Rl CHARD TORCZON
Adm ni strative Patent Judge
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John W divo, Jr.
WARD & COLI VO

708 Third Avenue
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