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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 26, 28, 30 through 38, 43 and 44 which

are all of the clains pending in the application.
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Claim26 is representative of the subject matter on
appeal and reads as foll ows:

26. A greatly expanded titanium netal nesh of enhanced
voi d fraction, said greatly expanded nesh being sel ected
fromthe group consisting of titaniummnetal, titanium
nmet al al |l oys, and intermetallic m xtures containing
titaniumnetal, said titani um mesh having a pattern of
substantial ly di anond- shaped voi ds having LWD and SWD
di mensions for units of the pattern, the pattern of
voi ds being defined by a continuum of netal strands
i nterconnected at nodes, wherein the nesh is a flexible and
stretchable titanium nesh with strands of t hi ckness | ess than
0.125 cm and having a void fraction of at | east 90% said
fl exi bl e and stretchabl e mesh being coi | abl e and uncoil abl e
about an axis along the LW di mrension of the pattern
units and being stretchabl e al ong t he SWD di nensi on of the
pattern units and further being bendabl e in the general
pl ane of the mesh about a bendi ng radius in the range from
5to 25 tines the wwdth of the mesh, wth the nmesh nodes
bei ng of doubl e strand thickness.

In support of his rejections, the exam ner relies on the
followng prior art:

Wat ki ns 896, 912 May 23, 1962
(Published British Patent Application)

“Niles Expanded Metals,” page 12, 1973 (hereinafter referred
to as “Niles”).

Clainms 26, 28, 30 through 38, 43 and 44 stand rejected
under 35 U. S.C. 8 102(b) as anticipated by the disclosure of
Ni | es. Clains 26, 28, 30 through 38, 43 and 44 stand

rejected under 35 U . S.C. §8 103 as unpatentabl e over the
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conbi ned di scl osures of Watkins and N | es.
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This is the second appeal of the sane subject matter
previ ously considered by the nerits panel. In the previous
appeal, the nerits panel reversed the rejections proposed by
t he exam ner and nade new grounds of rejection. However,

t hese new grounds of rejection were nmade by the nerits panel

wi t hout the benefit of the new argunents and evi dence advanced
by appellants in the present appeal. Accordingly, we wll
reeval uate the propriety of these rejections repeated by the
exam ner in his Answer in view of the new argunents and

evi dence! presented by appellants in the present appeal.

The exam ner has rejected clains 26, 28, 30 through 38,
43 and 44 under 35 U.S.C. 8§ 102(b) as anticipated by the
di sclosure of Niles. Anticipation under Section 102 is
established only if N les discloses, either expressly or under
the principles of inherency, each and every el enment of a
clainmed invention. See In re Spada, 911 F.2d 705, 708, 15
UsSP2d 1655, 1657 (Fed. Cir. 1990); RCA Corp. v. Applied

Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Gr. 1984). However, the exam ner has not disputed

The Bennett 1994 decl aration contains additional evidence
whi ch was not presented in the Bennett 1992 decl arati on.
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appel l ants’ assertion that N |le does not describe a flexible
and stretchable titaniumnmesh with “strands of thickness |ess
than 0.125 cmand having a void fraction of at |east 90%”
Conpare Brief, page 7, with Answer in its entirety. Nor has
t he exam ner chall enged the propriety and sufficiency of
appel l ants’ assertion and evidence (a declaration executed by
John E. Bennett on Cctober 26, 1994 under 37 CFR 8§ 1.132)
directed to show that the clainmed thickness and void fraction
of a titanium nesh are not inherently present in the |argest
Ni l es titani um nesh, the nunber 9 nesh, relied upon by the
exam ner. Conpare Brief, page 7, with Answer in its entirety.
Under these circunstances, we are constrained to reverse the
exam ner’s decision rejecting all of the appeal ed clai ns under
35 U.S.C. § 102(b).

The exam ner has also rejected clainms 26, 28, 30 through
38, 43 and 44 under 35 U.S. C. § 103 as unpatentable over the
conbi ned
di scl osures of Watkins and Niles. 1In order to establish a
prima facie case of obviousness under Section 103, the prior
art teachings as a whole nust be sufficient to suggest to one
of ordinary skill in the art making the nodification needed to
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arrive at the claimed invention. See, e.g., In re Lalu, 747

F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. G r. 1984).
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In the present case, the exam ner does not appear to
di spute appel lants’ assertion that neither Watkins nor Niles
describe the clainmed thickness and void fraction of a titanium
mesh. Conpare Brief, pages 7-9, with Answer, pages 3-5.
Rat her, the exam ner appears to take the position that the
need to optim ze the physical characteristics of a titanium
mesh for a given el ectrode would have | ed one of ordinary
skill in the art to a titanium nmesh having the clained
t hi ckness and void fraction. See Answer, page 3-4. However,
as correctly observed by appellants (Brief, page 9):
The reference conbination follows the
conventional w sdom which suggests that: l|larger void
fraction goes hand-in-hand with | arger strand si ze.
Appel I ants' uni que nesh goes conpletely contrary to
this conventional wsdom As void fraction increases
from49% for the 188 nesh of the British '912 reference,
to 72% for the Niles No. 9 nmesh, strand di nension
increases from0.16 cm to 0.366 cm This reference
conbi nation thus guides conpletely away from
arriving at
the characteristics of Appellants' nesh
| ndeed, this observation is supported by the exam ner’s own
evidence, Niles. Thus, we determ ne that a person having
ordinary skill in the art, upon review ng the prior art
teachings as a whole, “would [have been] led in a direction

di vergent fromthe path that was taken by the applicant[s].”
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See Inre CGurley, 27 F.3d 551, 553, 31 USPQ2d 1130, 1331 (Fed.

Cr. 1994).
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In other words, the applied prior art as whol e woul d have
taught away fromthe clainmed subject matter. Since the
exam ner has not established obvi ousness regarding the clained
subject matter as indicated supra, we reverse the exam ner’s
decision rejecting all of the appeal ed clains under 35 U. S. C.
§ 103 as wel |.

In view of the foregoing, the decision of the examner is
reversed

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
REVERSED
CHUNG K. PAK )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
PETER F. KRATZ ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
M CHAEL P. TI ERNEY )
Adm ni strative Patent Judge )
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CKP: hh

10



Appeal No. 1997-2667
Application No. 07/632,907

El tech Systens Corporation
Pat ent Depart nent

625 East Street

Fai rport Harbor, OH 44077

11



