The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1 through 7, which are all of the clains

pending in this application.

! Application for patent filed October 27, 1994.



Appeal No. 97-2722
Application No. 08/329, 840

We REVERSE and enter new rejections pursuant to 37 CFR

§ 1.196(b).
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BACKGROUND

The appellant's invention relates to a conbi ned rack and
storage device for a bicycle. A copy of clains 1 through 7 is
attached to this decision.

The prior art references of record relied upon by the
exam ner as evi dence of obviousness under 35 U. S.C. 8§ 103 are:
Ednonds 702, 292 June 10,
1902
Si | ver man 2,713,845 July
26, 1955
Zopf i 3,578, 027 May 11,
1971
Shockl ey 4, 295, 586 Cct. 20,
1981
Bass et al. (Bass) 4,760, 943 Aug. 2,
1988
Dwor man et al . (Dworman) 4,878, 867 Nov.
7, 1989
Laiti 2,681, 0392 Mar. 12, 1993

(France)
112, 5043
2 |n determning the teachings of Laiti, we will rely on

the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.

3 The exam ner referred to this as a French patent having
a date of Decenber 1941. Only copies of Figures 1-3 have been
provi ded and relied upon by the exam ner. The appellant has
not challenged that this reference is prior art to their
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Clainms 1, 2, 4 and 7 stand rejected under 35 U. S.C. 8§ 103
as bei ng unpatentabl e over Shockley in view of Ednonds and

Laiti.

Claim3 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Shockley in view of Ednonds and Laiti as
applied to clainms 1 and 2 above, and further in view of the

French reference 112,504, Zopfi, Dworman, and Sil ver man.

Clains 5 and 6 stand rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over Shockl ey in view of Ednonds, Laiti,
the French reference 112,504, Zopfi, Dworman, and Silvernman as

applied to clainms 1 and 4 above, and further in view of Bass.

Clainms 1, 2, 4 and 7 stand rejected under 35 U. S.C. 8§ 103
as being unpatentabl e over the French reference 112,504 in

vi ew of Ednonds and Laiti .

i nventi on.
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Claim3 stands rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over the French reference 112,504 in view of
Ednonds and Laiti as applied to clains 1 and 2 above, and

further in view of Zopfi, Dworman, and Sil verman.

Clains 5 and 6 stand rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over the French reference 112,504 in view
of Ednonds, Laiti, Zopfi, Dworman, and Silverman as applied to

clains 1 and 4 above, and further in view of Bass.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regarding the 8§ 103
rejections, we nake reference to the exam ner's answer (Paper
No. 12, nmailed Cctober 9, 1996) and the suppl enental
exam ner's answer (Paper No. 14, nmuailed February 18, 1997) for
the exam ner's conplete reasoning in support of the
rejections, and to the appellant's brief (Paper No. 11, filed
June 6, 1996) and reply brief (Paper No. 13, filed Decenber 9,

1996) for the appellant's argunments thereagainst.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

not sufficient to establish a prima facie case of obvi ousness

Wi th respect to any of the clains on appeal. Accordingly, we
will not sustain the examner's rejection of clainms 1 through
7 under

35 U.S.C. 8 103. Qur reasoning for this determnation

fol |l ows.

In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinma facie case of

obvi ousness i s established by presenting evidence that the
ref erence teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references

before himto make the proposed conbi nati on or other
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nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

claimed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that woul d have | ed that individua
to conmbine the rel evant teachings of the references to arrive

at the clained invention. See Inre Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted w thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Qur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
appel lant's disclosure as a blueprint to reconstruct the

claimed invention fromthe isolated teachings of the prior



Appeal No. 97-2722 Page 8
Application No. 08/329, 840

art. See, e.d., Gain Processing Corp. v. Anerican

Mai ze- Products Co., 840 F.2d 902, 907, 5 USPRd 1788, 1792

(Fed. Cir. 1988).

Claim1, the only independent claimon appeal, recites a
conbi ned rack and storage device for a bicycle conprising,
inter alia, an elongated holl ow body having a front end and a
rear open end, clanp neans at the front end of the body for
attaching the device to the bicycle seat post so that the body
Is cantilevered therefromin substantially a horizontal
position, closure neans at the rear open end for formng a
cl osed but accessible storage conpartnent, and franme neans
attached to the body and extending outwardly therefrom for

supporting and carrying itens.

The exam ner determ ned (answer, pp. 3 and 5) that both
primary references (i.e., Shockley and the French reference
112, 504) disclose a conbined rack and storage device for a
bi cycl e but that each |ack neans for attaching their hollow
body to the seat post in a cantil evered manner. The exam ner

then concluded that it woul d have been obvious to nodify the
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conmbi ned rack and storage device of each primary reference to
be cantil evered since such is well known as shown by Ednonds

and Laiti.

We agree with the appellant's argunment that there is
nothing in the applied prior art* which woul d have suggested
nodi fying the rack and storage device of either primry
reference to be cantilevered. Wile the references to Ednonds
and Laiti each disclose a cantilevered rack and storage
devi ce, we see no notivation, absent inperm ssible hindsight,
for one skilled in the art to have nodified the rack and
storage device of either primary reference to arrive at the
cl ai med invention. Accordingly, we do not sustain any of the
examner's rejections of clains 1 through 7 under 35 U S.C. 8§

108.

New grounds of rejection

Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new grounds of rejection.

4 The applied prior art is Shockley, Ednonds, Laiti, the
French reference 112,504, Zopfi, Dworman, Silverman, and Bass.
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Claims 1 and 2 are rejected under 35 U.S.C. § 103 as

bei ng unpatentable over Laiti in view of Shockl ey.

Laiti discloses a device for affixing a rear |uggage rack
to a bicycle. As shown in Figure 1, the device includes a
tube 2 which slides on the seat pillar 1 and a supporting arm
3 for the luggage rack. The tube 2 is provided with a
cl anmping system4 to arrest translational and rotationa
novenents of the tube 2 and supporting arm 3. The supporting
arm 3 may be nade of a tube, a shaped netal, or plastic and
may be glued or soldered to the tube 2. Laiti teaches that
the device nmay carry any type of |uggage rack (not shown)
whi ch nmay be nmade of a nmetal wire or cloth. Lastly, Laiti's
device utilizes only a single anchoring point on the seat
pillar (i.e., the support arm3 is cantilevered fromthe seat
pillar 1 in substantially a horizontal position) to elimnate
t he drawbacks of the prior art wherein the luggage rack is

supported near the wheel axle of the rear wheel.

Shockl ey di scl oses a receptacl e support apparatus for a

bi cycl e. As shown in Figures 1-4, the support apparatus 17
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i ncludes a holl ow housing 18, a clanp bar 24, a supporting rod
structure 43-45, and struts 27. The holl ow housing 18 has a

rear end portion covered by a door 19 hinged to the housing 18
by pins 20. Shockley teaches at colum 2, lines 1-5, that the

hol | ow housing is provided to store articles.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clains at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Laiti and claiml1, it
is our opinion that the only difference is the limtation that
a closure neans is provided at the rear open end of the holl ow

body for formng a closed but accessible storage conpartnent.

Wth regard to this difference, we have determ ned that
it woul d have been obvious to one of ordinary skill in the art
at the tinme of the appellant's invention to have provided
Laiti's tubular supporting armw th a door thereon as

suggested and taught by Shockl ey whereby the tubul ar
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supporting armmy store articles therein as taught by

Shockl ey.

Based on our analysis and review of Laiti and claim2, it
i's our opinion that one additional difference is the
limtation that the holl ow body is made of rigid, netal

mat eri al .

Wth regard to this additional difference, we have
determned that it would have been obvious to one of ordinary
skill in the art at the tinme of the appellant's invention to
have made Laiti's tubular supporting armfroma rigid, netal
mat eri al as suggested by Laiti's teaching that the supporting

arm 3 may be a shaped netal and may be soldered to the tube 2.

Clainms 4 through 6 are rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentable over Laiti in view of Shockley as applied

to claim1 above, and further in view of Bass.
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Based on our analysis and review of Laiti and clains 4
through 6, it is our opinion that while Laiti does teach a
| uggage rack (i.e., frame neans) Laiti does not teach any of

the limtations thereof recited in clains 4 through 6.

Bass di scl oses a platform 10 supported on a rear carrier
rack 20 of a bicycle. As shown in Figure 2(b), the rear
carrier rack (i.e., franme neans) includes tubular nenbers
(i.e., rod material) forned in a generally rectangul ar shape
with parallel sides 28 and an integral, generally U shaped
forward portion 30 interconnecting the sides 28 that sl opes
upwardly to provide a stop neans for externally carried itens.
U- shaped nenbers 32 and 34 are affixed to the sides 28 and
provide two strut nenbers between the sides 28. As shown in
Figure 1, the platform 10 is attached horizontally between the

sides 28 of the carrier rack.

Wth regard to the additional differences recited in
claims 4 through 6, we have determ ned that it would have been
obvious to one of ordinary skill in the art at the tine of the

appel lant's invention to have affixed a carrier rack and
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pl atform as taught by Bass onto Laiti's tubular supporting arm
3 as suggested by Laiti's teaching that his device may carry

any type of |uggage rack.

Claim7 is rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Laiti in view of Shockley as applied to

claiml1l above, and further in view of Ednonds.

Based on our analysis and review of Laiti and claim7, it
is our opinion that while Laiti does teach a cl anping system4
Laiti does not teach any of the limtations thereof recited in

claim?7.

Ednonds di scl oses a bicycl e package carrier. As shown in
Figures 1 and 2, the bicycle package carrier includes a sem -
circular flange a'' having lateral ears a''' and a sem -
circul ar clanping-piece B having a lateral ear b'. The
cl anmping-piece B is hinged at b to the sem -circular flange

a and |l ateral ear b' of the clanping-piece B may be cl osed
agai nst one ear a''' and secured thereto by nmeans of a screw c

and thunb-nuts ¢'. This provides a sinple and effective nmeans
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to readily attach the carrier to the stemH of the bicycle

franme.?®

Wth regard to this additional difference, we have
determined that it would have been obvious to one of ordinary
skill in the art at the tinme of the appellant's invention to
have replaced Laiti's clanping systemw th the alternative
cl anmpi ng system as suggested and taught by Ednonds to provide
a sinple and effective neans to readily attach/detach Laiti's

device to the seat pillar of the bicycle frane.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1 through 7 under 35 U.S.C. 8§ 103 is reversed and a new
rejection of clainms 1, 2 and 4 through 7 under 35 U.S.C. § 103

has been added pursuant to provisions of 37 CFR § 1.196(b).

°® See page 1, lines 13-16 and 46-59, of Ednonds.
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Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8§ 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203
Off. Gaz. Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR §
1.196(b) provides that, "A new ground of rejection shall not

be consi dered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
grounds of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. .

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH, Senior )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
| RWN CHARLES CCHEN ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

JEFFREY V. NASE )
Adm ni strative Patent Judge )
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ROGER W ERI CKSON

ONEN W CKERSHAM & ERI CKSON
455 MARKET STREET 19TH FLOCR
SAN FRANCI SCO, CA 94105
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APPENDI X

1. A conbi ned rack and storage device for a bicycle
havi ng a seat post, conprising:

- an el ongated holl ow body having a front end and a
rear open end; said body having clanp neans at said front end
that is closeable for attaching said device to said bicycle
seat post so that said body is cantilevered therefromin
substantially a horizontal position, and cl osure neans at
said rear open end for form ng a closed but accessible storage
conpart ment ;

- frane neans attached to said body and extendi ng
outwardly therefrom for supporting and carrying itens that are

too large to fit within said body conpartnent.

2. The device of claim 1l wherein said holl ow body

has a cylindrical shape and is nade of rigid, netal material.

3. The device of claim2 wherein said closure neans
conprises a plug portion of yieldable naterial which forns an
interference fit with the open end of said body and an outer
fl ange nmenber fixed to one side of said plug portion and

having an outer reflective surface.
4. The device of claiml1l wherein said frane neans

conprises netal rod material forned in a generally rectangul ar
shape with side portions |ocated parallel to and spaced from

Page 1
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opposite sides of said body, and strut nenbers fixed to said
side portions and said body for retaining said frame nmeans in
pl ace on said body.

5. The device of claim4 wherein said franme neans
i ncludes an integral, generally U shaped forward portion
i nterconnecting said side portions that slopes upwardly from
said body to provide a stop neans for externally carried
itens.

6. The device of claim4 including an internal plate
menber attached horizontally to the top of said body nenber

and centered between said frane side portions.

7. The device of claim1l wherein said clanp neans
conprises a pair of sem-cylindrical, flexible jaws, said jaws
havi ng outer flanges, and adjustabl e fastening neans extendi ng

t hrough sai d fl anges.

Page 2
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