TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ROBERT K. SCHULTZ, CONSTANTI NOS SI QUTAS

Appeal No. 97-2736
Appl i cation 08/ 067, 2211

ON BRI EF

Bef ore MElI STER, FRANKFORT and STAAB, Adnmini strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allowclains 1 through 9 as anended subsequent to the fina
rejection in a paper filed March 23, 1995 (Paper No. 9).

Clainms 1 through 9 are all of the clains remaining in the

ppplication for patent filed May 26, 1993.
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appl i cation.

Clainms 10 through 18 have been cancel ed.

Appel lants’ invention relates to a hand hel d aeroso
actuator or netered dose inhaler of the type used to treat
pul nonary di sorders such as asthma, chronic bronchitis, and
enphysenma. |Independent claim1l is representative of the
subj ect matter on appeal and a copy of that claimappears in

t he Appendi x to appellants’ brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Lanki nen 4, 940, 051 Jul . 10,
1990

Pritchard 5,048, 729 Sep.
17, 1991

Clainms 1 through 4 and 7 through 9 stand rejected under

35 U.S.C. §8 103 as bei ng unpatentable over Pritchard.

Clains 5 and 6 stand rejected under 35 U . S.C. § 103 as

bei ng unpatentabl e over Pritchard in view of Lankinen.
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Rat her than reiterate the exam ner's full statenent of
t he above-noted rejections and the conflicting viewpoints
advanced by the exam ner and appell ants regardi ng those

rejections, we nake

reference to the exam ner's answer (Paper No. 17, nuil ed
Decenber 12, 1995) for the exam ner's reasoning in support of
the rejections, and to appellants’ corrected brief (Paper No.
16, filed Cctober 16, 1995) for appellants’ argunents

t her eagai nst .

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellants’ specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellants and the exam ner. As a
consequence of our review, we have made the determ nations

whi ch foll ow

Turning first to the examner's rejection of clains 1
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through 4 and 7 through 9 under 35 U . S.C. 8 103, we note that
Pritchard discloses a hand hel d aerosol actuator which

conpri ses an aerosol source (12, 24, 14, 38) capabl e of
expelling a turbulent aerosol dose of drug conprising
particles of respirable size, and a chanber (defined within
nmout hpi ece 22) having walls defining a constriction aperture
(60). The aerosol source in Pritchard “comruni cates” with the
chanber and conprises an exit orifice (36, 37) that directs

the aerosol along an axis into the

chanmber. At |east a portion of the walls which define the
constriction aperture in Pritchard are “opposite the exit
orifice” and the constriction aperture therein is coaxial wth
the exit orifice. As recognized by the exam ner (answer, page
3), the constriction aperture (60) of Pritchard has a radius
of about 1mm (columm 2, lines 31-34) and a cross sectiona

area of about 0.03 square centineters, while the constriction
aperture of appellants’ clained aerosol actuator is required
to have a significantly |arger cross sectional area of 0.2 to

0.6 square centineters.
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To address the difference between the aperture size in
Pritchard and that in the clained aerosol actuator, the
exam ner urges that Pritchard (colum 3, lines 8-11) suggests
that the small constriction aperture (60) therein m ght have a
size which differs fromthe disclosed dinensions. Fromthis
di scl osure, the exam ner then concl udes that

Since Pritchard recognizes that a plurality of

di mensi ons including the aperture dianeter nay

differ fromthose disclosed, it would have been

obvious to nodify Pritchard to enploy any well known

or desired dinmensions including a dianmeter which
would result in a cross sectional area of 0.2-6c¢cnt.

Contrary to the examner’s position, we do not believe
that the suggestion found in Pritchard at colum 3, lines 8-11

is such as to suggest “any... desired dinensions” for the
aperture (60). In this regard, we share appellants’ view as
expressed on pages 5 and 6 of the brief that the disclosure of
Pritchard, when considered as a whole, would not have in any

way been suggestive of a cross sectional area for the smal

aperture (60) therein which would fall w thin appellants’
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claimed range. Wiile sonme |atitude on the size of the
aperture (60) in Pritchard is certainly provided for, the
degree of any such size variation is limted by the other

di sclosure in Pritchard (columm 1, lines 44-50) concerning the
function of the aperture (60) in allowing |less than 10
percent, and desirably less than 5 percent, of the emtted gas
streamfromthe exit orifice of the aerosol source to pass

t heret hrough. G ven the clear disclosure in Pritchard that
the aperture (60) is on the order of about 2mmin dianeter and
the limtations on the function of the aperture in the aeroso
apparatus of Pritchard, we find it inconprehensible that one
of ordinary skill in the art woul d have contenpl ated si zi ng
the aperture (60) in the manner urged by the exani ner, that

is, soO as

to make the aperture of Pritchard 250% | arger than the

di scl osure therein would seemto indicate is appropriate.

In our opinion, the exam ner’s above position is based on

I nper m ssi bl e hindsi ght gl eaned from appell ants’ own
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di scl osure and not fromany fair teaching or suggestion found
in the applied Pritchard patent. Absent the disclosure of the
present application, it is our opinion that one of ordinary
skill in the art would not have been notivated to nodify the
aer osol apparatus of Pritchard in the nmanner urged by the
exam ner so as to arrive at the subject matter set forth in
appel l ants’ independent claim1 on appeal. Thus, the

exam ner's rejection of appellants’ clains 1 through 4 and 7
through 9 under 35 U S.C. 8§ 103 based on Pritchard will not be

sust ai ned.

We have al so reviewed the patent to Lanki nen applied by
the examner in the 8 103 rejection of dependent clainms 5 and
6. However, we find nothing in this reference which would
supply that which we have noted above to be lacking in the
basic reference to Pritchard. Accordingly, the exam ner's
rejection of clains 5 and 6 on appeal under 35 U S.C. § 103

will I'ikewi se not be sustai ned.

As shoul d be apparent fromthe foregoing, the decision of

the exami ner rejecting clainms 1 through 9 of the present
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application is reversed.

REVERSED

JAMES M MEI STER
Adm ni strative Patent Judge

BOARD OF PATENT
CHARLES E. FRANKFORT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

LAVRENCE J. STAAB
Adm ni strative Patent Judge
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