THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HEUNG GYU JANG

Appeal No. 97-2761
Application No. 07/981, 126

Bef ore KRASS, BARRETT, and FRAHM Admi nistrative Patent Judges.

KRASS, Adnministrative Patent Judge.

ON REQUEST FOR REHEARI NG

Appel | ant requests that we reconsider our decision of
March 18, 1999 wherein we affirned the exam ner’s deci sion
rejecting clains 1 through 6, 8, 10, 14, 16, 18, 19 and 25

t hrough 28 under 35 U. S.C. 103.

1 Application for patent filed Novenber 24, 1992.
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Appel lant first argues a procedural point, contending that
it was error on our part not to consider a reply brief which
was not entered into the record by the exam ner. \Wether or
not an exam ner enters a reply brief is a petitionable matter
under 37 CFR 1.181. Since the denial of entry of a reply brief
is not an appeal able matter, we have no jurisdiction to
consider a reply brief which has not been entered into the

official record of the case by the exani ner.

While the current rule 37 CFR 1.193(b)(1), in effect as of
the date of our decision does, indeed, require the examner to
ei ther “acknow edge recei pt and entry of the Reply Brief or
wi thdraw the final rejection and reopen prosecution to respond
to the Reply Brief,” it is not the date of our decision which
is dispositive but, rather, the date of filing of the reply
brief which determ nes which rule applies. Appellant admts
that as of the date of the filing of the reply brief, current
rule 37 CFR 1.193 (b)(1) was not yet in effect and so, at this
time, the exam ner had nore discretion as to whether or not to
enter a reply brief. |In any event, any dispute as to the

propriety of the entry of a reply brief nust be resol ved by
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petitioning the Conm ssioner under 37 CFR 1.181. It is not
Within our jurisdiction [see 35 U.S.C. 134 and 37 CFR 1.191] to

deci de whet her an exam ner should have entered a reply brief.

Thus, any argunent by appellant anent the entry of a reply
brief is unpersuasive to us as to the patentability of the

cl ai ms under rejection.

Appel I ant next contends that our decision commtted
reversible error with regard to the clained feature of an
adhesi ve tape as conpared to the teaching in Uchida of a white
| evel reference being “fixed in position.” More particularly,
appel l ant contends that the art did not teach or suggest
appellant’ s clai ned “adhesive...tape.” As we pointed out in
our decision, Uchida discloses that the white |evel reference 2
is a “piece of white tape or paper” and that this tape is
“fixed in position.” Since the tape in Uchida is “fixed in
position,” it would have been clear to artisans that the tape
was “adhered” to that position, making it an “adhesive” tape,
as clainmed. This suggestion, by Uchida, of enploying an

adhesive tape, in view of the artisan’s know edge that a
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ref erence scanni ng surface becones contam nated through
prol onged use [specification-page 2], would clearly have | ed
the artisan to enploy a renovabl e adhesive tape which is easily

renmovabl e and repl aceabl e.

Appel I ant al so contends that the clains call for a
“scanning plate” and that nothing in the applied art shows the
cl ai med conbi nation of a “scanning plate with a reflective
reference scanning surface” and “an adhesi ve scanni ng tape
having a reference color” adhered to the reflective reference
scanni ng surface. Thus, appellant argues that the art of
record does not disclose both a “scanning plate” and “an
adhesi ve scanning tape.” However, as we expl ai ned, at page 9
of our decision, tape 2 of Uchida is placed over a surface and
becones the “refl ective reference scanning surface,” as
artisans would understand that term Therefore, Uchida does,

i ndeed, disclose both a scanning plate and an adhesive scanni ng

tape, as broadly clained.

| nsof ar as appel | ant nakes argunents which refer to the

unentered reply brief, these argunents will not be entertained
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and are unconvincing of any reversible error on our part since,

as explained supra, the reply brief is not properly before us.

We have consi dered appellant’s request for rehearing and
grant it to the extent that we have reconsidered our decision

but we deny it with respect to naking any changes therein.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR 8§

1.136(a).
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