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DECI S| ON ON APPEAL

Thi s deci sion on appeal relates to the final rejection of
claims 1-6, 10 and 12-25, all the pending clains in
appel  ant’ s applicati on.

The appealed clains are directed to a | am nated assenbly

(clainms 17-21 and 24-25), and a nethod for nmanufacturing the
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sane (clains 1-6, 10, 12-16 and 22-23).
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1 (nmethod of manufacture) and claim17 (lam nated
e reproduced below as illustrative of the diversity
matter enconpassed by the appeal ed cl ai ns:

1. A nethod for manufacture of a | am nated
conprising the steps of:

formng at | east one notch along an edge of at
one | am nati on;

positioning the | am nati ons between at | east two
chocks of a die wherein said at | east one notch
frictionally engages one of said at |east two
chocks to support the at |ast one | am nation
against a press fit bonding force during a
subsequent bondi ng step;

press fit bonding the | am nations together to form
| am nat ed assenbly; and

removi ng the | am nated assenbly from between the
chocks.

17. A lam nated assenbly, conprising a plurality

| am nati ons connected to each other by successively

pressing | am nati ons agai nst a stack of previously

pressed together lamnations frictionally held
tenporarily between at |east two chocks of a

di e during manufacture, wherein each |am nation

i ncl udes an edge having at | east one notch neans

for frictionally engaging solely during manufacture
one of said at |east two chocks as the

are being pressed together.
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The followi ng references of record are relied upon by the
exam ner as evi dence of obviousness (in conjunction with the
di scl osure of prior art in the jBackground of the I|Inventiont¢

section of appellant’s specification):

Fr ank 1, 315, 827 Sep. 9, 1919
Radt ke 3,176, 253 Mar. 30, 1965
Mtternaier 662, 627 May 7, 1963

(publ i shed Canadi an Pat. Application)

Al'l of the appealed clains stand rejected under 35 U S. C
§ 103 for obviousness in view of either Radtke, Frank or
Mttermaier, wth each of the references taken in conbination
wi th background prior art disclosed in appellant’s
specification relating to the so-called jpress fit bondi ng¢
techni que for manufacturing a | am nated assenbly within a
die.* According to this disclosed prior art manufacturing
techni que, the individual |am nations are positioned agai nst
chocks of the die, and then pressed together within the die.
Each | am nation includes stakes which are pressed into an
adj acent | am nation so that they are connected together.

After having carefully considered the entire record in

Al t hough the exam ner has chosen to apply six separate
rejections to the clains, these rejections can be viewed
col l ectively for purposes of this appeal.
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Iight of the opposing positions advanced on appeal, we agree
wi th appellant that the exam ner has not established a prinma
faci e case of obviousness with regard to the appeal ed cl ai ns.
Accordingly, we cannot sustain the rejections applied by the
exam ner.

Initially, we note that clains 17-21 and 24-25 are in a
iproduct - by- process¢ format, but have not been separately
addressed by the exam ner. Rather, the exam ner has grouped
these clains with the nethod clainms in his outstandi ng
rejections. The exam ner’s fundanental position is that it
woul d have been obvious within the anbit of 35 U S.C. § 103 to
apply the current chock and die jpress fit bondi ng¢ procedure
in manufacturing the |am nated assenblies of Radtke, Frank and
Mttermai er and, in so doing, one of ordinary skill in the art
woul d jof necessity¢ recogni ze that the chocks shoul d engage
the | am nations at the notched regions.

We disagree with the exam ner essentially for the reasons
stated in appellant’s Brief and Reply Brief. |In appellant’s
cl ai mred nethod, the position of the | am nation notches is
specifically associated with the chocks of a die so that the
not ches engage a chock. As we see it, the notches in the
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reference | am nations serve entirely different purposes, i.e.
to permanently receive a clanp or claimng bolt for holding
the lam nations together in their final assenbled
configuration (Radtke, Frank), or to engage a mechani smfor

rel easing | am nation punchings froma magazine (Mtternmaier).
Thus, we find no teaching or suggestion in the prior art to do
what appel | ant has done, nanely, to format |east one notch

al ong an edge of a lam nation so that the notch is positioned
to engage the chock of a die in a press fit bonding operation.
According to appellant, this particular arrangenent elim nates
the need for precision cutting the entire edge of the

| am nation, and thereby mnimzes the amount of scrap
generated in cutting the lamnation to fit between the chocks
of a die.

In view of the foregoing, we reverse all of the
rejections at issue. However, it is clear that the examn ner
has not paid due regard to the scope of clainms 17-21 and 24-25
whi ch define a | am nated assenbly in product-by-process terns.
Accordingly, we remand the application to the exam ner for an
appropri ate i ndependent consideration of each of those clains
bearing in mnd that, as regards product-by-process clai ns,
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t he exam ner shoul d determ ne whether there are any
characteristics which distinguish the claimed products from
the | am nated assenblies depicted in the cited prior art
references. |If the exam ner determnes that there are no
substantial differences, the exam ner shoul d consider whet her
the prior art products anticipate, or render obvious, the

| am nat ed assenbly defined by any particul ar product-by-
process claimor claims. Wen clains are presented in a
product - by-process format, it is the patentability of the
product, and not the process, which nmust be determ ned. See

In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. G

1985) ;

In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972).
For the foregoing reasons, the decision of the exam ner

is reversed, and the application is remanded to the exam ner,

via the Ofice of a Director of the involved Technol ogy

Center, for appropriate action consistent with our opinion.
This application, by virtue of it’s jspecial ¢ status

requires an imedi ate action. Mnual of Patent Examn ning

Procedure 8§ 708.01 (7th ed., July 1998). It is inportant that
the Board be informed pronptly of any action affecting the
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appeal in this case.
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REVERSED AND REMANDED

N—r

MARC L. CAROFF )
Adm ni strative Patent Judge

BOARD OF PATENT
WLLIAM F. SM TH
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Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
PETER F. KRATZ )

Adm ni strative Patent Judge
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