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DECI S| ON ON APPEAL

Appel  ants appeal the examner’s final rejection of

claims 2-7 and 9, all of the clains remaining in appellants’

appl i cation.



Appeal No. 1997-2919
Appl i cation No. 08/573, 921

The appealed clains relate to a nethod of providing a
nmetal pattern on a glass substrate. The nmethod involves four
fundament al process steps, nanely, formation of a silane |ayer
on the substrate, selective renoval of a portion of the silane
| ayer by irradiation, activation of the renaining portion of
the silane layer with a stabilized pall adium (Pd) sol, and
el ectroless netallization of the activated area. Caim9, the
sol e i ndependent claim is illustrative:

9. A nethod of providing a netal pattern on a gl ass
substrate by an el ectrol ess process, said nmethod conprising
appl yi ng an aqueous solution of a silane to a surface of a
gl ass substrate to thereby provide said substrate with a
silane | ayer, exposing said silane |layer to actinic radiation
in accordance with a pattern in a manner to thereby renove a
portion of the silane | ayer and expose the glass substrate in
the irradiated portion, bringing said substrate into contact
with a Pd sol, stabilized with a water-soluble polynmer and
having, as its sole netal, Pd, to thereby activate a surface
of the remaining portion of the silane layer only and then
bringing said substrate into contact with an el ectrol ess
nmetallization bath to thereby forma netal pattern on gl ass.

The followi ng references of record are relied upon by the

exanm ner as evidence of obvi ousness:

Lonmbardo et al. (Lonbardo) 3,978, 252 Aug. 31
1976
Qulla et al. (Gulla) 4,725, 314 Feb. 16
1988
Nakayanma et al. (Nakayamm) 4,900, 582 Feb. 13,
1990
Bach et al. (Bach) 4,976, 990 Dec. 11
1990
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Schnur et al. (Schnur) 5,079, 600 Jan. 7
1992

Al'l of the appealed clains stand rejected under 35 U S. C
8 103 for obviousness. The clainms, and the references applied
agai nst those clains, are grouped as foll ows:

l. Claims 2, 6 and 9 (Schnur in view of Gulla).

1. Claims 3 and 4 (Schnur in view of Gulla, further
taken in view of either Bach or Lonbardo).

1. Caims 5 and 7 (Schnur in view of Qulla, further
taken in view of Nakayanmm).

After consideration of the entire record in light of the
opposi ng positions presented on appeal, we agree with the
exam ner that clains 2-4, 6 and 9 fail to define patentable
subject matter within the context of 35 U S.C. § 103.

However, we shall reverse the rejection relating to clains 5
and 7 for the reasons presented by appell ants.

As a prelimnary matter, the exam ner has indicated that
the copy of claim2 appearing in the Appendi x to appellants’
brief is incorrect. The correct version appears on page 10 of
appel l ants’ specification. W also note that the copy of
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claim7 in the Appendi x of appellants’ brief is incorrect due
to an apparent typographical error in the spelling of the word
“patterned” on line 3.

Wth regard to the rejections relating to clains 2-4, 6
and 9, we note that Schnur discloses a nethod which, |ike
appel lants’, involves four fundanental process steps including
formati on of a silane |layer on a substrate (which may be a
gl ass substrate), selective renoval of a portion of the silane
| ayer by irradiation, activation of the renaining portion of
the silane |layer with a pall adi um based catal yst, and
el ectroless netallization of the activated area.

We agree with the exam ner that it would have been prinma
facie obvious within the purview of 35 U S.C. 8§ 103 to use the
Qulla tin-free palladiumcatalyst, stabilized wth a water-
sol ubl e polyner, in the Schnur process to obtain the many
benefits disclosed by Gulla (col. 1, |I. 65-col. 2, |I. 3; col.
3, I. 50-col. 4, |. 15).

We also agree with the examner that it would have been
obvious to enploy the particular silanes of clains 3 and 4 in
t he Schnur process since these silanes are specifically taught

in Bach (col. 5, |I. 41-43; col. 4, |I. 31-34) and Lonbardo



Appeal No. 1997-2919
Appl i cation No. 08/573, 921

(claim7; col. 2, |I. 23-25) as being beneficial in that they
pronot e adhesi on between a substrate and a subsequently
appl i ed pal | adi um based catal yst or netal |ayer.

Wth regard to the applicability of Gulla, Bach and
Lonbardo, appellants argue that those references relate only
to organic substrates rather than glass substrates. This
argunent i s unconvincing since all of the applied references
appear to be reasonably pertinent to the field of appellants’
process and that of Schnur. |In this regard, all of the
applied references relate to electroless netal deposition
processes involving prior activation of the substrate with a
pal | adi um based catal yst. The teachings of Gulla, Bach and
Lonbardo appear to generically apply to any substrate invol ved
in such processes. For instance, in Qulla, organic (epoxy)
substrates are nentioned only by way of exanple. There is

nothing to indicate that Gulla s teachings are limted to

organi c substrates. Mre to the point, Bach (col. 4, |. 66-
col. 5 1. 4; col. 11, |. 57-60) clearly indicates that, in
general , “any nunber of different types of non-conductive

substrates” are considered to be within this field of

endeavor, either “organic or inorganic” substrates.
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Appel l ants al so argue that Schnur does not teach renova
of the silane layer in irradiated regions to the extent that
under|lying portions of the glass substrate are “uncoated” or
“exposed.” In other words, appellants argue that Schnur does
not suggest that the silane |layer is renoved down to the
substrate in the irradi ated areas.

We find this argunent unpersuasive. Schnur does suggest

renoval of portions of the silane |ayer by radiation (col. 8,

|. 62-col. 9, |. 10), although Schnur theorizes that renoval
may be inconplete (col. 24, |. 32-40). A “partial atomc

| ayer of silicon oxide” may be left on the original substrate
after irradiation. Be that as it may, regardless of Schnur’s
t heory, appellants have not shown that their irradiation step
differs in any material respect fromthat of Schnur, nor do
appel l ants’ clains distinguish over the renoval of the silane
| ayer effected by Schnur. 1In this regard, we find that the
requirenent in claim9 to “renove a portion of the silane

| ayer and expose the gl ass substrate in the irradi ated
portion” essentially reads on the operation described in
Schnur. In any event, since Schnur uses substantially the

sanme silane coating materials and irradiation technique as
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appel l ants, the burden of establishing that there is a
substantial difference in result with regard to the extent of

silane renmoval falls upon appellants. Cf. 1n re Thorpe, 777

F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cr. 1985); In re Best,

562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977).

Appel I ants have adduced no credi bl e evidence of any
differences, let alone any patentably significant differences,
in this regard.

As for the rejection of clains 5 and 7, we agree with
appel l ants that Nakayanmna woul d appear to teach away from
irradiating a silane layer in an ozone atnosphere in the
context of appellants’ clainmed invention. In appellants’
clainmed nethod, irradiation is used to renove a silane |ayer
froma substrate. As we see it, the irradiation procedure in
Nakayama serves an entirely different purpose, i.e., to
enhance the density and other properties of a silane film
coated on a substrate. Thus, we find that Nakayana woul d | ead
a person of ordinary skill in the art away fromusing a UV-
ozone treatnment in the context of the nmethod defined by

appel l ants’ cl ai ns.
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For the foregoing reasons, the decision of the exam ner
is affirnmed as to clains 2-4, 6 and 9, and reversed as to

clainse 5 and 7.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

Sherman D. Wnters
Adm ni strative Patent Judge

Marc L. Caroff BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Paul Li eberman
Adm ni strative Patent Judge
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