The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DELMENDO, Adni nistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S.C. § 134
Upon consideration of the record, it is:

ORDERED t hat the exam ner’s rejection of clains
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1 through 4 and 9 through 12! as bei ng unpat entabl e under 35
U S C § 103 over:
(1) Noll et al., US. Patent 4,485,226 (1984),
(2) German Patent Application 3,819,627 (1989), or
(3) German Patent Application 4,021,109 (1992),
IS reversed.

The clains on appeal, in particular independent clains 1
and 9, recite that conmponent "A)" of the UV-curable coating
conmposition is prepared by using, as "A2)," "an polyi socyanate
conponent conprising an aliphatic polyisocyanate which
cont ai ns i socyanurate groups, is based on 1, 6-

di i socyanat ohexane and has an NCO content of 22 to 23.5 wt %

and a viscosity at 23EC of 800 to 1400 nPa-s" (enphasis

added). On page 7 of the appeal brief filed on Novenber 25,
1996, the appellants argue that "[t]his |ow viscosity
pol yi socyanate is not taught by any of the three applied
[prior art] references.”

The exam ner has not responded to this argunent. Nor do

we find anything in the record to indicate that the exam ner

! Cains 13 through 16, the only other clains remaining in the
application, have been allowed (Paper 12, advisory action, item3).
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has properly established that one of ordinary skill in the art
woul d have found it obvious, in view of the applied prior art,
to arrive at the appellants’ clainmed subject nmatter by using
the recited polyi socyanate A2) having the clained viscosity to
prepare conmponent A). Under these circunstances, we hold that
t he exam ner has not carried his burden of establishing a

prima facie of obviousness within the nmeaning of 35 U S.C. §

103. |n re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785,

787-88 (Fed. Gir. 1984).

The deci sion of the examner is reversed.

REVERSED

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )

)
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)

) BOARD OF PATENT
FRED E. McKELVEY ) APPEALS
Seni or Adm ni strative Patent Judge ) AND
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ROVULO H. DELMENDO
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Adm ni strative Patent Judge
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