THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LAWRENCE ALLEN FLOOD and RAM BABOO GUPTA

Appeal No. 1997-3045
Appl i cation 08/286, 835!

ON BRI EF

Before WLLIAMF. SM TH, WARREN and OWAENS, Adnministrative
Pat ent Judges.

OVNENS, Adm ni strative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

clainms 3-17 and 21-25, which are all of the clainms remnaining

in the application.

! Application for patent filed August 5, 1994.
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THE | NVENTI ON
Appel l ants claima process for making a carboxyl at ed
am no-1, 3,5-triazine by reacting an am no-1, 3,5-triazi ne
having a recited fornula with carbon dioxide in the presence
of a base. Caim21 is illustrative and reads as foll ows:

21. A process for preparing a carboxylated am no-1, 3, 5-
triazine conprising the step of contacting:

(i) an amno-1,3,5-triazine having at | east one NH, group

or an oligomer thereof, the amno-1, 3,5-triazine being
represented by the general formula

SYCI/IDYMHS
YVI

AV

wherein Z and Z' are i ndependently selected fromthe group
consi sting of hydrogen, a hydrocarbyl, a hydrocarbyl oxy and a
group represented by the formula - N(Q, and

each Qis independently selected fromthe group
consi sting of hydrogen and a hydrocar byl ;

(1i) carbon dioxide; and
(i) a base,
under reaction conditions sufficient to produce a

correspondi ng carboxyl ated am no-1, 3,5-tri azi ne.
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THE REFERENCES

McCGhee et al. (MGhee) 5,189, 205 Feb. 23, 1993

McGhee et al. (EP ‘948) 0 511 948 A2 Nov. 4, 1992
(Eur opean patent application)

McGhee (WO ‘ 032) WO 94/ 17032 Aug. 4, 1994
(PCT application)

Yasuhi ko Yoshida et al. (Yoshida), “A Direct Synthesis of
Car bamat e Ester from Carbon Di oxi de, Am ne and Al kyl Halide”,
Chem Lett. 1571-72 (1984).
THE REJECTI ONS

Clains 3-17 and 21-25 stand rejected under 35 U S. C
8§ 103 as bei ng unpatentabl e over McGhee, EP ‘948, WD ‘032 or
Yoshi da. 2

OPI NI ON

We have carefully considered all of the argunents

advanced by appellants and the exam ner and agree with

appel l ants that the aforenentioned rejections are not well

founded. Accordingly, we reverse these rejections.

2 The exam ner states in the answer that clainms 1-17 are
rejected (page 3). However, because the exam ner states in
t he answer (page 1) that the appeal involves clains 3-17 and
21-25 and states in the final rejection (mailed Novenber 20,
1995, paper no. 7) that clains 3-17 and 21-25 are rejected,
the statement in the answer that clains 1-17 are rejected
appears to be inadvertent. Thus, we consider the rejection of
clainms 3-17 and 21-25 to be before us.
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The exam ner argues that the applied references disclose
reacting amnes with carbon dioxide in the presence of a base,
that the clains differ fromthe references only in that a
different amne is used as the starting material, and that one
of ordinary skill in the art woul d have expected appell ants’
am nes and those in the references to react simlarly (answer,
page 3). This argunent is not well taken because, although
appel  ants have chal l enged the argunment (brief, page 4), the
exam ner has provided no supporting evidence which establishes
that the applied references, separately or conbi ned, would
have indicated to one of ordinary skill in the art that
appel lants’ am no-triazine and the prinmary and secondary
am nes of the references react simlarly.

Appel l ants argue, in reliance upon In re Brouwer, 77 F.3d
422, 425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1996) and In re
Cchiai, 71 F.3d 1565, 1570, 37 USPQ2d 1127, 1131 (Fed. Gr
1995), that the exam ner inproperly has applied a per se rule

of obviousness (brief, pages 3-4). The exam ner argues that

Brouwer and Cchiai are not on point because “neither the

starting material, amno-1, 3,5-triazine, diamno-1, 3, 5-
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triazine or nelam ne are new or the product 2,4, 6-carbamate-
1,3,5-triazine are novel” (answer, page 5). This argunent
does not have a sound factual basis because the product made
by appellants’ cl ainmed process is not a carbamate. The
product is a conmpound which contains an am nocar boxyl group or
the salt thereof (specification, page 4,
lines 30-32). A carbamate functional conpound can be forned
in a subsequent step by reacting the product of appellants’
claimed process with a hydrocarbyl ati ng agent (specification,
page 7, lines 15-19). The exam ner has provided no evidence
t hat appellants’ carboxylated am no-1, 3,5-tri azi ne was known
in the art.

Mor eover, regardl ess of whether appellants’ starting
mat eri al and product were known, the exam ner’s argunent that
“[ol]nce the exam ner has cited prior art showi ng a general
reaction to be old, the burden is on applicant to present
evidence for believing that triazine ring would take part in
or affect the carbonyl ation of am no group disclosed in the

references” is based upon a per se rule. As stated by the

court in Cchiai, 71 F.3d at 1572, 37 USPQRd at 1133:
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The use of per se rules, while undoubtedly |ess
| aborious than a searching conparison of the clained
invention - including all its limtations - with the
teachings of the prior art, flouts section 103 and
the fundanmental case law applying it. Per se rules
that elimnate the need for fact-specific analysis
of clainms and prior art may be admnistratively
conveni ent for PTO exam ners and the Board. |[|ndeed,
t hey have been sanctioned by the Board as well. But
reliance on per se rules of obviousness is legally
incorrect and nust cease.

The exam ner has not carried out the required fact specific
analysis. That is, the exam ner has not explai ned why

evi dence relied upon by the exam ner shows that one of
ordinary skill in the art would have been | ed to nake
appel l ants’ carboxyl ated am no-1, 3,5-triazine by reacting
appel l ants’ starting am ne conpound with carbon dioxide in the
presence of a base, and woul d have had a reasonabl e
expectation of success in doing so. See In re Vaeck, 947 F. 2d
488, 493, 20 USPQ2d 1438, 1442 (Fed. Cr. 1991); Inre

O Farrell, 853 F.2d 894, 902, 7 USPQ2d 1673, 1680 (Fed. Cr
1988); In re Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648
(Fed. Cir. 1985).

For the above reasons, we conclude that the exam ner has
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not carried his burden of establishing a prim facie case of

obvi ousness of the invention recited in any of appellants’

cl ai ns.

DECI SI ON
The rejection of clains 3-17 and 21-25 under 35 U. S. C
8 103 over MCGhee, EP 948, WO ‘032 or Yoshida is reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge
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