TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fi nal
rejection of clainms 1, 2, 4 and 5, all the clains currently

pending in the application.

L Application for patent filed October 10, 1995.
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Appel lant’ s invention pertains to an over-center toggle
| atch of the type where a door can be held closed by a
predeterm ned, specific force, and in particular to an over-
center toggle latch that incorporates an electronic switch
that provides an el ectronic signal indicating whether the door
to which the latch is attached is in an opened or closed
position. Independent claiml, a copy of which appears in an
appendi x to appellant’s brief, is illustrative of the appeal ed
subj ect matter.?

The prior art references relied upon by the examner in
support of the rejection are:

Gut h 3,841, 677 Cct. 15,
1974

Bi sbi ng 4,687, 237 Aug. 18, 1987

Clainms 1, 2, 4 and 5 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Bisbhing in view of Cuth.

Considering first independent claim1, the broadest claim

on appeal, there is no dispute that Bisbing discloses an over-

“Consi stent with appellant’s specification, the term*“said
first guide nenber” appearing in claim4, paragraph (e),
shoul d apparently be --said second gui de nenber--. \When
gueried on this point at oral hearing, counsel for appellant
agreed. Accordingly, for purposes of this appeal, claim4 is
SO interpreted.
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center toggle latch that neets the limtations of paragraphs
(a), (b), (c¢), (d), (g) and (h) of the claim The exam ner
acknow edges that Bisbhing fails to disclose the paragraph (e)
[imtation of a protruding tab di sposed on the retaining
means, the paragraph (f) limtation of a switch having a two-
position actuator, and the paragraph (i) limtation of how the
swtch is actuated by the protruding tab on the retaining
means. However, the exam ner has taken the position that:
GQuth teaches a protruding tab (switch actuator

44) di sposed [on] the toggle mechani smfor

engagenment with a toggle swtch (50) having a two-

position push button actuator.

It woul d have been obvious to one having

ordinary skill in the art at the tine the invention

was made to nodify Bishing as taught by Guth to

provide a protruding tab on a reciprocating portion

of a latch mechani smfor physically actuating a

m crosw tch corresponding to the relative position

of the | atch nmechani sm novi ng between an open and a

cl osed position. [Answer, page 5.]

Concerning the specific placenent of the protruding tab
on the retaining nmeans, the exam ner further maintains that
“it would have been an obvious natter of design choice to

orient the protruding tab . . . on any reciprocating portion

of the toggle |atching nechanismto activate the mcro-swtch”



Appeal No. 1997-3087
Application 08/541, 519

(answer, page 11) because appel | ant

fails to . . . state both why it is necessary and of

critical inportance to have the mcro-swtch

toggling protrusion on the | ower portion of the

retainer, and offers no explanation as to why the

mcro-switch toggling protrusion would not perform

equally well if it were placed on any ot her

reci procating portion of the |atch while engaging

the mcro-switch. [Answer, pages 10-11.]

While we are not unm ndful of the points raised by the
exam ner in the answer, including those set forth above, in
rejecting the appeal ed clains, we cannot support the positions
taken by the exam ner in concluding that appellant’s clains
are unpatentable under 35 U S.C. 8 103. Assum ng as a general
proposition that it would have been obvious in light of the
teachings of Guth to provide a mcroswitch and actuator in
Bi sbing for the purpose of indicating the condition of the
| atch, the examner’s further position that the specifically
clainmed |l ocation of the protruding tab can be dism ssed as an
obvious matter of design choice is inappropriate. First,

criticality is not a requirenment for patentability under 35

US C 8 103. See, for exanple, W L. CGore & Assocs. V.
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Garlock, Inc., 721 F.2d 1540, 1556, 220 USPQ 303, 315 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984). Second, the

exam ner’s inplied position that

the toggle latch will performequally well irrespective of the
pl acenent of the protruding tab and mcroswitch is

specul ative. Third, the exam ner has not adequately addressed
appel lant’ s argunent in the paragraph spanning pages 9 and 10
of the brief concerning the alleged benefit of the clainmed

pl acenent of the protruding tab.® In this matter, appellant’s
argunent regarding the benefits of the conpactness and
sinplicity of design of the clained structure is reasonable
and cannot be ignored sinply because the specification does
not expressly attribute these benefits to the specifically

cl ai med pl acenent of the protruding tab on the retaining

means. Conpare In re Chu, 66 F.3d 292, 298, 36 USPQ2d 1089,

These argunents mirror the benefits of sinplicity of
construction and use, reduced manufacturing costs, and
sinplicity of assenbly asserted on pages 2 and 3 of the
specification as flowng for the disclosed invention.
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1094 (Fed. Cir. 1995) (held, in case where exam ner and Board
all eged that difference between prior art and appeal ed cl ai m
was “design choice,” that there is no basis supporting
position that a patent applicant’s evidence and/or argunent
traversing rejection nust be contained within specification in

order to be considered) and In re Kuhle, 526

F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975) (use of electrica
connection which solves no stated problemin |lieu of those
used in the reference held to be obvious matter of design
choice within the skill in the art). Fourth, the latch
structure of Guth is nmuch nore conplex and not at all |ike the
toggle latch of Bisbing. For exanple, Guth's |atch nechani sm
i ncludes a | ockout mechani sm 46 for precludi ng mani pul ati on of
the pivoting latch bolt 40, 42 that has no counterpart in

Bi sbing. On the other hand, Bisbhing s spring biased retaining
means for supplying the over center biasing force for the

t oggl e mechani sm of the |l atch has no apparent equivalent in
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GQuth.* The dissimlarity in construction and purpose of the

| at ches of Guth and Bi shing undercuts the exam ner’s position
that a structure containing all of the limtations of

i ndependent claim 1l would have been obvious to one of ordinary
skill in the art froma consideration of the conbi ned
teachings of the applied references. Fifth, the switch

actuator 44 of Guth that the exam ner equates to the clainmed

protruding tab is |located on the pivoting |atch bolt 42.
Thus, at best, Guth woul d appear to suggest placing a switch
actuating tab on Bisbing s latch-1ike toggle nenber 24 rather
than on the retaining neans 34.

Where prior art references require a selective
conmbi nation to render obvious a clained invention, there nust
be sone reason for the conbination other than hindsi ght

gl eaned fromthe invention disclosure, |Interconnect Planning

‘I'n Guth, the biasing force for the toggle mechanismis
supplied by what appears to be a conventional helical spring
88. See Figures 1 and 2, and columm 4, |ines 1-8.
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Corp. v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 551 (Fed.
Cir. 1985). For the reasons stated above, we are unable to
agree with the exam ner that one of ordinary skill in the art
woul d have been notivated by the teachings of Guth to
incorporate a protruding tab into the retaining nmeans 34 of
Bi sbing for actuating a mcroswitch. It follows that we

cannot sustain the examner’s rejection.

The deci sion of the exam ner is reversed.

REVERSED
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