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This is a decision on appeal fromthe final rejec-
tion of clains 1 through 6, all the clains pending in the

present application.

The invention relates to renote application prinmary
interface (APl) processing nethods using network protocols in
a network which includes personal conputers and a server. In
particul ar, Appellant discloses on page 1 of the specification
that an APl is a collection of conmands whi ch enables a pro-
granmer to obtain services froman application. Appellant
di scl oses further that networks typically include persona
conmput ers which are connected to a server. The server nmay
handl e tasks, such as electronic mail and el ectronic faxing
for the network. Personal conputers have limted resources
and, as a result, such personal conputers are not capabl e of
executing applications that require | arge anounts of extended
menory. On page 2 of the specification, Appellant discloses
that it would be desirable to provide a nmethod for networking

personal conputers in which nenory-intensive tasks are off-
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| oaded to a server which will have the required anmount of
| ar ge extended nenory.

On page 3 of the specification, Appellant discloses
that figure 4 is a flow diagram of the nethod of the present
i nvention. On page 7 of the specification, Appellant dis-
cl oses the nmethod of the present invention referring to figure
4. On

pages 7 through 9 of the specification, Appellant discloses in

detail the nethod steps in which the personal conputer is able
to off-1oad APl requests generated by an application program
to a server

I ndependent claim1 is reproduced as foll ows:

1. A nethod for processing an APl request generated
by an application programthat is executing in a client term -
nal by a server conputer networked to the client term na

conprising the steps of:

(a) allocating a block of operating nenory by the
client term nal

(b) placing data defining the client term nal API
request in the block of operating nmenory by the client term -
nal ;
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(c) sending the data and instructions for creating
the bl ock of nenory to the server conputer by the client term nal

(d) allocating a second bl ock of operating nenory
like the first block of operating nenory by the server com
puter using the instructions received fromthe client term -
nal ;

(e) storing the data fromthe client termnal in the
second bl ock of operating nenory by the server conputer

(f) processing the client term nal APl request and
storing APl response data in the second bl ock of nenory by an
APl service routine executed by the server conputer

(g) sending the APl response data and instructions
for creating the second bl ock of nenory to the client term na
by the server conputer

(h) storing the APl response data fromthe server
conmputer in the one block of operating nmenory by the client
term nal ; and

(i) processing the APl response data fromthe one
bl ock of operating nmenory by the application program

The reference relied on by the Exam ner is as fol-
| ows:

Moel | er et al. (Moeller) 5,473,777 Dec. 5,
1995

Clainms 1 through 6 stand rejected under 35 U S. C

8 102 as being anticipated by Meller.
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Rat her than repeat the argunents of Appellant or the
Exam ner, we nake reference to the brief and answer for de-

tails thereof.

CPI NI ON

After careful review of the evidence before us, we
do not agree with the Examiner that clains 1 through 6 are
anti ci pated by Moeller.

It is axiomatic that anticipation of a claimunder
8§ 102 can be found only if the prior art reference discloses
every elenment of the claim See In re King, 801 F.2d 1324,
1326, 231 USPQ 136, 138 (Fed. G r. 1986) and Lindemann
Maschi nenfabri k GvBH v. Anerican Hoist & Derrick Co., 730 F.2d
1452, 1458, 221 USPQ 481, 485 (Fed. G r. 1984). "Anticipation
Is established

only when a single prior art reference discloses, expressly or

under principles of inherency, each and every elenent of a

clained invention.” RCA Corp. v. Applied Digital Data Sys.,
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Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cr.),
cert. dism ssed, 468 U S. 1228 (1984), citing Kal nan v.
Ki mberly-Clark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789
(Fed. Cir. 1983), cert. denied, 465 U S. 1026 (1984).
Furthernore, "[t]o establish inherency, the
extrinsic evidence 'nust nmake clear that the m ssing
descriptive matter is necessarily present in the thing
described in the reference, and that it would be so recogni zed
by persons of ordinary skill."™ In re Robertson, 169 F.3d
743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) citing
Continental Can Co. v. Monsanto Co., 948 F.3d 1264, 1268, 20
UsP2d 1746, 1749 (Fed. Cir. 1991). "Inherency, however, may
not be established by probabilities or possibili-ties. The
nmere fact that a certain thing nmay result froma given set of
circunstances is not sufficient.” I1d. at 1269, 20 USPQd at
1749 (quoting In re Celrich, 666 F.2d 578, 581, 212 USPQ 323,

326 (CCPA 1981).



Appeal No. 1997-3104
Application 08/221, 124

On page 5 of the brief, Appellant argues that
Moel | er does not disclose a nethod of renotely processing an

APl request

by a server rather than a client termnal. Appellant argues
that the term"server" clearly refers to a conputer which
services an APl request instead of the client term nal that
executes the application which produces the APl request. On
pages 7 and 8 of the brief, Appellant further argues that
Moel | er does not inherently teach a method of renotely
processi ng an APl request by a server rather than a client
t erm nal

We note that Appellant's claim1 recites the method
for processing an APl request generated by an application
programthat is executed in a client termnal. Furthernore,
we note that Appellant's claim1l recites: allocating a block
of operating nmenory by the client termnal; placing the data
and defining the client term nal APl request in the bl ock of
operating nenory by the client termnal; sending the data and

i nstructions for creating the block of nmenory to the server
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computer by the client termnal; allocating a second bl ock of
operating nenory by the server conputer using the instructions
received fromthe client termnal; storing the data fromthe
client termnal in a second block of operating nenory by the
server conputer; processing the client term nal APl request;
sendi ng the APl response data and instructions to the client

term nal by the server conputer

storing the APl response data fromthe server conputer in the
one bl ock of operating nenory by the client termnal; and
processing the APl response data fromthe one bl ock of
operating nenory by the application program W further note
that Appellant clains simlarly in the other remaining

i ndependent claim claim6, a nmethod for processing an API
request generated by an application programthat is executing
a first conputer by a second conputer networked to the first
conputer. Therefore, we find that the Appellant's clains
recite a nethod of renotely processing an APl request

generated by an application programthat is executing on a
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client termnal by a server coupled to the client term na
usi ng network protocols that can be transported between
vari ous operating systens.

Upon a careful review of Meller, we find that
Moeller is directed to an apparatus for enabling an object-
oriented application to access in an object-oriented manner a
procedural operating system having a naive procedura
interface. See Abstract. Furthernore, Appellant discloses
that figure 1 illustrates a bl ock diagramof a conputer
platformin which a wapper of the present invention operates.
See colum 4, lines 34 through 37. Meller further discloses

that figure 1

illustrates a bl ock diagramof a conputer platform 102 which
i ncludes a single central processing unit (CPU 106. See
colum 5, lines 16 through 23. Meller further teaches that
it should be noted that the CPU 106 nay represent a single
processor, but preferably represents nultiple processors

operating in parallel. See colum 5, lines 23 through 25.
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However, we fail to find that Meller teaches a nethod for
processi ng an APl request generated by an application program
that is executing in a client termnal by a server as recited
in Appellant's clainms 1 through 6.

In the Exam ner's answer, the Exam ner argues that
the nmethod cl ained by the Appellant is inherent to Meller.
However, to establish inherency, the Exam ner nust show t hat
the m ssing descriptive matter is necessarily present in the
system described in the reference. W fail to find that the
Exam ner has net this burden. |In particular, Meller's system
may be operated with the processors in parallel but we fail to
find the nethod in which one processor will interchange nenory
data and instructions wi th anot her processor in the
particular nethod as recited in Appellant's claim
Furthernore, we fail to find that Moeller nust operate in this

way to performhis disclosed wapper for

enabl ing an object-oriented application to maintain virtua

menory using procedural function calls.
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In view of the foregoing, the decision of the

Exam ner rejecting clainms 1 through 6 is reversed.

REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge )
)
)
)
PATENT
M CHAEL R. FLEM NG )
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
ANl TA PELLMAN GROSS )
Adm ni strative Patent Judge )
VRF: psb
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