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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. §8 134 from
the examiner’s final rejection of clainms 5-12, 14-20, and 22-
36, which are all of the clains pending in this application.

Clains 1-4 have been cancel ed.

BACKGROUND
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Appel l ants' invention relates to a nethod and appar at us
for displaying a target region and an enlarged i mage. An
under st andi ng of the invention can be derived froma reading
of exenplary claim 32, which is reproduced as foll ows:

32. An inmage displaying nethod, in an inage displaying
apparatus, of enlarging a specified region in an entire
original inmage displayed on a display screen and di spl aying
the enl arged specified region on said display screen, said
nmet hod conprising the steps, perforned by said i nage
di spl ayi ng appar atus, of:

poi nting, by use of an input device, to specify a target
on sai d display screen;

selecting one of a plurality of conditions including an
area of an enl argenent target region including said specified
target, an area of an enlarged image di splay region and a
val ue of an enl argenent rati o between said enl argenent target
region and said enl arged i mage di splay region;

determi ning other values so as to satisfy said sel ected
condi tion; and

si mul t aneousl y di spl ayi ng wi thout overlap said
enl argenent target region and said enlarged i mage di spl ay
region on said display screen over said entire original inage
on the basis of said determ ned val ues;

sai d simultaneous displaying step including the step of:

automatically arrangi ng said enl argenent target region
and said enlarged i nage di splay region based on said sel ected
condi tion.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:
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val | er 4,532, 605 Jul . 30,
1985
Tabata et al. (Tabata) 4,716, 404 Dec. 29,
1987
Hama et al. (Hanm) 4,751, 507 Jun. 14,
1988
St adl er 0 171 663 Feb. 19,
1986
( Eur opean Patent Application)
Berry et al. (Berry) 0 185 845 Jul . 2,
1986

( Eur opean Patent Application)

Clainms 5-12, 14-20, 22-26, and 31-36 stand rejected under
35 U.S.C. § 103 as bei ng unpatentabl e over Hama consi dered
with Berry and Wall er.

Claim19 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Hana considered with Berry and Waller, and
further in view of Stadler

Clainms 27-30 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Hama considered with Berry and Wal |l er,
and further in view of Tabata.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper

No. 24, mailed July 12, 1996) and final rejection (Paper No.
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14, muailed January 17, 1995) for the exam ner's conplete
reasoning in support of the rejections, and to appell ants'
brief (Paper No. 20, filed February 2, 1996) for appellants
argunents thereagainst. Only those argunents actually nade by
appel | ants have been considered in this decision. Argunents
whi ch appell ants coul d have nade but chose not to nake in the

bri ef have not been considered. See 37 CFR 1.192(a).

OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject nmatter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, appellants' argunents
set forth in the brief along with the examner's rationale in
support of the rejections and argunents in rebuttal set forth
in the final rejection and exam ner's answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the |level of skill in

the particular art would not have suggested to one of ordinary
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skill in the art the invention as set forth in the clains.
Accordingly, we reverse.

We consider first the rejection of clains 5-12, 14-20,
22- 26, and 31-36 based on the teachings of Hanma, Berry, and
Val | er.
In rejecting clains under 35 U . S.C. 8§ 103, it is incunbent
upon the exam ner to establish a factual basis to support the

| egal concl usion of obviousness. See In re Fine, 837 F.2d

1071, 1073, 5 USPQd 1596, 1598 (Fed. G r. 1988). 1In so
doi ng, the exam ner is expected to make the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skil
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the

clai med invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir. 1988); Ashland O, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227
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USPQ 657, 664 (Fed. Cir. 1985); ACS Hosp. Sys., Inc. v.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essentia

part of conplying with the burden of presenting a prima facie

case of obvi ousness. Not e

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Cr. 1992). |If that burden is net, the burden then shifts to

the applicants to overcone the prinma facie case with argunent

and/ or evidence. (Cbviousness is then determ ned on the basis

of the evidence as a whole. See id.; In re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).
The exam ner's position (final rejection!, page 2) is
t hat Hama does not teach:
a) displaying the target area and the enl arged

di splay of the target area over an original view of
the target area; and

! I'ncorporated by reference into the exam ner's answer for both the
rejection of the clainms and the exaniner's response to the argunents set forth
in the brief (answer, pages 3 and 4).



Appeal No. 1997-3145 Page 7

Application No. 08/058, 199

b) automatically adjusting the position of the
target area and enlarged display area to preserve the
view of the target area.
To overcone these deficiencies of Hama, the examiner turns to
Berry (final rejection, page 3) for a teaching of selecting a
target area and automatically placing a rel ated wi ndow of
I nformation at positions which will not overlap the sel ected
target area. The exam ner additionally relies upon Waller
(id.) for a teaching of "a system which displays over an
original of a target area an enlarged view of the target
area." The exam ner concludes (id.) that it would have been
obvious to "automatically adjust the position of Hamas' [sic]
target area and enl arged di splay area over the original inmge
of the target area to give perspective to the observer and to
preserve the view of the target area.”

Appel I ants assert (brief, pages 7 and 8) that Berry
di scl oses a system for displaying HELP text. Wen a HELP nenu
is called up, a blank area in a selected quadrant of the
screen i s sought. However, the HELP nenu is not an enl arged
i mage of a portion of the original imge 11, and Berry "is not

even renotely related to the displaying wthout overlap of an
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enl arged i mage di splay region relative to an enl argenent
target region over an original inmage as recited in the
clainms."” Appellants further assert (brief, page 9) that
Wal | er does not teach a system which displays an enl arged
i mage over an original inmage. Appellants additionally assert
(brief, page 10) that the conbination of Hama, Berry and
Waller fails to teach the automatic arranging of the enl arged
I mage di splay region and the enl argenent target region based
on conditions such as the size of the enlarged i mage di spl ay
region, etc.

Hama di scl oses (col. 1, lines 62-67) that in the prior
art, "display of both a general enlargenent indicator and a
detail ed partial inage is known, but has the di sadvantage that
the operator cannot sinultaneously view the entire inmage.
This requires alternatively viewing the entire i mage and
sel ected portions of that imge." To solve this problem Hama
di scl oses
di splay of both the full original imge 22 on part of the
screen
6, including the general enlargenent indicator cursor 25

having cross-hairs 26, as well as an enl argenent (enl arged
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i mage di splay region) 23 of the partial image (enlargenent
target region) 25 defined by the cursor. The full origina

i mage 22 is displayed in reduced resolution, and the detail ed
partial image 23 is displayed in higher resolution. The

i mages 22, 23 are displayed in discrete first and second

di splay areas (col. 5, lines 14 and 15), i.e., the imges do
not overl ap.

Berry discloses (page 1) that in the prior art, a help
screen can be presented in a wi ndow on the sane screen from
whi ch hel p was called. However, the help information is
di spl ayed at a dedicated | ocation of the screen, which often
results in pertinent information being bl ocked from view
Alternatively, the help may be displayed on a separate screen
(page 3). Berry discloses dividing the screen into quadrants.
As shown in Fig. 1, a quadrant is sought having sufficient
bl ank space to position a m ni mum anount of neani ngful help.
If no quadrant exists with enough bl ank space to position a
m ni mal anount of neani ngful help, "a mniml anmount of
nmeani ngful help is witten into and over a portion of the
information in the 4th quadrant” (page 6). Moreover, Berry

di scl oses (page 7) that "help is witten over existing
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i nformati on which is not related to the operating point
[cursor], but as close as possible to the operating point."

In addition, Berry discloses (page 4) that "if the blank space
is |l arge enough to contain nore than a m ni mal anount of help,
the bl ank space can be filled with help." Berry further

di scl oses (page 6) that in determ ning which quadrant to
select, "[i]t is desirable not to have related infornation
overl ayed or covered up with help.” |In addition, the user can
adj ust the size and | ocation of the help information.

Further, Berry discloses (page 7 and figure 3) that instead of
di splaying help in a quadrant of the screen, the screen may be
di vided vertically if the screen is small. However, although
the right half of the screen is available for help
information, the entire original imge is not fully displayed.
As shown in figure 3, only information on the left side of the
screen is displayed.

Wth regard to Waller, the examner is silent as to the
portion of WAller being relied upon. Fromour review of
Waller, we find that Waller is directed to a zoom operati on
wherein a one-pixel wdth for each line of zooned i mnage can be

mai nt ai ned regardl ess of the degree of magnification of the
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zooned image (col. 1, lines 44-51). Wller discloses (figures
1C and 1D) an original image with an area 10 sel ected for

enl argenent. Another capability of the zoom operation is
shown in figure 2, where Waller discloses viewports 12 and 12A
for displaying an enlarged view 12A, of a portion of an inmage
along with the original imge 12. Willer discloses (col. 3
lines 39-43, See also col.7, lines 7, line 61 through col. 8,
line 31) that "[t]he present invention is capable of

di splaying up to 64 viewports, simultaneously, on the CRT
screen of the graphics display terminal. For sinplicity

pur poses, only two viewports are shown in FIG 2." Wller is
silent as to whether the up to 64 viewports that nay be

si mul t aneously di splayed on the CRT will be on top of the
original imge, whether they will cover the portion of the
image that is enlarged, etc. Willer additionally discloses
(col. 5, lines 19-27, col. 5, lines 52-60, and col. 6, |ines
16-25) that if two surfaces conprised of bit planes (figure 4)
are selected, two images will be displayed on the CRT, with
each i mage bei ng capabl e of being displayed i ndependently of

one anot her or superinposed upon one another to create a
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conposite image. An exanple of a conposite inmage is shown in
figure 1A

Thus, fromthe teachings of Hama, Berry, and Waller, we
find that because Hanma di scl oses overcom ng a problemin the
art (i.e., alternate viewing of the entire inmage and the
sel ected portion of the inmage) by placing the enlarged partia
i mage 23 on a separate portion of the display screen 6 from
the original image 22 and enl argenent indicator 25 so that the
entire imge can be viewed along with the partial inage, Hama
teaches away from overlaying the enlarged partial display 23
on top of the original display. W additionally find that

Berry discloses, inter alia, searching for a blank quadrant of

the screen to place the help information at a | ocation other
than the operating point (cursor); determ ning which quadrant
to choose based upon a quadrant having information related to
the requested information, and automatic sizing of the help
information to fill the blank area of the screen if the blank
area is |large enough. However, in Berry, the anount of help
i nformati on displayed by the systemis determ ned by the
amount of bl ank space available. In addition, Berry does not

di scl ose display of information already on the display screen.
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Nor does Berry disclose display of an enlarged portion of an
image that is on the screen, along with the inmage. Thus, we
find that the teachings of Berry are not conbinable with the
t eachi ngs of Hama

Wal | er teaches that two i mages may be superinposed or
di spl ayed i ndependently, and that an enlargenent of a partia
i mage may be di spl ayed next to the original inmge as viewports
on a display screen (figure 2). However, Waller does not neke
up for the deficiencies of Hama and Berry because we find no
showing in Wall er, nor has the exam ner pointed to any
suggestion, that a viewport of an original image wll have an
enl arged partial inmage that is displayed, w thout overl ap,
over the original imge and the portion of the i mage sel ected
for enlargenent (enlargenent target region).

In sum we find that Hama teaches away fromthe proposed
conbi nati on advanced by the exam ner, and that the only
suggestion for the proposed conbi nati on of Hana, Berry, and
Wal | er cones from appel |l ants' disclosure. W note, however,
that i ndependent claim 36, in contrast to the other
I ndependent cl ai ns 31-35, does not disclose that the enl arged

i mage di splay is displayed over the entire original inmage (or
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predeterm ned information of claim31l). However, as asserted
by appellants (brief, page 17) the conbination of Hama, Berry,
and WAl | er does not teach or suggest the clained "neans for
providing priority to one of a plurality of selected
conditions . . . enlarged inage display region.” W find no
teaching of this [imtation in the prior art applied by the
exam ner, and the exam ner has not pointed to any teaching in
the prior art that woul d suggest "nmeans for providing priority
to one of a plurality of selected conditions . . . enlarged

i mge display region."” Accordingly, we find that the exam ner

has not established a prima facie case of obvi ousness of

clains 5-12, 14-20, 22-26, and 31-36. The rejection of clains
5-12, 14-20, 22-26, and 31-36 under 35 U.S.C. § 103 is
therefore reversed.

W turn next to the rejection of dependent claim 19 under
35 U S.C 8§ 103, where the examner additionally relies upon
the teachings of Stadler. As Stadler does not make up for the
deficiencies of the basic conbination of Hama, Berry, and
Waller, the rejection of claim19 is therefore reversed.

We turn next to the rejection of clains 27-30 under 35

U S.C. 8 103, where the exami ner additionally relies upon
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Tabata. As Tabata does not make up for the deficiencies of

t he basic conbi nation of Hama, Berry, and Waller, the

rejection of clainms 27-30 is therefore reversed.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainms 5-12, 14-20, 22-36 under 35 U. S.C. § 103 is reversed.

REVERSED

KENNETH W HAI RSTON )
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