TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 10

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-3198
Application No. 08/502,408*

Bef ore CALVERT, ABRAMS and PATE, Adm nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-3, which constitute all of the
clainms remaining of record in the application.

The appellant's invention is directed to a high-torque

qui et gear. The subject natter before us on appeal is

! Application for patent filed July 14, 1995.
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illustrated by reference to claim11, which has been reproduced

in an appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

G i bben 1, 785, 812 Dec. 23,
1930
Kiser, Jr. (Kiser) 4,078, 445 Mar. 14,
1978

THE REJECTI ONS

Claims 1 and 2 stand rejected under 35 U. S.C. 8§ 102(b) as
bei ng antici pated by G bben.

Clainms 1-3 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over G'i bben in view of Kiser.

The rejections are explained in the Exam ner's Answer.

The opposing viewpoints of the appellant are set forth in

the Bri ef.

OPI NI ON

New Rej ections By The Board
of Patent Appeals and Interferences
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At the outset, pursuant to our authority under 37 C F.R
8§ 1.196(b), we enter the foll ow ng new rejections:

(1) Cdainms 1-3 are rejected under 35 U.S.C. § 112, first
par agraph, as the specification does not contain a description
of the invention as presently set forth in the clains.

Claim1 recites an inner hub having a plurality of
circunferentially spaced el ongated arns extending radially
outwardly, an outer ring nenber having a plurality of
circunferentially spaced el ongated teeth extending radially
inwardly and received in the spaces between the el ongated
arms, and a relatively inconpressible elastoneric nmenber
received in space between the side surfaces of the arns and
the teeth. The opposed adj acent side surfaces of the arns and
the teeth extend substantially parallel to one another. The
rel ati onship between the arns and the teeth further requires

“said arns and said teeth internmeshing substantially entirely

along an entire length of said side surfaces” (enphasis
added), and this gives rise to the problemunder the first
par agr aph of Section 112.

The Iimtation quoted above was added by the first

anmendnent (Paper No. 3). It was not present in the origina
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clainms, nor does it appear in the specification. Wth regard
to the relationship between the opposed side surfaces of
adj acent arns and teeth, the specification teaches only that

they “at least partially overlap” (pages 4 and 6; enphasis

added), which clearly provides no support for “substantially
entirely.” Sone degree of overlap is shown in the draw ng,
but no anplifying information is provided fromwhich the
percent of overlap shown can be determ ned. Thus, fromthe
original disclosure, there is no support for the phrase in
i ssue, that is, one of ordinary skill in the art receives no
gui dance in the specification with regard to the neaning to be
attached to “substantially entirely” along an entire | ength.
The test for determning conpliance with the witten
description requirenent is whether the disclosure of the
application as originally filed reasonably conveys to the
artisan that the inventor had possession at that tinme of the
| ater cl ai med subject natter. See Vas-Cath Inc. v. Mahurkar,
935 F.2d 1555, 1562-1563, 19 USPQ2d 1111, 1116 (Fed. G
1991). Here, we are of the view that the original disclosure
does not neet this requirement with regard to the
“substantially entirely” limtation |ater added by the
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appel l ant, and therefore does not satisfy the witten
description requirenent of 35 U S.C. § 112, first paragraph.

(2) Cainms 1-3 also are rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite in that they fail to
particularly point out and distinctly claimthe subject matter
whi ch the appellant regards as the invention.

Because a patentee has the right to exclude others from
maki ng, using and selling the invention covered by the patent
(35 U.S.C. 154), the public nmust be apprised of exactly what
the patent covers, so that those who woul d approach the area
circunscribed by the clains of a patent nay readily and
accurately determ ne the boundaries of protection involved and
eval uate the possibility of infringenent and dom nance. It is
to this that the second paragraph of 35 U S.C. 112 is
directed. See In re Hammack, 427 F.2d 1378, 1382, 166 USPQ
204, 208 (CCPA 1970). It is our view that the phrase
“substantially entirely along an entire I ength of said side

surfaces,” which appears in independent claiml1, is
I ndefinite.
As we pointed out above with regard to the rejection

under the first paragraph of Section 112, the origina
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di scl osure of the appellant’s invention does not include this
| anguage. The only clue provided in the specification as to
the extent of overlap of the opposed sides of the arns and
teeth in the appellant’s invention is that they “at | east
partially overlap” (pages 4 and 6). This not only is not
synonynous with “substantially entirely” but is, in our view,
contradictory thereof, which fuels the issue of what
constitutes “substantially entirely.” Turning to the common
definitions of these two words does not alleviate the
situation.? Wen a word of degree is used in a claim the
speci fication nust provide sonme standard for neasuring that
degree, so that one of ordinary skill in the art would

under stand what is clainmed when the claimis read in |ight of

the specification. See Seattle Box Co., Inc. V. Industria
Crating & Packing, Inc., 731 F.2d 818, 824, 221 USPQ 568, 574

(Fed. Cir. 1984). In the present case, it is our viewthat

one of ordinary skill in the art would not be so taught.

2 “Substantially” is defined as considerable in quantity,
but not wholly, and “entirely” neans largely, but not the ful
extent, Merriam Wbster’s Collegiate Dictionary, Tenth
Edition, 1996, pages 1174 and 386.
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Thus, it is our view that the netes and bounds of the
appel lant’s clains cannot be determned. This is illustrated
by considering that the appellant has urged that the G bben
arrangenent di splays a 50-60 percent overlap and thus does not
fall within the scope of the invention as recited in the
clains (Brief, page 6), even though such an overlap clearly
falls within the “at least partially overlap” scope of the
i nvention as described in the specification. How nmuch
i ntermeshing of arns and gears is necessary to fall within the
scope of claiml1 is indeterm nable to one of ordinary skill in
the art fromthe record before us.

The Exam ner’s Rejections

When no definite neaning can be ascribed to certain terns
in aclaim the subject natter does not becone unpatentabl e,
but rather the claimbecones indefinite. See In re WIson,
424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970). Since it
is clear to us that considerabl e specul ati on and assunptions
are necessary to determ ne the netes and bounds of what is
bei ng cl ai med, and since a rejection cannot be based upon

specul ati on and assunptions, we are constrained not to sustain
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the examiner's rejections. See In re Steele, 309 F.2d 859,

862, 134 USPQ 292, 295 (CCPA 1962). W hasten to point out,
however, that this action should not be construed as an

i ndication that the clained subject matter woul d have been
pat ent abl e over the prior art cited against the clains. W
have not addressed that issue, for to do so would require on
our part the very specul ati on which fornmed the basis of our

rejection under the second paragraph of Section 112.
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SUMVARY

The rejection of clains 1 and 2 under Section 102(b) is
not sust ai ned.

The rejection of clains 1-3 under Section 103 is not
sust ai ned.

New rejections of clains 1-3 have been entered under the
first and second paragraphs of Section 112.

The decision of the exam ner is reversed.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new



Appeal No. 97-3198
Application No. 08/502,408

ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED, 1.196(b)
| AN A. CALVERT )
Adm ni strative Patent Judge)
)
)
NEAL E. ABRAMS ) BQOARD OF
PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
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WLLIAM F. PATE, |11
Adm ni strative Patent Judge

)
)
)
)
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O fice of Counsel

Bui | ding 112T

Naval Undersea Warfare Center
Di vi si on Newport

Newport, Rl 02841-1708
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