TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting claim1l1, which is the only claimrenaining

of record in the application.

Application for patent filed Decenber 21, 1994.
1
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The appellant's invention is directed to a video cassette
recorder reel table driving device. The claimon appeal can

be found in an appendix to the Appeal Brief.

THE REFERENCES

The reference relied upon by the exam ner to support the

final rejection is:

Japanese application (Akagi)? 58- 150158 Sep
6, 1983

THE REJECTI ONS

Claim1 stands rejected under 35 U.S.C. § 102(b) as being
antici pated by the Japanese reference.

Caim1 also stands rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over the Japanese reference.?

The rejections are explained in the Exam ner's Answer.

2Qur understanding of this reference has been obtained
froma PTO translation, a copy of which is encl osed.

*These rejections were set forth in the Exam ner’s Answer
as being in the alternative.
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The opposi ng vi ewpoi nts of the appellant are set forth in

the Appeal Brief.

OPI NI ON
The Rej ection Under Section 102
Anticipation under 35 U . S.C. §8 102(b)is established
only when a single prior art reference discloses, either
expressly or under the principles of inherency, each and every
el ement of the clained invention. See In re Paulsen, 30 F.3d
1475, 1480-1481, 31 USPQ2d 1671, 1675 (Fed. GCir. 1994).

The claimbefore us is directed to a reel table driving
device for use in a video cassette recorder. The nechanism
requires, inter alia, a pair of idlers disposed adjacent to a
supply reel table and a take-up reel table, with each of the
idlers including axially spaced first and second gears with

said second gear of the first idler having nore

teeth than the first gear of the first idler to

rotate the supply reel table at a relatively high

speed, and said second gear of the second idler has

[sic, having] fewer teeth than the first gear of the

second idler to rotate the take-up reel table at a
relatively | ow speed.
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There is no explicit teaching in the Japanese reference
that the first and second gears of the idlers have different
nunbers of teeth, nmuch less that they be arranged on the two
gear sets in the manner specified. Mreover, since the first
and second gears of each of the idlers appear fromthe
drawi ngs to be of the sanme dianeter, in the absence of
anplifying information the presunption is that each has the
sane nunber of teeth, in our view For these reasons, we
agree with the appellant that the Japanese reference fails to
di scl ose all of the subject natter recited in the claim and
thus the rejection on the basis of anticipation cannot be
sust ai ned.

The Rej ection Under Section 103

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ
871, 881 (CCPA 1981). However, the nere fact that the prior
art structure could be nodified does not nake such a

nodi fication obvious unless the prior art suggests the
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desirability of doing so. See In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).

As we stated above, there is no explicit teaching in the
Japanese reference that the first and second gears of each
I dl er have different nunbers of teeth. It is the examner’s
position, however, that it would have been obvious to one of
ordinary skill in the art “to provide a difference in the
nunber of gear teeth between the stepped gears to obtain a
desired gear ratio based upon the intended use” (Answer, page
4). W do not agree.
The gear ratio “desired” in the reference apparently is 1:1,
that is, the sane nunber of teeth on each gear. W fail to
percei ve any teachi ng, suggestion or incentive which would
have | ed one of ordinary skill in the art to alter this ratio
to nmeet the terns of the claim other than the hindsight
accorded one who first viewed the appellant’s disclosure.
This, of course, is
i mper m ssi bl e.

This rejection also wll not be sustained.

SUMVARY
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Nei t her of the rejections is sustained.

The decision of the exam ner is reversed.

REVERSED

BRUCE H. STONER, JR., Chi ef
Adm ni strative Patent Judge
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NEAL E. ABRAMS ) BQOARD OF
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LAWRENCE J. STAAB
Adm ni strative Patent Judge
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