TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 97-3298
Appl i cati on 08/ 349, 426

Bef ore COHEN, MEI STER, and ABRAMS, Admini strative Patent
Judges.

ABRAMS, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner

Application for patent filed Decenber 5, 1994. According
to appellant, this application is a continuation-in-part of
Application 08/058,450, filed May 7, 1993, now Patent No.
5,372, 510.
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finally rejecting clains 1, 3, 6-9, 11, 13 and 14, which
constitute all of the clainms remaining of record in the
appl i cation.

The appellant's invention is directed to a shoel ace tying
hel per. The subject matter before us on appeal is illustrated
by reference to claim1l, which reads as follows:

1. A shoe device and shoel ace conbi nation for use by
young children or the handi capped, which includes a shoel ace
having first and second opposite end portions that can be tied
in a bow, by first formng said first end portion into a
shoel ace | oop, characterized by:

sai d shoe device includes a marking that represents the
shape and general position of said shoelace |oop, to help a
child or handi capped person form and position the loop, with

said marking including at |east one |ine extending along a
| oop that is elongated rather than circul ar.

THE REFERENCE

The reference relied upon by the exam ner to support the
final rejection is:
Bonfigli 4,017, 984 Apr. 19,

1977

THE REJECTI ON

Clainms 1, 3, 6-9, 11, 13 and 14 stand rejected under 35
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U S.C. 8 103 as being unpatentable over Bonfigli
The rejection is explained in the Exam ner's Answer.
The opposing viewpoi nts of the appellant are set forth in

the Brief and the Reply Brief.

CPI NI ON

In reaching our decision on the issues raised in this
appeal, we have carefully assessed the clains, the prior art
appl i ed agai nst the clainms, and the respective views of the
exam ner and the appellant as set forth in the Answer and the
Briefs. W also have recogni zed that the exam ner bears the
initial burden of presenting a prima facie case of obvi ousness
(see In re Rjckaert, 9 F.3d 1531, 1532, 28 USP@d 1955, 1956
(Fed. Cir. 1993)), which is established when the teachi ngs of
the prior art itself would appear to have suggested the
cl ai med subject matter to one of ordinary skill in the art
(see Inre Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 (Fed.
Cir. 1993)). This is not to say, however, that the clai ned
i nvention nust expressly be suggested in any one or all of the

references, rather, the test for obviousness is what the



Appeal No. 97-3298
Application No. 08/349, 426

conbi ned teachings of the references woul d have suggested to
one of ordinary skill in the art (see Cable Electric Products,
Inc. v. Genmark, Inc., 770 F.2d 1015, 1025, 226 USPQ 881, 886-
87 (Fed. Cir. 1985)), considering that a concl usion of

obvi ousness may be nade from conmmon know edge and conmobn sense
of the person of ordinary skill in the art w thout any
specific hint or suggestion in a particular reference (see In
re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969)),
with skill being presuned on the part of the artisan, rather
than the lack thereof (see In re Sovish, 769 F.2d 738, 742,
226 USPQ 771, 774 (Fed. Cir. 1985)).

The sole reference cited against all of the clainms is
Bonfigli which, like the appellant’s invention, is directed to
a shoe tying instructional device. Bonfigli discloses a
rectangul ar panel (12) upon which the outline of a shoe has
been depi cted, and upwards from whi ch extends a pair of flaps
(14, 16) provided with holes (30, 32) for receiving a shoe
| ace. Sone directional |andmarks are provided on the panel,
in the formof three circles with the nunerals 1, 2 and 3

i nscribed therein. A tab (46) is provided beneath one of the
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side flaps to hold down the center of a shoe |ace before
| acing i s comenced.

The appel |l ant has taken issue with only one of the
aspects of the examner’s rejection of claiml, and that is
the shape of the marking on the device that represents the
shoel ace | oop. The claimrequires that the marking be “at
| east one line extending along a |oop that is el ongated rather
than circular.” Bonfigli does not explicitly disclose a
mar king which illustrates the clained el ongated | oop. What
Bonfigli teaches is that the user places a finger on the
nuneral “3,” and then | oops one lace around it to form one
| oop of a “bow’ (colum 2, lines 28-31). As illustrated in
Figure 4a, the loop thus forned follows the |line defining the
circunference of the circle within which the nuneral is
| ocated for a major portion of its |ength, whereupon it
beconmes el ongated (Figure 4a).

We agree with the exam ner that one of ordinary skill in
the art would have found it obvious to additionally mark the
Bonfigli device with an elongated |oop to assist the user in

formng the correct |loop configuration. W arrive at this
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conclusion in view of the teaching in the reference that the
shoe lace fornms the | oop of a bow, which in our view
conventionally is considered to be el ongated, as well as the
depiction in Figure 4a of an elongated | oop. Suggestion for
this is found in the self-evident advantage of providing the
nost accurate directions possible to the user, and in the
explicit use of markings by Bonfigli along which the | aces are
to be disposed (Fig. 1, markings 36 and 38).

A prima facie case of obviousness therefore is
established with regard to the subject matter of claim1, and
we shall sustain the rejection of this claim

Caim3 adds to claiml the requirenent that there be a
hol down “lying substantially along said |ine” which marks the
shoe | ace I oop. The reference discloses a hol down (46)
| ocat ed bel ow the side flaps (colum 2, lines 51 and 52). It
is adjacent to the mdpoint of the shoe lace, and its function
is to hold the center portion of the lace in place under the
side flaps, akin to the function of the holes in the
appel lant’s device. It therefore does not neet the terns of

the claim for it does not lie along the Iine of the shoe |ace
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| oop, or anywhere near enough to be considered to be
“substantially along” it.

In view of the above, we are of the opinion that a prina
faci e case of obviousness has not been established, and we
will not sustain the rejection of claim3.

Claim6 adds to claim1l the requirenment that the first
and second ends of the shoe |ace be of different colors, and
the marking be of the sane color as the first end. W agree
with the exam ner that this would have been obvi ous,
suggestion being found in the teaching of Bonfigli of using
col or matchi ng between the shoe | ace and ot her conponents of
the device to enhance its teaching function (colum 2, lines
1-12). The rejection of this claimis sustained.

I ndependent claim7 sets forth a shoe device and shoe
| ace conbi nation conprising a plate having a front portion
with a rounded perineter and largely parallel sides Iying
rearwardly thereof to represent the outline of a child s shoe
as seen in plan view, and which is marked in the front to
represent the front portion of a shoe. The Bonfigli device

conprises a rectangul ar plate upon which the outline of a shoe
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is depicted. Thus, its perineter is not in conformty with
the | anguage of the claim The exam ner is of the viewthat
it would have been obvious to cut away non-essential portions
of the plate, |eaving the shoe as an outline of the perineter.
However, we fail to perceive any teachi ng, suggestion or

i ncentive which would have | ed one of ordinary skill in the
art to make such a nodification, especially in view of the
fact that the patentee contenplates using the device as an
insert in a rectangul ar shoe box top (Figure 7).

A prima facie case of obviousness has not been
established with regard to claim7, and we therefore will not
sustain the rejection. It follows that the rejection of
claims 8 and 9, which depend fromclaim7, also cannot be
sust ai ned.

The hol down that we deci ded above with regard to claim3
is not taught by Bonfigli also is recited in independent claim
11. W therefore will not sustain the rejection of claim1l

or dependent clains 13 and 14.
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SUMVARY

The rejection of clainms 1 and 6 is sustained.

The rejection of clains 3, 7-9, 11, 13 and 14 is not
sust ai ned.

The decision of the examiner is affirnmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR 8§ 1.136(a).
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