TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before FLEM NG, LALL and BARRY, Adninistrative Patent Judges.

LALL, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection? of clainms 20

to 28.

The disclosed invention pertains to a pledge card for

! Application for patent filed June 6, 1994.

2An amendnent after final [paper no. 15] was filed and
its entry approved [paper no. 16], however, it did not nake

any changes to the clains.
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unl ocki ng a pl edge | ock used to | ock one shopping cart to a
string of other carts. The insertion of the card noves a
control menber which unlocks a closure bolt, which rel eases a
coupling nenber of an adjacent cart and the cart can be
rel eased. The card is seized and retained in the rel eased
cart and is released fromthe cart only when the cart is
brought back and coupl ed back to the string of carts. The
invention is further illustrated by the follow ng cl aim
Representative claim20 is reproduced as foll ows:

20. In conbination with at | east two carts, a |lock
system conpri si ng:

a pledge I ock on one of said carts;

a | ocking nenber of the other of said carts receivable in
sai d pledge | ock and rel easabl e thereform

a card for operating said pledge |ock, said card having
al ong an edge or on a surface thereof at |east one recess or
at | east one projection constituting a formation specific to
said card and distinguishing said card fromcards free from
said formation; and

bolt rel ease and card seizure neans in said | ock operated
by said formati on upon insertion of said card into said |ock
for releasing said nenber and seizing said card and for
retaining the seized card until the nenber associated with the
other cart is inserted into said |ock.

The references relied on by the Exam ner are:
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Randal | et al. (Randall) 3,629, 834 Dec. 21
1971

Crafton 3, 906, 447 Sep. 16, 1975

Ki | born 4,527, 052 Jul . 2, 1985

Lo 4,627, 252 Dec. 9, 1986
Secki nger et al. (Seckinger) 4,686, 358 Aug. 11,
1987

Lepage et al. (Lepage) 5, 069, 324 Dec. 3, 1991

Clains 20 to 28 stand rejected under 35 U . S.C. 8 103 over
various conbi nations of Randall, Crafton, Kilborn, Lo,
Secki nger and Lepage.

Ref erence is nade to Appellant’s brief and the Exam ner's
answer for their respective positions.

OPI NI ON

W have considered the record before us and we w ||
reverse the rejection of clains 20 to 28.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the Examiner is expected to nake the factua

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467
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(CCPA 1966), and to provide a reason why one having ordinary
skill in the pertinent art would have been led to nodify the
prior art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,

suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825 (1988); Ashland Q1. Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U. S. 1017 (1986); ACS Hosp. System, Inc. V.

Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These show ngs by the Exam ner are an essenti al

part of conplying with the burden of presenting a prinma facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. G r. 1992).
Furthernmore, the Federal G rcuit states that “[the] nere
fact that the prior art may be nodified in the manner

suggested by the Exam ner does not nake the nodification
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obvi ous unless the prior art suggested the desirability of the

nmodi fication.” 1Inre Fitch, 972 F.2d 1260, 1266 n. 14, 23

UsP2d 1780, 1783-84 n.14 (Fed. GCr. 1992), citing In re
Gordon, 773 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cir
1984). “Cbvi ousness may not be established using hindsight or

in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. V. SGS

| nporters Int’l, 73 F.3d at 1087, 37 USPQ 2d at 1239 (Fed.

Cr. 1995), citing W_Lish. Gore & Assocs., v. Grlock, Inc.,

721 F.2d 1551, 1553, 220 USPQ 311, 312-13 (Fed. G r. 1983).
Next we review the rejections of the different clains.

Clains 20 to 24 and 28

These cl ai s have been rejected as bei ng obvi ous over Lo
in view of Lepage and Kilborn. Lo discloses a generic card
| ock. Lepage shows a string of carts | ocked to each other
using a non card (conventional) lock. Kilborn teaches a user

card being seized and retained by an autoteller. The Exam ner



Appeal No. 1997-3483
Appl i cation 08/254,575

asserts [answer, page 3] that “[i]t would have been obvi ous

that the structure of the | ocking nmechanismof Lo could be
nodi fied to operably connect shopping carts as taught by
Lepage.” Realizing that this conbination is still deficient,
t he Exam ner contends [answer, page 4] that “[i]t would have
been obvious ... to provide a card retaining neans as taught
by Kilborn in the card lock of Lo.” Appellant argues that
none of these references teaches or offers any suggestion to
conbi ne these references and concl udes [brief, page 6] that
“what we have here is a conbination of nonanal ogous art based
on hindsight, a rejection made with eyes taught by the instant
i nvention.”

We are persuaded by Appellant’s argunents. The card
means of Kilborn are seized and retained for a totally
di fferent purpose or reason and are not at all suggestive of
the use of a card for a | ocking nechani smas contenpl ated by
the invention and clained in independent claim?20. Even if
conbi nabl e, there would be still lacking in the conbination
the limtation of “bolt release and card seizure neans in said

lock ... for releasing said nenber and card seizing said card
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and for retaining the seized card until the nmenber associ ated
with the other cart is inserted into said lock.” (daim 20,
lines 11 to 15).

Therefore, we do not sustain the rejection of independent
cl aim 20 and, hence, of dependent clains 21 to 24 and 28.

C aim 25

Thi s cl ai m depends on claim?20 and has been rejected as
bei ng obvi ous over Lo in view of Lepage and Kil born, and
further in view of Crafton. The additional reference, Crafton
does not cure the above noted deficiency of Lo, Lepage and
Kil born. Therefore, we do not sustain the rejection of claim

25 over Lo, Lepage, Kilborn and Crafton.

Cl aim 26

This cl ai m depends on claim?20 and is rejected over Lo in
vi ew of Lepage and Kil born, and further in view of Seckinger.
However, Seckinger still does not neet the above noted

deficiency of the conmbination of Lo, Lepage and Kil born.
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Therefore, we do not sustain the rejection of claim26 over
Lo, Lepage, Kilborn and Secki nger.

daim 27

This claimal so depends on claim 20 and is rejected over
Lo in view of Lepage and Kil born, and further in view of
Randal | . The additional reference, Randall, does not neet the
above noted deficiency of the conbination of Lo, Lepage and
Kil born. Therefore, we do not sustain the rejection of claim

27 over Lo, Lepage, Kilborn and Randall.

I n conclusion, we have reversed the decision of the
Exam ner rejecting clains 20 to 28 over various conbi nations

of Lo, Lepage, Kilborn, Crafton, Seckinger and Randall.
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REVERSED

M CHAEL R. FLEM NG
Adm ni strative Patent Judge
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