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KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 3, 5, 7, 8, 10, and 12-16.' No ot her
clainms remain pending in this application.

Appel lants' invention relates to a diesel fuel
conposition including specified anounts of dinethyl ether,

wat er and met hanol. An understandi ng of the invention can be

1 W note that claim9 stands rejected as mai ntai ned by
the examner in the final rejection. Appellants have not
appealed fromthe final rejection of claim9 (brief, page 4).
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derived froma reading of exenplary claim1, which is
repr oduced bel ow.

A di esel fuel conposition conprising from
about 85 to about 95 wei ght percent of dinethyl
ether, fromabout 1 to about 20 wei ght percent
of water, and from about 1 to about 20 wei ght
percent of nmethanol, wherein the | owest
concentration of methanol in weight percent,
mn. nmeth. conc., that is permtted in the
di esel fuel conposition containing a given water
concentration in weight percent,

water conc., is defined by the relationship

00 min. meth. conc.6 0.5 (water conc.)-2.6
and the | argest concentration of methanol
in weight percent, max. meth. conc., that
is permtted in the diesel fuel containing
a given water concentration in weight
percent is defined by the relationship

max. neth. conc. 0 20-0.6(water

conc.).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Neel y 2,708, 922 May 24,
1955
Brown et al. (Brown) 3, 846, 088 Nov. 05,
1974
Norton et al. (Norton) 4,603, 662 Aug. 05,
1986
G o%? 654, 470 Dec. 20,
1937

(German Patent)

2 Al references to Go$ in this decision are to the
Engl i sh | anguage transl ation of the German Patent of record.
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Claims 1, 3, 5, 7, 8, 10 and 12-16 stand rejected under
35 U.S.C. 8 102(b) as anticipated by or, in the alternative,
under 8 103 as bei ng unpatentable over G 0$ (Gernman Patent
No. 654,470). dCdainms 1, 3, 5, 7, 8, 10 and 12-16 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over

Norton in view of Neely and Brown.

CPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

§ 102(b)/ 8 103 Rejection over G 0%

In order for a clained invention to be anticipated under
35 U.S.C. § 102(b), all of the elenents of the claimnust be
found in one reference. See Scripps dinic & Research Found
v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQd 1001, 1010
(Fed. Cir. 1991). The exam ner has the initial burden of
establishing a prima facie case of anticipation by pointing
out where all of the claimlimtations appear in a single

reference. See In re Spada, 911 F.2d 705, 708, 15 USPQRd
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1655, 1657 (Fed. Cir. 1990); In re King, 801 F.2d 1324, 1327

231 USPQ 136, 138-39 (Fed. G r. 1986).

Al'l of the appealed clains require that the diesel fuel
conposition includes water in an anount of from about 1 to
about 20 weight percent in addition to nmethanol and dinethyl
ether. The nethanol content nust not only be present in an
anount of fromabout 1 to 20 wei ght percent, but nust al so be
present in an anmount relative to the anount of water present
as set forth in the m nimum and maxi num concentration fornul as
set forth in appealed claim1. According to appellants, such
constraints on the relative amounts of nethanol and water in
the fuel conposition result in the prevention of phase
separation and the avoi dance of poor ignition properties
(specification, page 5, lines 1-26).

The exami ner has not pointed to any disclosure in Go$
t hat describes the water content of that patent’s discl osed
fuel mxture in any specified anmount, | et alone the herein
cl ai mred amount. The exam ner argues that "[w] ater
concentrations are known to be inherently present in ether and
nmet hanol during production” (answer, page 4). However,

appel l ants have pointed out that G o$ discloses that water
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made during production of dinmethyl ether is separated
therefromby G o$ (brief, page 7).

As expl ai ned above, the appealed clains do not nerely
require that there is some water in the fuel conposition, but
that water is present in a specified anount relative to the
total conposition and that the weight percent of nethanol in
the conposition is constrained by the anount of water present.
Those limtations are lacking in G o$ s described fuel
conposition. In this regard, the exam ner’s specul ation
regardi ng the anmount of water that may be present in the fuel
conposition of G o$ after a water separation step (answer,
page 7) is not sufficient to establish that the conposition of
G 0% woul d necessarily contain an anount of water
corresponding to that required by appellants’ clains.

The exam ner, therefore, has not carried the burden of
establishing a prima facie case of anticipation by pointing
out where all of the claimlimtations appear in a single
reference. Consequently, we reverse the rejection under 35
U S C § 102(b).

In the alternative rejection under 35 U.S.C. 8§ 103 over

G 0%, the exam ner does not further explain why it would have
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been prima facie obvious to one of ordinary skill in the art

to nodify the conposition of G o$ such that the herein claimed
conposition would result from such nodification. Accordingly,
we reverse the rejection under 35 U.S.C. § 103.
8 103 Rejection over Norton, Neely and Brown

Simlar to the discussion regarding the G o$ patent
above, the applied Norton patent sinply does not teach or
suggest a diesel fuel conposition containing an anount of
di met hyl ether, nethanol and water as herein clained. W note
that the exam ner particularly refers to exanples 1, 3, 4 and
5.1 of Norton (answer, page 4). However, our review of those
exanpl es reveal s that the conpositions of exanples 1, 2 and 4
of Norton included only 5% di met hyl ether and exanple 5.1
i ncl uded 20% di met hyl ether, not 85-95% as herein clai nmed.
Al so, no water was described as being present in any of those
exanples. Exanples 2 and 4 did not even include nethanol, |et
al one an anount thereof within the herein clainmed range.
Neel y and Brown do not make-up for the deficiencies of Norton.
Neely is concerned with a primng fuel and does not teach that
primng fuel contains water in the anount herein clained.

Brown is concerned with high octane gasoline that includes a
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branched chain ether conponent, not a dinethyl ether
cont ai ni ng di esel fuel.

From our perspective, the exam ner has not satisfactorily
expl ai ned why one of ordinary skill in the art would have been
led to nodify the conposition of the diesel fuel of Norton in
light of the teachings of Neely and Brown so as to arrive at
the herein clained fuel conposition. How would the primng
fuel teachings of Neely or the high octane gasoline conponents
produced as suggested by Brown | ead one of ordinary skill in
the art to effect a nodification in the diesel fuel of Norton?
On this record, we are constrained to reverse the stated

rejection over the conbined teachings of those references.
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CONCLUSI ON

The decision of the examner to reject clains 1, 3, 5, 7,
8, 10 and 12-16 under 35 U.S.C. § 102(b) as anticipated by or,
in the alternative, under 8 103 as bei ng unpat entabl e over
G 0% (Gernman Patent No. 654,470) and to reject clainms 1, 3, 5
7, 8, 10 and 12-16 under 35 U. S.C. 8 103 as bei ng unpatentabl e

over Norton in view of Neely and Brown is reversed.

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge
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