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Appeal No. 97-3561
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This is a decision on the appeal under 35 U.S.C. § 134
fromthe exam ner’s rejection of clains 1-20, which constitute
all the clains in the application. An anmendnent after fina
rejection was filed on August 16, 1996 but was denied entry by
t he exam ner.

The invention pertains to an interferoceiver and a
nmet hod for operating an interferoceiver. Mre particularly,
an RF signal train generator is provided with one or nore RF
del ay | oops. The RF delay | oops store received RF signals,
generate replicas of the stored signals, and align and vary
the alignnments of the regenerated replicas.

Representative claim1l is reproduced as foll ows:

1. An interferoceiver conprising an RF signal train
generator; wherein the RF signal train generator conprises one
or nore RF delay |oops; wherein the RF signal train generator
further conprises neans for receiving RF sighals froma
source; wherein the RF delay | oops conprise nmeans for storing
received RF signals, for regenerating replicas of stored RF

signals, for aligning and varying alignnments of regenerated
replicas.

The exam ner relies on the follow ng references:

Wever ka 5,144, 468 Sep. 01,
1992
Ki asal eh 5,319, 438 June 07,
1994
Li psky 5,331, 453 July 19,
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1994
Shaw 5,442,720 Aug. 15,
1995

(filed Mar. 21,
1994)

Clains 1-20 stand rejected under 35 U . S.C. § 112,
first paragraph, as being based on an i nadequate disclosure.
a ains

1, 9 and 17 also stand rejected under 35 U.S.C. § 102 as being

antici pated by the disclosures of Wverka, Kiasaleh or Lipsky.
Finally, clains 2-8, 10-16 and 18-20 al so stand rejected under
35 U.S.C. 8 103. As evidence of obviousness the exam ner
of fers Weverka, Kiasaleh or Lipsky in view of Shaw

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the exam ner as support for the
prior art rejections. W have, |ikew se, reviewed and taken
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into consideration, in reaching our decision, the appellant’s
argunments set forth in the briefs along wwth the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the disclosure in this application describes
the clained invention in a manner which conplies with the
requi renents of
35 U.S.C. 8 112. W are also of the view that the inventions
of clainms 1, 9 and 17 are not fully net by any of the
di scl osures of Weverka, Kiasaleh or Lipsky. W are further of
the view that the collective evidence relied upon and the
| evel of skill in the particular art woul d not have suggested
to one of ordinary skill in the art the obviousness of the
invention as set forth in clains 2-8, 10-16 and 18- 20.
Accordingly, we reverse.

We consider first the rejection of clains 1-20 under
the first paragraph of 35 U S.C. 8§ 112. The final rejection
i ndicated that the disclosure was enabling only for clains
limted to an RF signal train generator and interferoceiver
which is optical fiber based [page 2]. |In the answer the
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exam ner observes that “Appellant has failed to point out
exactly where in the original specification provides support
for a non-optical fiber based RF signal train generator and
I nterferoceiver”

[ page 5].

We note that the clains do not recite that the RF
generator and interferoceiver are non-optical fiber based, but
rather, recite these elenents generically, that is the clains
include within their scope both optical fiber based el enents
and non-optical fiber based el enents. Appellant has discl osed
as the preferred enbodi nent an optical fiber based system
The exam ner has not questioned that this nore specific
enbodi nent i s adequately discl osed.

The exam ner’s rejection is tantanount to a rejection of these
cl ai nms on undue breadth.

Wth respect to the exam ner’s request that appell ant
point to support in the disclosure for a non-optical fiber
based system appellant points to page 15 of the specification
wherein it is stated:

As the technol ogy evol ves, instead of
optical fibers, new means may becone

avai l abl e to us for designing new
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variations of RF signal train
generators and interferoceivers. Thus
the scope of the invention should be
determ ned by appended cl ai ns and
their | egal equivalent, rather [than]
by the exanpl es presented here.
The exam ner has not responded to the nmerits of appellant’s
position in relying on this portion of the specification for
di scl osure support under 35 U.S.C. § 112.
W will not sustain this rejection. The exam ner
does not contest that the disclosure satisfies 35 U.S.C. § 112
for the invention using optical fiber based elenents. W are
aware of no requirenent that forces appellant to narrow his
claimed invention to be commensurate in scope with the
preferred enbodinent. |In fact, the general rule is that an
i nventor can claimhis invention as broadly as the prior art
permts. Additionally, the exanminer’s only rationale in
support of this rejection is rebutted by the specification as
noted by appellant in the reply brief. The exam ner has
of fered no response to appellant’s reply brief, and we find
appel lant’s position to be legally and factually correct.
We now consider the rejection of clains 1, 9 and 17

under 35 U. S.C. 8 102 as anticipated by the disclosure of
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Wever ka, Kiasal eh or Lipsky. Anticipation is established only
when a single prior art reference discloses, expressly or
under the principles of inherency, each and every el enent of a
clainmed invention as well as disclosing structure which is

capabl e of performing the recited functional limtations. RCA

Corp. v. Applied Digital Data Systens, Inc., 730 F.2d 1440,

1444, 221 USPQ 385, 388 (Fed. Cir.); cert. disnm ssed, 468 U S.

1228 (1984); WL. Gore and Associates, Inc. v. Grlock, Inc.,

721 F.2d 1540, 1554, 220 USPQ 303, 313 (Fed. Gr. 1983), cert.
deni ed, 469 U. S. 851 (1984).

The exam ner never reads independent clains 1, 9 and
17 on the prior art references so that we are not certain how
the exam ner finds anticipation. The initial rejection sinply
stated that each of the applied references disclosed an
i nterferoneter having an optical fiber, delay | oops and neans
for generating replicas of the delayed signals. The fina
rejection observed that appellant’s argunents were not
comrensurate with the scope of the clains, and the exam ner
argued that each of the references show an interferoceiver
conprising optical fiber |oops. The exam ner’s answer added
nothing to the record with respect to the rejections under 35
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UsS C § 102

Appellant’s initial appeal brief did not respond to
any prior art rejections. A reply brief was filed by
appel l ant which was entered by the exam ner with a statenent
that “no further response by the exam ner is deened necessary”
[ Paper No. 14]. The reply brief contains argunents by
appel l ant as to why the disclosures of Wverka, Kiasaleh and
Li psky do not anticipate the clained invention.

Wth respect to Weverka, appellant argues that there
IS no apparatus to regenerate replicas froma signal pulse.
Appel | ant al so argues that the dither neans of Wverka are not
RF delay |loops. Finally, appellant argues that there is no
structure in Weverka for aligning and varying the alignnments
of regenerated replicas as recited in the clains. Wth
respect to Kiasal eh, appellant argues that there is no
apparatus to regenerate replicas froma signal pulse.
Appel | ant al so argues that Ki asal eh’s phase shifting del ay
| oop does not have the alignnent capabilities recited in the
claims. Wth respect to Lipsky, appellant argues that Lipsky
does not teach or suggest any delay | oops or anything
resenbling a delay |oop. Appellant also argues that there is
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no structure in Lipsky for aligning and varying the alignnents
of regenerated replicas as recited in the clains. The

exam ner has not responded to any of these argunents nade by
appellant in the reply brief.

W will not sustain any of the exami ner’s rejections
under 35 U.S.C. § 102. The examner’s rejection seens to
assert that any optical interferonmeter in which two paths, one
having a del ay and one not, are conpared to each other neets
the clained invention. W do not agree. The path delays in
the applied prior art are not capable of storing received RF
signals, regenerating replicas of these signals, and aligning
and varying the alignnment of regenerated replicas. At best
the applied prior art shifts signals based on a conparison
bet ween an undel ayed signal and a del ayed signal, but there is
no di scl osure of varying the alignnents of the regenerated
replicas. Appellant has presented conpelling anal ysis that
the clained delay | oops are not disclosed by Weverka, Kiasal eh
or Lipsky, and the exam ner has offered nothing in rebuttal.

Therefore, we do not sustain this rejection of the clains.

Clainms 2-8, 10-16 and 18-20 have been rejected under
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35 U.S.C. 8 103 as being unpatentabl e over Wverka, Kiasaleh
or Lipsky in view of Shaw. Wverka, Kiasaleh and Lipsky are
relied on in the same nmanner as in the rejection under Section
102. For reasons di scussed above, the exam ner’s findings as
to what is disclosed by these references is incorrect. Shaw
does not overcone the deficiencies in each of the primary
references. There are differences between the clained

i nvention and the applied prior art which have not been
addressed by the exam ner. Therefore, the exam ner has failed

to establish a prima facie case of obviousness. Accordingly,

we do not sustain the examiner’s rejection of these clains.
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In summary, we have not sustained any of the
exam ner’s rejections of the clains. Therefore, the decision

of the exam ner rejecting clainms 1-20 is reversed.

REVERSED

M chael R Flemng
Adm ni strative Patent Judge

)
James D. Thonas )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smith )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
)
)

dm
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