The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON_APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 33-49, 52, 53 and 56-64, which are all of
the clainms pending in this application.

BACKGROUND

Appel l ants' invention relates to a bondi ng net hod
utilizing a curable adhesive conposition. The clainmed process
i ncludes the steps of: (1) providing an isocyanate conmponent;
(2) providing a catalyzed conmponent that includes a hydroxyl
functional conponent, a specified heat activatable am ne or

aza catal yst and an activatable metal containing catal yst that
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was formed by conplexing tin or bismuth catalysts with excess
mer capt o conpound; (3) adm xi ng those conponents to form a
curabl e conposition; (4) applying the curable conmposition to a
bondl i ne internedi ate adherends; and (5) bondi ng the adherends
by heating the curable conposition above a threshold
t enper at ure.

According to appellants (specification, page 2),
enpl oying the particular catalyst conbination as used in their
clai med process results in long open and fast cure tines.
Exenplary claim 33 is reproduced bel ow.

33. A nethod for bonding a pair of adherends with a
cur abl e adhesive conposition, which conprises the steps of:
(A) providing an isocyanate conponent;
(B) providing a catalyzed conponent conpri sing:
(1) a hydroxyl functional conponent;
(2) a heat-activatable am ne or aza
catal yst which is activatable at
t enperatures above a threshold tenperature
of about 65°C, said heat activatable am ne
or aza catalyst selected fromthe group
consisting of; 1, 8-
di azabi cycl o(5, 4, 0) undecene-7; 1, 5-
di azabi cycl o(5, 4, 0) undec-5-ene; derivatives
and m xtures thereof; and
(3) an activatable conpl exed netal catal yst
conprising the reaction product of a netal
catal yst selected fromthe group consisting
of tin catalysts, bismuth catalysts, and
m xtures thereof, and a nolar excess of a
mer capt o conpound conpl exi ng agent;
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(C) adm xing said i socyanate conmponent and said catal yzed
conponent to form said curable conposition;

(D) applying said curable adhesive conposition to a
bondl i ne i nternedi ate sai d adherends; and

(E) bonding said adherends at said bondline by heating
sai d curabl e adhesi ve conposition above said threshold
tenperature to effect its curing by activating said am ne or
am ne-li ke catalyst and said conpl exed netal catalyst.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Chang 4,598, 103 Jul . 01,
1986

Dammann et al. (Dammann) 4,788, 083 Nov.
28, 1988

Chung 5, 002, 806 Mar. 26,
1991

Clainms 33-49, 52, 53 and 56-64 stand rejected under
35 U S.C. § 103 as being unpatentable over Chung in view of
Dammann and Chang.

OPI NI ON

Upon careful review of the entire record including the
respective positions advanced by appellants and the exam ner,
we find ourselves in agreenent with appellants that the
exam ner has failed to carry the burden of establishing a

prim facie case of obvi ousness. See In re Cetiker, 977 F.2d

1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992); ln re

Piasecki, 745 F.2d 1468, 1471-1472, 223 USPQ 785, 787-788
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(Fed. Cir. 1984). Accordingly, we will not sustain the
exam ner's rejection.
As expl ai ned by appellants (brief, page 7), the

exam ner’s position appears to be "that it would have been
obvi ous to enploy the catalyst system disclosed in the
Dammann et al. reference in the Chung adhesive conposition .

" See Paper No. 16, pages 5-10 for the exam ner’s conmplete
statement of the rejection as referred to at page 3 of the
answer. However, as correctly pointed out by appellants
(brief, page 10), Dammann is directed to a catalyst used for a
coating conposition and Dammann di scl oses using a separate
liquid or vapor phase of an am ne catalyst for curing a

m xture of an isocyanate conponent with a hydroxyl functional

conponent that contains a conplexed nmetal catalyst. See

Dammann at colum 2, lines 37-40, colum 3, lines 55-61,
colum 4, lines 41-62 and colum 10, line 50 through col um
11, line 29. Consequently, Dammann together with Chung woul d

not suggest applying an adm xture of an isocyanate conponent
with a catal yzed conponent including a hydroxyl functional
conponent and both an am ne and conpl exed netal catalyst to a

bondl i ne i nternmedi ate adherents as required by appellants’
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claims. This is so since Dammann (Figure 1 and colum 4,
i nes 53-56) suggests that doing so would result in the
i medi ate curing of such an adm xture by way of the am ne

catalyst triggering the formati on of the unhindered or active

catal yst species Il and IV, which imediate curing is not
desired according to Chung (colum 1, lines 46-48 and col umm
2, lines 23-25). Nor has the exam ner established that the

addi tionally applied Chang patent cures the above-noted
defi ci enci es.

"It is well established that before a conclusion of
obvi ousness may be nade based on a combi nation of references,
t here nust have been a reason, suggestion or notivation to

| ead an inventor to conbine those references.” Pro-Mld and

Tool Co. v. Great Lakes Plastics Inc., 75 F.3d 1568, 1573, 37

USPQ2d 1626, 1629 (Fed. Cir. 1996). Here, the exam ner has
not established any convincing reason, suggestion or

moti vation for conbining the references as proposed (see the
Brief, pages 10-13). The exam ner has essentially only made
general statenments that Danmann suggests extended pot |life and
rapid cure in the presence of an am ne activator (Paper No.

16, pages 6-8) and that the benefits of such would have been
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applicable to the bonding met hod disclosed in Chung w thout
considering the requirement for adequate "open tinme" as
di scussed i n Chung.

The nere fact that the prior art could be nodified as
proposed by the examner is not sufficient to establish a

prima facie case of obvi ousness. See In re Fritch, 972 F. 2d

1260, 1266, 23 USP2d 1780, 1783 (Fed. Cir. 1992). The
exam ner must explain why the prior art would have suggest ed
to one of ordinary skill in the art the desirability of the

modi fication. See Fritch, 972 F.2d at 1266, 23 USPQd at

1783-84. The exam ner has not provided such an expl anati on.
Concerning this matter, the exam ner’s coments at page 4

of the answer beg the question as to why one of ordinary skil
in the art would have been led to utilize only a portion of
Dammann’ s teachi ngs regarding the activatable conpl exed net al
catalyst in conbination with Chung while ignoring the other

t eachi ngs of Dammann regarding the am ne activator addition
resulting in rapid curing, which would be contrary to the
"open tinme interval" desired by Chung. When it is necessary

to select elenments of various teachings in order to formthe
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claimed invention, it nmust be ascertained whether there is any
suggestion or notivation in the prior art to make the

sel ection made by the applicant. |nterconnect Planning Corp.

v. Fell, 774 F.2d 1132, 1143, 227 USPQ 543, 551 (Fed. Cir.
1985). I n essence, the exam ner*s obvi ousness concl usion
appears to be based upon inperm ssible hindsight derived from
t he appellants’ own disclosure rather than a teaching,
suggestion or incentive derived fromthe applied prior art.

It follows that the rejection under 35 U S.C. 8§ 103 of the
appeal ed cl ai ns as being unpatentable over theapplied

ref erences should not be sustai ned.
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CONCLUSI ON

The decision of the exam ner to reject clainms 33-49, 52,
53 and 56-64 under 35 U.S.C. 8§ 103 as being unpatentabl e over

Chung in view of Dammann and Chang is reversed.

REVERSED
BRADLEY R GARRI S )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
TERRY J. OVENS ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
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