THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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BEFORE THE BOARD OF PATENT APPEALS
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and TI M PARKER

Appeal No. 1997-3611
Application 08/439, 414!

ON BRI EF

Bef ore PAK, OWNENS, and DELMENDO, Adm ni strative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s

refusal to allow clainms 9 through 12 and 36 through 39. Caim

! Application for patent filed May 11, 1995.
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9 was anmended subsequent to the final Ofice action dated
March 26,
1996. dains 1 through 8 and 33 through 35 were withdrawn
from consi deration by the examner as being directed to a
nonel ected i nventi on.

The subject matter on appeal in this application is
directed to in-nold | abel ed plastic bottles or other in-nold
| abel ed articles. This appeal ed subject matter relates to the
subject matter clainmed in U S. Application 07/839, 369, Appeal
No.
97-1282, which is directed to nethods involving manufacturing
and | abeling particular |labels and recycling | abeled articles.
Claim9, which is representative of the subject matter on
appeal in this application, reads as foll ows:

9. An in-nold | abelled plastic bottle or other substrate
conprising a substrate body, a |abel fornmed of a coextruded
| ayered filmmaterial and containing within itself a
separation interface, said | abel being applied to the
substrate body, said |ayered filmmaterial conprising two
polynmeric filmplies each conprising one or nore filmlayers,
said filmplies being on contact wwth each other and
presenting to each other surfaces of different conposition at
a pair of contacting interior faces joined at said separation
interface, one of said filmplies conprising printable in-nold
| abel facestock, including a printable face |ayer, the other
of said filmplies conprising a core or stiffening | ayer of

polymetric [sic, polynmeric] filmand a heat-activatable
adhesive layer, said filmplies adhering to each other at said
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separation interface to a sufficiently high degree to

wi t hst and t he maxi mum process separation force inposed at said
separation interface as said layered filmmaterial is printed
and as | abels cut therefromare depl oyed from affixation on
said substrate, said filmplies adhering to each other at said
separation interface to a sufficiently | ow degree to all ow
themto cleanly and readily separate from each other at said
separation interface under the inposition of a separation
force greater than said maxi mum process separation force.

Clainms 9 through 12 and 36 through 39 stand rejected
under 35 U. S.C. 8 103 as unpatentabl e over the disclosure of
U S. Patent 4,925,714 issued to Freedman on May 15, 1990
(hereinafter referred to as “Freedman”).

We have reviewed the clainms, specification, and applied
prior art, including all of the argunents and evi dence
advanced by the exam ner and appellants in support of their
respective positions. This review |leads us to concl ude that
the examner's 8 103 rejection is not well founded.
Accordingly, we will not sustain the examner’s 8 103
rejection for essentially those reasons set forth at pages 6-
13 of the Brief. W add the followng primarily for enphasis.

The exam ner states (Answer, page 3)that:

Freedman substantially discloses the instant clained

invention of a multilayered in-nold | abel stock

containing wthin itself a separation interface

conprising at least two polyneric films of a

di fferent conposition, said conposition is a

pol yol efi n, pol yet hyl ene or pol ypropyl ene, or
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conposition which are closely related (see col. 2,

line 55 to col. 4, line 23, col. 5, lines 48-59 and

col. 8, lines 11-18). Freedman further discloses

that the | abels are used on containers, bottles (see

col. 4, lines 18-22 and col. 5, lines 56-59).

Recogni zi ng that Freedman does not disclose the clained
heat - acti vat abl e adhesive | ayer, the exam ner asserts (Answer,
page 4) that:

Heat - acti vat ed adhesi ves and pressure-sensitive

adhesives are functionally equivalent for the

pur pose of bonding. It would have been within the

purvi ew of one of ordinary skill in the art to

sel ect an adhesive for the desired properties in the

end product such as peel strength including a heat-

activated adhesi ve.
The exam ner’s assertion, however, is not supported by any
factual evidence.? The Freednman reference relied on by the
examner is directed to “a nethod and neans for using pressure
sensitive adhesive | abel technology.” See colum 1, |ines 8-
16. One of the pressure-sensitive adhesives used nay be a
hot-nelt material. See colum 5, lines 60-63. Nowhere does
t he Freedman reference, however, teach or suggest that the

pressure sensitive adhesive |ayers, including those nade of a

hot nmelt material, are equivalent to the clainmed heat-

2 At page 3 of the Answer, the examner simlarly does not
provi de any evidence to support his assertions regarding
dependent claimlimtations involving | abel conpositions.
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activatabl e adhesive |ayers for its |abeling process. Nor

does the Freednman reference indicate that the enpl oynent of
the cl ai ned heat-activatabl e adhesive |ayers is desirable or
useful in the | abel of the type described in Freedman. Under
this circunstance, we are constrained to agree with appellants
that the exam ner has not supplied sufficient evidence to
denonstrate that one of ordinary skill in the art would have
been |l ed to use the clainmed heat-activatabl e adhesi ve | ayer,
inlieu of the pressure-sensitive adhesive layer, in the

| abel i ng process described in the Freedman reference. 1In

ot her words, the Freednman reference woul d not have suggested
forming in-nold | abeled articles containing the clained heat -
activatabl e adhesi ve | ayer.

Mor eover, as argued by appellants at pages 9 and 12 of
their Brief, Freedman also fails to disclose the clained
coextrudate of two polyneric filmplies, one of which
conprising a printable |abel face |ayer. See Freedman in its
entirety. Nowhere does Freednman indicate that its printable
| abel face |layer (face stock 30), for exanple, is extruded.

See, e.g., Freedman, columm 2, lines 55-65 and colum 3, lines
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12-66, together with Freedman’s Figures 1A to 2D. According
to the exam ner (Answer, page 4):
Appel lant[s] is [sic, are] arguing process
[imtations which are given little or no weight in
determ ning the patentability of the clained product
in the absence of a factual show ng that the | abel
of the clained invention differs fromthat of the
prior [art].
In so stating, the exam ner ignores the fact that he has the
initial burden of establishing the “virtual identity” between
the clai ned coextruded printable |abel face |layer and the

printable | abel face | ayer (face stock 30) described in the

Freedman reference. 1n re Spada, 911 F.2d 705, 708, 15 USPQd

1655, 1658 (Fed. Cir. 1990); In re Thorpe, 777 F.2d 695, 697-

98, 227 USPQ 964, 965-66 (Fed. Cir. 1985). The exam ner has
i nproperly shifted the burden to appellants, w thout neeting
his own.

Thus, on this record, we conclude that the exam ner has
not established a prim facie case of obviousness regarding
the clained subject matter within the nmeaning of 35 U S.C. 8§
103. Accordingly, we reverse the exam ner’s deci sion
rejecting clains 9 through 12 and 36 through 39 under 35
U S.C. 8§ 103 as unpatentabl e over Freednan.

OTHER | SSUE
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U. S. Patent 5,242,650 issued to Rackovan on Septenber 7,
1993 (hereinafter “Rackovan”) is directed to an in-nold
| abel ing process and in-nold | abeled articles, wherein a | abel
filmto be enployed, conprising a face layer 12, a core | ayer
16 and a heat-activatabl e adhesive (base) |layer 14, is
coextruded and then hot-stretched to avoid shrinking, rel axing
or any distortion of the filmwhich nmay interfere with the in-
nmol d | abeling process. See Rackovan, colum 4, |ines 6-27,
and colum 5, line 11. Rackovan also refers to US. Patent
4,837,075 issued to Dudl ey on June 6, 1989, which discloses an
in-nold | abeling process involving the use of polyneric | abel
stock in the formof a nultilayer coextrudate conprising a
| ayer of heat-activatabl e adhesive. See Rackovan, colum 3,
lines 25-42. Although both Rackovan and Dudl ey do not appear
to describe form ng coextruded filns having therebetween a
peel abl e interface, Freednman does teach that the fornation of
such filnms having a peel able interface advantageously provides
“renewabl e surfaces” for manufactured products as indicated

supr a.

Upon return of this application, the exam ner shoul d:
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(1) Determ ne whether Rackovan is qualified as “prior art”
for purposes of 35 U.S.C. 88 102 and 103; and

(2) Determ ne whether Freedman taken together wi th Rackovan
(if qualified as “prior art”) and/or Dudl ey woul d have
rendered the clai med subject matter obvious within the neaning
of 35 U S.C

§ 103.
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CONCLUSI ON

In view of the foregoing, we reverse the examner’'s § 103
rejection and return this application to the exam ner to
consi der the above-nentioned references consistent with our
i nstruction.

REVERSED

Chung K. Pak
Adm ni strative Patent Judge
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Ronmul o Del nendo
Adm ni strative Patent Judge
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