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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore KRASS, BARRETT and HECKER, Adm ni strative Patent
Judges.

HECKER, Admi ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final
rejection of claims 1 through 4, 6 through 18, 20 and 21, al
clainms pending in this application.

The invention relates to a piezoresistive pressure
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sensor. In particular, wth reference to Figure 3, diffusion
resistors 32 are connected in a bridge configuration by
contact diffusion regions 34. Contact regions 34 are forned
so that the inside corners are overlapped. These overlaps are
shown in nore detail in Figure 4 as 42, 44, 46 and 48, and
all ow the sensor to accommobdate small nask m salignnents.
Representati ve i ndependent claim 10 is reproduced as
foll ows:
10. A sensor consisting essentially of four
substantially identical piezoresistive diffusion resistors
el ectrically coupled into a bridge configuration having four
i nside corners essentially only by four diffusion term nals
and wherein each of said four diffusion term nals overlaps one

of said four inside corners.

The Exam ner relies on the follow ng references:

Burger et al. (Burger) 4,620, 365 Nov. 4,
1986
Mur akam 4,869, 107 Sep. 26,
1989

Clainms 1 through 4, 6 through 18, 20 and 21 stand
rejected under 35 U S.C. § 103 as bei ng unpat ent abl e over
Burger in view of Mirakam .

Rat her than reiterate the argunents of Appellants

and the Exam ner, reference is made to the brief, reply brief,
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answer and suppl enental answer for the respective details

t her eof .

OPI NI ON

After a careful review of the evidence before us, we
will not sustain the rejection of clainms 1 through 4, 6
t hrough 18, 20 and 21 under 35 U.S.C. § 103.

The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
clainmed invention by the reasonabl e teachi ngs or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. 1Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable 'heart' of the invention." Para-Odnance Mg. v.

SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
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1239 (Fed. G r. 1995) (citing W L. CGore & Assocs., Inc. v.
Garl ock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cir. 1983), cert. denied, 469 U S. 851 (1984)).

The Exam ner reasons that Burger shows the clained
i nvention except for the resistors and term nals being

di f fusi on

type and except for an overlap of an inside corner. Mirakam
di scl oses diffusion contacts and resistors for the purpose of
elimnating |ocalized tenperature interference caused by netal
(answer-pages 3 and 4). Thus, the Exam ner states “It would
have been obvious in view of Miurakam to enploy diffused
termnals and resistors and the well-known resistor pattern as
di scl osed therein in the device of Burger et al. for the
purpose of elimnating nmetal on a flexure portion, where
Burger et al. teaches that contacts and the resistor should be
a simlar material, col. 2, lines 46-55, and where Mirakam
di sparages the use of netal contacts.” (Answer-page 5)
Appel l ants argue that their clains recite an overlap

of a diffusion contact region or terminal with an inside
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corner, and neither of the two cited references individually
or conbi ned shows such an overlap. Appellants state the
Exam ner admts that Miurakam does not show an overl ap, and
Burger makes it clear in the manufacturing process described
(colum 4, lines 37-42, colum 5, lines 7-9) that the two
| ayers formed are always directly coincident or line-on-line

for all regions, with no overlap. (Brief-pages 4 and 5.)

The Exam ner responds with a new position that
Burger discloses a functional overlap, or alternatively, that
Bur ger when nodified by Murakam, results in an overl ap.
(Answer -page 5.) The Exam ner explains the functional overlap
as all resistive portions under the termnal portions L11
L12...L32 being effectively not present owing to the | ow
conductivity of the contacts overlying the resistive portions.
In the alternative, the Exam ner’s resultant overlap is
reasoned t hat enpl oying the Murakam resistor pattern (Rl, R2-
-Figure 10) in place of the resistors of Figure 2 of Burger

results in the clainmed overlap because Burger’s term na
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geonetry would result in inside corner overlap in Mirakam’s
Figure 10 resistors Rl, R2. (Answer-page 4.)

In the reply brief and the suppl enental answer,
Appel l ants and the Exam ner anplify their respective positions
of Burger’s functional overlap, or alternatively, the
resulting overlap derived fromBurger’s geonetric |ayout.
However, we agree with Appellants on both points. A
functional overlap does not neet the structural |anguage
recited in the clains, nor would a functional overlap nmake a

structural overlap obvious as

proffered by the Examiner in the supplenmental answer. W find
this reasoning to clearly be a hindsight reconstruction, by
conbining references to obtain a particular geonetric shape,
and further, not enploying resistive material in the inside
corner of Burger because the extra resistive material would be
wast ed and serve no functional utility (as expl ained by the
Exami ner).

Bot h Appell ants and the Exam ner have assuned t hat

overlap in Appellants’ clains nmeans overlap as disclosed in
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Appel l ants’ specification. That is, overlap wherein a top
geonetric shape exceeds the boundaries of an underlying
geonetric shape. W have accepted this definition because of
Appel l ants’ disclosure as a basis for the clai mlanguage,
Appel l ants argunents relying on this definition as a
distinction over the prior art, and the | ack of the Exam ner
chal l enging this definition. However, viewed from anot her
perspective, overlap could sinply nean “1: to extend over and
cover a part of 2: to have sonething in common wth”
(Webster’s Ninth New Col | egi ate Dictionary, 1986). Thus, from
a dictionary definition, overlap by itself, is easily net by
Burger in that the resistive material at the inside corners of
Burger is | apped over by |ow i npedance connections (i.e.,

termnals). “Extend over and cover a part of”

or “having sonmething in common with” does not preclude the
| ayers

bei ng geonetrically the sanme and aligned with each ot her
(i.e., line-on-line).

However, the overlap issue aside, the significant
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question is whether would it have been obvious to use
Murakam ’'s diffused resistors and termnals in Burger.
Appel | ant s ar gue:

Appel lants’ clainms recite diffused regions.
Mur akam does not suggest to one of ordinary skil
inthe art that these diffused regi ons should have
an overl ap because no overlap is shown. Further,
Burger is directed to the use of a netal material,
not a diffused region. One of ordinary skill in the
art desiring to formdiffused regions would follow
t he teachi ngs of Murakam and not those of Burger.
The Exam ner has failed to denonstrate a contrary
suggestion. (Brief-page 7.)

The Exam ner states:
It woul d have been obvious in view of
Murakam to enploy diffused termnals and resistors
and the well-known resistor pattern as discl osed
therein in the device of Burger et al. for the
purpose of elimnating nmetal on a flexure portion,
where Burger et al. teaches that contacts and the
resistor should be a simlar material, col. 2, lines
46- 55, and where Murakam di sparages the use of
metal contacts. (Answer-page 5.)
We see no “purpose of elimnating nmetal on a flexure
portion” stated in the cited portion of Burger. However,
Bur ger
does elimnate netal on a flexure portion and does not have to
| ook el sewhere, to Murakam , as suggested by the Exam ner.

Furthernore, we find the suggested conbi nati on inconpati bl e.

- 8-
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Mur akam requires a sem -conductive substrate to have diffused
resistors and termnals. This sem -conductive substrate al so
serves as a flexible beam Burger, on the other hand, has a
thin, organic foil, which is glued to an elastically
def ormabl e spring el enent and provi des vapor deposited
resistors and termnals. Any nodification of Burger by the
t eachi ngs of Miurakam would anmount to sonmething totally
foreign to Burger. The foil and elastically defornmable spring
of Burger would have to be replaced with a sem -conductive
substrate, replacing beyond recognition, the initial structure
of Burger. W find no teaching or suggestion in either
reference, or as a whole to one of ordinary skill in the art,
to convert Burger’s thin filmtechnology to the sem -conduct or
di ffusi on technol ogy of Murakam .

The Federal Circuit states that "[t] he nere fact
that the prior art nmay be nodified in the manner suggested by
t he Exam ner does not nake the nodification obvious unless the

pri or
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art suggested the desirability of the nodification.™ 1Inre
Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n. 14
(Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902, 221
USPQ 1125, 1127 (Fed. G r. 1984). "Qobviousness nay not be
establ i shed using hindsight or in view of the teachings or
suggestions of the inventor." Para-Ordnance Mg. v. SGS
| nporters Int’'|l, 73 F.3d at 1087, 37 USPQ@d at 1239, citing W
L.
Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1553, 220
USPQ at 312-13.

As pointed out above, any nodification of Burger by
Mur akam destroys the basic structure of Burger. Burger does
not provide a suitable substrate for diffused resistors and
termnals. Such an attenpted nodification is pronpted by
nothing nore in the record than hindsight. None of the
references even allude to termnal “overlap”. Since there is
no evidence in the record to support the Exam ner’s

conbi nation, we will not sustain the Exam ner’s rejection of

-10-
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i ndependent clains 1, 10! 11, 15 and 20.

The remai ning clains on appeal also contain the
above limtations discussed in regard to clains 1, 10, 11, 15
and 20, and thereby, we will not sustain the rejection as to
t hese cl ai ns.

We have not sustained the rejection of clainms 1
t hrough 4, 6 through 18, 20 and 21 under 35 U.S.C. § 103.

Accordingly, the Exam ner's decision is reversed.

REVERSED

ERROL A. KRASS )

Adm ni strative Patent Judge )
)
)
)

LEE E. BARRETT ) BOARD OF

PATENT Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES

! The | anguage of claim 10 presents sonme difficulty in
readi ng snoot hly, thus we m ght suggest placing the clause
“essentially only by four diffusion termnals” after
“electrically coupled.
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STUART N. HECKER
Adm ni strative Patent Judge

snh/ ki

Vi ncent B. Ingrassia

Mot orol a Inc.

Intellectual Property Dept.
Suite R3108

P. O Box 10219
Scottsdale, AZ 85271-0219
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