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WARREN, Administrative Patent Judge.

Decision on Appeal and Opinion

Thisis an gpped under 35 U.S.C. § 134 from the decison of the examiner finaly rgjecting
dams3and 4, dl of the dams in the gpplication.*

We have carefully considered the record before us, and based thereon, find that we cannot

sustain either of the grounds of rejection advanced by the examiner on apped.”

1 Amendment of May 3, 1995 (Paper No. 8).

2 The examiner has not advanced the ground of rejection of claims 3 and 4 under the judicialy created
doctrine of obviousness-type double patenting over clam 5 of then co-pending application 08/296,134,
now United States Patent 5,501,914, that was of record in the final regjection of July 17, 1995 (Paper
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With respect to the ground under 35 U.S.C. § 112, first paragraph, enablement requirement, it
iswell settled that under § 112, first paragraph, the examiner has the burden of providing a reasonable
explanation, supported by the record as awhole, why the assertions as to the scope of objective
enablement st forth in the specification are in doulbt, including reasons why the description of the
invention in the specification would not have enabled one of ordinary skill in this art to practice the
clamed invention without undue experimentation, in order to establish aprima facie case under the
enablement requirement of the first paragraph of 8 112.  Inre Wright, 999 F.2d 1557, 1561, 27
USPQ2d 1510, 1513 (Fed. Cir. 1993); In re Marzocchi, 439 F.2d 220, 223-24, 169 USPQ 367,
369-70 (CCPA 1971). Thus, in order to make out a prima facie case under this section of the statute,
moreis required than an expresson of doubt that the information in gppellants pecification would not
have enabled one of ordinary skill in this art to make the claimed apparatus encompassed by the
gopeded clams. See generally, Inre Mayhew, 481 F.2d 1373, 179 USPQ 42, 45 (CCPA 1973)
(CCPA 1976)(“We bdieve the rgection could have been proper only if evidence or reasoning had
been advanced which would indicate that locating the cooling means at a point other than adjacent the
exit point for the strip would not achieve the desired result of lowering the temperature of the spelter at
that point. A statement merely doubting that this can be doneis not enough.”). We must agree with
gppellants (brief, page 5) that the examiner (answer, page 3, citing the Office action of December 6,
1994 (Paper No. 5)) has not made out a prima facie case that the specification would not have
enabled one of ordinary skill in this art to make the claimed apparatus without undue experimentation a
the time the gpplication wasfiled. We find that the examiner merely aleges that undue experimentation
would be required to practice the claimed invention without reasonable explanation, supported by the
record as awhole, why thiswould be 0. Indeed, we find that appelants submitted

No. 10). While the examiner has not specifically withdrawn this ground of rejection, gppellants notein
the brief their belief that the “rejection has been obviated by the submission of a Termind Disclamer”
(Paper No. 12, page 4) and the examiner did indicate in the answer that appdlants statement of the
issues on gpped is correct (page 2). Appelants did file atermind disclaimer dong with the brief on
December 18, 1995 (Pgper  No. 13). While we cannot find in the record where the examiner
acknowledged receipt of this document and communicated the effect thereof on the ground of rejection,
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evidence with respect to whether one of ordinary skill in this art would have had the knowledge to
practice the invention as disclosed in the specification (brief, pages 5-8, and reply brief, pages 1-4) and
the examiner has consdered only one of the documents, dleging that undue experimentation would till
be required even in view thereof (answer, pages 3-5). Accordingly, because the examiner has not
carried the requisite burden, we reverse this ground of rejection.

Turning now to the ground of rejection under 35 U.S.C. § 102(b), it iswell settled that
anticipation under 8§ 102 is aquestion of fact, based on the limitationsin the clams, and that in order to
make out a prima facie case of anticipation, the examiner must point out where each and every dement
of the claimed invention, arranged as required by the claims, isfound in asingle prior art reference,
ether expressy or under the principles of inherency. See generally, In re King, 801 F.2d 1324, 1326,
231 USPQ 136, 138 (Fed. Cir. 1986); Lindemann Maschinenfabrik GMBH v. American Hoist &
Derrick Co., 730 F.2d 1452, 1457, 221 USPQ 481, 485 (Fed. Cir. 1984). With respect to the
interpretation to be made of the claim language in light of the written description in appelants
Specification asinterpreted by one of ordinary skill in thisart, see Inre Morris, 127 F.3d 1048, 1054-
55, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997), we find that appellants do not quarrel with the meaning

” o

that the examiner has given to the terms “dimple,” “two dimengons’ (brief, page 8) and “array” (reply
brief, page 4) in the phrase “two-dimensond array of dimples’ (answer, page 3, citing the Office action
of December 6, 1994 (Paper No. 5; page 4), and page 5). We observe that the definition of “array”
relied on by the examiner islisted in Webster’s |1 New Riverside University Dictionary 126 (1988) as
“4.Math. a. . ..,” asisdsothe casein The American Heritage Dictionary Second College Edition
129 (1982), which definition clearly hasto do with the arrangement of recorded data. Thus, we find
that the appropriate ordinary meaning of the term “array” in the context of the disclosed and clamed
invention is“1. An orderly arrangement; esp. of troops.” Webster’s || New Riverside University
Dictionary, supra; Webster’s || New Riverside University Dictionary, supra. Accordingly, we
conclude that, in the context of clam 3 and in light of the written description in appellants specification,

the claim phrase “two-dimensond array of dimples’ is reasonably interpreted as an orderly arrangement

we will not consider this ground of rgection. See Manua of Patent Examining Procedure § 1208 (7th
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of dimples, which arrangement necessarily includes the * corresponding protrusions, formed by the
dimples,” wherein the dimples are in one outer layer and the protrusions are in the other outer layer of a
sngle generaing layer, which language encompasses the arrangement shown in pecification Fig. 2.

We have compared the structure specified by the dements of clam 3, as we have interpreted
the language thereof, with the structure shown in FIG. 3 of Ackerman et d. in light of the pogition
advanced by the examiner and by appellants. We find that reference FIG. 3 illudrates an dterndive
configuration of that shown in reference FIG. 2, wherein reference FIG. 2 is “an enlarged sectiond view
as seen gengdly from line2-2 in FIG. 17 (cal. 6, lines 9-10, and col. 8, lines 59-60). It is apparent
from reference FIG. 1 that the passageways 20 and 26, the latter including feed tube 24, in the core 14
are draight runs for the length thereof, wherein the configuration and the dimensions of the passageways
do not change, with the sole exception where “[i]t would be desirable to provide adight reduction in
cross sectiond area a the discharge end of the fudl passageways’ (col. 6, line 22, to cal. 7, line 12). It
is apparent that reference FIGs. 2 and 3 represent merely a cross section of core 14, showing only the
form of the passageways at that particular point and no other aspect of the structure of the passage
ways over the remainder of the core. Accordingly, based on the structure disclosed by the reference
taken as awhole, we agree with gppellants characterization of this structure as one that is “ corrugated”
and indeed, thereis no “two-dimensond array of dimples’ as required by claims 3 and 4.

Accordingly, we reverse this ground of rejection because each and every dement of the claimed
invention, arranged as required by the claims, isnot found in Ackerman et d.

ed., Rev. 1, Feb. 2000; 1200-13, last two full sentences).
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The examing’ sdecidon isreversed.

Reversed

CHARLESF. WARREN
Adminigrative Patent Judge

PAUL LIEBERMAN BOARD OF PATENT
Adminigrative Patent Judge APPEALS AND
INTERFERENCES

BEVERLY A. PAWLIKOWSKI
Adminidrative Patert Judge

N N N N N N N N N N N N



Appea No. 1997-3697
Application 08/273,455

Wenderoth Lind and Ponack, L.L.D.

2033 K St. N.W.
Suite 800
Washington, DC 20006



